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PR A R R AR TR R R ARG SR TARE RS
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WA R E— SR ER MR R A AR IR RS L HLERREZ £
LA uﬁﬁ%ﬁ%W%Aagﬂﬂ“@%o

AN 2RHAL2EZAEMN MR T HIATRH R
—~ 24k MPEP 2 BHBA TR LB RS ERH X

B 1853 SF % B 5k & ik e 42 & 2 B A B Bp 5% 9F) W 3 0] 96 (8] 0 A PR AR LT
RAABGARAT R ZER - BREH AT S5 o B ey BN FIF Ak & RA
PR8N B A% A Z HE bl 09 36 B A AT o /£ 1932 F » B4 A #EM 35 US.C.
§ 112(b) AT H *35US.C. S33*FIAM X FMIAITEEMERL - REH
#2011 9 A 16 B X Mg 15 % » 484 T Leahy-Smith % B 4 8 7% (Leahy-Smith
America Invents Act * ffi#% AIA) > L P 35US.C. S 112(b)xME s "HAERE
VAR IR X, % TBE KBS D) W45 o LA AE M T & BA A SR I B A P AT R & RS
B2 W 2EAREY | * 0 AT — R Pre-AIA 35 U.S.C. § 11292 % % 4% e iME 5
MERZAZ M TEFA S TERAARKERERAA, » RO FIE B4
e Bt > TAE BB BT FAR - F B I BE M 0 4 25 BURK AR Gy M AY
3 AR 4

2015 % 11 A % urx £ B &4 % £42 735 % (Manual of Patent Examination
Procedure, MPEP) % 2171 & » # — %3 7 U.S.C. 112 (b) =k Pre-AIA 35 U.S.C.
112 92 #d 5 F AR E ey REEN RS > 2515 (A) FHEASELALAE
A REFEAARTRE AP T FHIZ - (B) W 3F 140458 FH 2 A5 5 Hoth
B FEH R R ZIE S BRI PR P HARN IR HE > MAX B RHHR

* Brooks v. Fiske, 56 U.S. 212 (1853).

The applicant for a patent “shall particularly point out and distinctly claim the part, improvement, or
combination which he claims as his invention or discovery.” —35 U.S.C. § 33(1932).

The specification shall conclude with one or more claims particularly pointing out and distinctly
claiming the subject matter which the inventor or a joint inventor regards as the invention.

The specification shall conclude with one or more claims particularly pointing out and distinctly
claiming the subject matter which the applicant regards as his invention.
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LSRR - O Py g (precise) 7 # (clear) - E#E (correct)
A M A F 6y (unambiguous) ° & BBAZ P JEZAE T REHAS IR F 3F 2 ST

By R HESE M -

BE o HASBREF KA TGS BFRRS B RAFREAAEEZE > T
w MPEP % 2173.05(b) & " 48 ¥} 3& (Relative Terminology ) | * ¥f7Mf4 il 48 # 42
JEZ B3 (Terms of Degree) 1A% —RE BT RIEZTZ A& o RAI L Fhyil
AHEEZABRANFRAY  FEANERELRATLERMET ZRAZREL
BROIZE - 2R > o RAA LT R BT 2R ZALE » AR R T BN FAT
Jn B2 Hoaly o BT R B AT AR T B B R A R ZH KA R R -
Beoh 0 BRI A B R AR BAE R ik (e REAAEZARZE TR
BER) EERAETRETTHAZRAZEETRIT R RE T AFL
AIRIE AL 7 o BlAkH £ USPTO ~ B A%F 25 B2 BB 4] By P 40 R 2 = i% )
2007 FHFARZ T ERR=Z G EBERATHRIABLEZEMH REF
USPTO 3 7 ¥ AL E X~ BEXAXFTRARZRBEAIFFE  ARNAE
FALEX  HEXAXFRALLR B, ELRRRAEFPFLIALE R F EAL
o FIT AR R HAREXRFTRAZLHSH  EEARTREIARAS
z‘%%%ﬁ’ﬂ%T&Fﬁ%&ﬁﬁ%’éﬁi‘#E\Lﬁiﬁ’%%ﬁé&%ﬁ%%ﬁ%fié SERHBZERBAT -

[0

Thus, when a term of degree is used in the claim, the examiner should determine whether the
specification provides some standard for measuring that degree. Hearing Components, Inc. v. Shure
Inc., 600 F.3d1357, 1367, 94 USPQ2d 1385, 1391 (Fed. Cir.2010); Enzo Biochem, Inc., v. Applera
Corp., 599F.3d 1325, 1332, 94 USPQ2d 1321, 1326 (Fed. Cir.2010); Seattle Box Co., Inc. v. Indus.
Crating &Packing, Inc., 731 F.2d 818, 826, 221 USPQ 568,574 (Fed. Cir. 1984).

If the specification does not provide some standard for measuring that degree, a determination must be
made as to whether one of ordinary skill in the art could nevertheless ascertain the scope of the claim
(e.g., a standard that is recognized in the art for measuring the meaning of the term of degree).

The claim is not indefinite if the specification provides examples or teachings that can be used to
measure a degree even without a precise numerical measurement (e.g., a figure that provides a standard
for measuring the meaning of the term of degree).

Trilateral Offices, The Revised Version of the Comparative Study Report on Trilateral Project
12.6 Requirements for Disclosure and Claims (Dec. 18, 2007). http://www.trilateral.net/projects/
worksharing/study/project126.pdf. (last visited Sep. 5, 2015).
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USPTO 7 2011 SFA73A 2 35 US.C. § 112 ZAHAF Ri5d * 12 T HF
SRR 6 FEBI R 00 CABY AR AR IR AR F) BT 09 R B o A2 bR ok 3L o B A SO S B g
HEGELBOT > AE—F ZREAINASHAEL BB RN TFRANE S
FE)c AEG L AEAARMRH R TR BB TR FRE T F
B RAFZ TE EIMAL 2-10C | MEREH SN - K 0 AAE
A 25 b FHE X A S X S AR R 0 i P S A AT S AT B
i — It BT EIHEA LK) £IE o AR E b EAGE -
RAERTFHRE LA ZEHRIELA RARRE R0 LT AR BER BRI
fTHEAE S0 M ik 0 R A A IR AR o

o b it MPEP A8 Bl £ % T A & 8 USPTO #74 % & A B £ ¥ Bk KA+ 84
S ROF B AR IF o) AR B o B 0 X BIR 5 A A 2014 4F Nautilus, Inc.
v. Biosig Instruments, Inc. & Y &L & #7 2 = T B #E Mk 64 ) Br R B] - J& AT £ B W
F i 1@ F 3 % B (United States Court of Appeals for the Federal Circuit, CAFC )
HA RN RGBSR H AFRKAL T BB RGEMTF (insolubly
ambiguous) | - W HLZ A P4 a0 FERE ST A dE 5 Mk 32 (TR AEFE (amenable
to construction) ) #9IFILT » HRKAL GHAN L FARE - Kin » AKREF ZE R
B ik EA % CAFC TR T T HOR AR | & " Rk ey M 7 ) R Al
SRTRIAIRIEREA 09iA > B sk2 35 US.C. 112 12 FF & Ky &
M o BR AR B R AR AT R AN SR S I T AT AR P LAl S il 0 2R JF
LR FRNER - RS EREFLANHREY T AL T BB RGBT

° Supplementary Examination Guidelines for Determining Compliance with 35 U.S.C. § 112 and for
Treatment of Related Issues in Patent Applications, 76 FR 7,162 (Feb. 9, 2011).

1 TRAINING EXAMPLES
http://www.uspto.gov/patents/law/exam/supp_112_exr_training_exs.pdf. (last visited Sep. 5, 2015).

U — A AR ARG & TR0 RT AR R A SR TR0 — ARG AP e R H R = T R & —BRER &V 4R Y
Tk adE (A) H— AR —MH0.8 I RHFHBEYERITEGHEHRX_FRL =
BF B 4 R 3 38 18 — 18 B A 3R B B 2 64 sk R 9 4 SRR E AT ok — AR IR mkeh 42 45 SR e 44 0 (B) R
HREdad —EAEILER - CatE (a) REALEERM (b) — B8 AR PTHE 6 IE R L4 &
BOYBA IR 0 P BT ey &Y AR A —AECE 6 2 RRURP Rk A Fe B AL 0 R B G &5 4R Y
g > (C) ARk F4a h R @ AL & AT sk —FE LA 3-13% 09 45 &b L Anls 2 E A &
2-10 Coyskdhey ~ STy ehsr - & (D) bz £ — B4 e dath e 1.5/1 42 2.5/1
Z [ e
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i’&’,%‘ 12

B—rE c PEEMN AL X F RS B A e RA] 0 SRR U F ) S BE ME  EAR
ALl W B A RAE - Bt RAEENR LA OH S EEFEHRR K
B AP B A AR T B R sk o FIRY 0 SRR b AR RE R R A E R b
& Joth e SEAE R GE - F S o i R A T AR BT BT
LA B AR o B R AR AR PEMNRR - ARG R 58 693F BAUE
R FAGA T FRA R P AR F G ER o R E B R &k PR AL R AR
AR Y AR ST Sk BB AR o Wk 0 RBRSERIRE T T v A A
BAAE SRR Z A EAZRATAR T FHR LT RME - &k THES
(reasonable certainty ) 5 16 B B & 7 A8 3% b B A7 38 7 S 3k & Sk S A S5 E o
AZ R ARG AEE MR A o | PAFEEFIETRA] - A TR
CerEAELT | RBIRFIET S BOR R F KA AN AR PR 0 AL EH 25
H e AR

= > Dow Chemical v. NOVA £ "
(=) £HFE

M RAL S 8] (AT AR KALE: ) B A £ B 4] 5% 5,847,053 38 (A
T A% '053 £4]) A F 6,111,023 38 (AT 45023 &A1) » HAAHA

12 To tolerate imprecision just short of that rendering a claim “insolubly ambiguous” would diminish
the definiteness requirement’s public-notice function and foster the innovation-discouraging “zone of
uncertainty,  United Carbon, 317 U. S., at 236, against which this Court has warned.

3 Section 112, we have said, entails a “delicate balance.” Festo, 535 U. S., at 731.

4 One must bear in mind, moreover, that patents are “not addressed to lawyers, or even to the public
generally,” but rather to those skilled in the relevant art. Carnegie Steel Co. v. Cambria Iron Co., 185 U.
S. 403, 437 (1902).

15 At the same time, a patent must be precise enough to afford clear notice of what is claimed, thereby *

‘appris[ing] the public of what is still open to them, " Markman, 517 U. S., at 373 (quoting McClain v.
Ortmayer, 141 U. S. 419, 424 (1891)).

6 “A patent is invalid for indefiniteness if its claims, read in light of the specification delineating the
patent, and the prosecution history, fail to inform, with reasonable certainty, those skilled in the art
about the scope of the invention.” Nautilus, Inc. v. Biosig Instruments, Inc., 134 S. Ct. 2120, 2124 (U.S.
Jun. 2, 2014).

Y Dow Chemical Company v. Nova Chemicals Corporation, [2014-1431, 2014-1462] (Fed. Cir. 2015).
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ARERMGRZ CH R sz 24 o B KALZTEF NOVA L4
Bt A PR 8 (g X BAEF RN ) (AT #i#% NOVA) 24e 4]
% B 375 kR H k2 A 2 L NOVA 424 - NOVA T~k * &%) CAFC 2
A E3F M CAFC 38 £ B 37 ik Be bl s & 0 ARk AR R 09 BEM 1R 7 R
A ) e o 35 R A G B 45 S B AR 0 22T R 20 o NOVA FIR4E4E b
FEEBRRSERFARALES  ZRBEIEL - BR > ZEARTERER
BEAR A8 B PR B AT A B B 2L 0 ¥k NOVA BGRF - NOVA #8242 8 L3k
CAFC #2015 4 8 A 28 A » %48 2014 4 " &30 #k12 | 2 R B> Flik ¥
ER i E A RN R I

AT A S A &I BB R H KA - SRR FRRE
— B AN EE 0 AR S o

AF AP ARKMLGFRKALT
053 £F)75 K78 6>
— LR SR Y 0 HAFE S

(A) #9510 £ 95% (Réa k28 EFFHE) 9% — AL TF7E4HZ
— I FALW BRI T a- e
(i) #90.89 %~ 5 FZ 00 £ 450935 % 5 502 FF

(ii) # 1.8 £452.82 25 FF 2 (Mw_, Mn) -

8 Exxon Research & Engineering Co. v. United States, 265 F.3d 1371 (Fed. Cir. 2001).

¥ Dow Chem. Co. v. Nova Chems. Corp., 458F. App’x 910, 911, 917-18 (Fed. Cir. 2012).

* An ethylene polymer composition comprising (A) from about 10 percent (by weight of the total
composition) to about 95 percent (by weight of the total composition) of at least one homogeneously
branched linear ethylene/ a -olefin interpolymer having:(i) a density from about 0.89 grams/cubic
centimeter (g/cm3) to about 0.935 g/cm3,

(i1) a molecular weight distribution (Mw /Mn) from about 1.8 to about 2.8,

(iii) a melt index (I2) from about 0.001 grams/10 minutes (g/10 min) to about 10 g/10 min,

(iv) no high density fraction,

(v) a single melting peak as measured using differential scanning calorimetry, and

(vi) a slope of strain hardening coefficient greater than or equal to 1.3; and

(B) from about 5 percent (by weight of the total composition) to about 90 percent (by weight of the
total composition) of at least one heterogeneously branched linear ethylene polymer having a density
from about 0.93 g/cm3 to about 0.965 g/cm3.
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BAEARFERAGEE TR T RSB ELRAREFN 13, 2 E
i o FNE S ARACAR B E B KACR TR AT S 30 AR AR IRIE
F AR AR AR S T AT R SRl 2 (e T B AT
) v 3y PTAE AR A b ol 47 8] SRSt IR SRR At R -

LOAD

DISPLACEMENT

B 1: RALRE#HREZE 8

2 4‘4“”"%%?‘1’753&@ P SR AUAR B 2 — 8 ) KA ZE AT B 25 0 7 a9 44 3 - R AT 4% T 4 4l
ABIRF R onay--

2 G s 59‘14&1’?§>’(4+$4?4ﬁ§fﬂ9@“%‘%?%}%‘)—4‘*’?5' AR MRS AR EAFE Y — A
BR3P A B AR S w5 A AT A6 T 00 1 38 ROk Se A A o R S AL o @G PR T oY RS
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rTEMGE - A RE G MARFRACIABHRE

RAN LR E v RERACER (VER) - —Kh3 @ LERX
ZIR EMEE  FATTHERRE—EREFLE - AR REWTRTEK
BRI L AR RRF R

BAEHAARRRABRG T HGL S FEHE T (1)
10 % EZ]E7i% (10 % secant tangent method ) » 14 3T - dy 4k o Ak 5L 26 &
HATdE 10 % & kAR B 2 i E X Bapagdt 5 (2) R&HE
% (final slope method) * witkon AlAL R AT Bk A 4R 5 & (3) & fE
#M% (most linear method ) * E4E J& @ AL R F o M ARSI 52
BRI A E o o RABKRACSE O L RBEAPTERY F sk
HGAPERZ S ARBEETr A LA ER I S A RENAHLARL
ME BZERRRAE > R BWREFTHTEEMRCFTRETRGE
R BT EFN T FTREHEAT T RERCGRAE ) B - 2 F
A I F GRS R S B AR A R R e T ik R AR AR AT R
ZRATAE ik ugdg5]  RER O THERNGTEREATFZEMER A
v AR T kAR R A R L E R A R b AN R AR R AT AR 7 %k OF R AE
(GECEIRES A

(=) AHAERZ I AAET

CAFC #2015 -8 A 28 Bay ¥ ik R A A EMMAEAR 5 €%
HARERG T EHL BAFEMNEHARA T RAFF LA HE
R AEATIR Tl ez AE AT AR 7 ik » A P R A SE R ARE - £ £
B % 5k 2014 00 A TR AE(Z R A 2 A S 2 5T 0 de BB HATAAR T A
FF A TATRIEE 6B F ik FRART ERALTAE
CAFC AT 5 — R ARG A AR T IA B R A > R &V 3 A S H
IO « R e 2014 AR HRMR I LEET R - WA

2 Bp A Rl A A A 6 90% ©

# RACS e R REAE L A TEM G Tk LA FRI 1500 18 252 56 T 64 71 Bk Se A P 38
ho b e B B0 B+ FAFZ AR SO EHAR A B — 4 0 B0 B RS BUT S 67 A2 KR 8 50 18
HIFR B AR AR X REBAERSHE R LM FRKRM -

* Nautilus, Inc. v. Biosig Instruments, Inc., 134 S. Ct. 2120, 2124 (U.S. Jun. 2, 2014).
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CAFC a5 A F R A BH AP HLAEE  RAERFHELAETAELA
REEPTE AR5 0 ik T SRS ) QPR AT AR T B A R ek
gk T RS RACGEAR ) ZEE T AP FRANEE TS
A AL o A

=~ Teva Pharmaceuticals USA, Inc. v. Sandoz, Inc £ *
(—) £H¥EE

Teva Pharmaceuticals USA 2 3] (VA T 4% Teva) #H £ B £ 4] %
5,800,808 5% (A F 4% '808 A1) -~ HARA Bli6 /& Z FPEAALIE o) B4
Copaxone # Bt 7 i% © & iE42H A Sandoz 2 @ (VAT f§#% Sandoz) 471
A ¥ Copaxone #9 % & 3 8F » Teva ¥ 3 Sandoz 12 4¢3 £ 4] - Sandoz A
1% it Teva Fi#e < Copaxone %48 W 35 S A G E AR » F2  RHAE >
HR35US.C. 8§ 112,92 &R » EBMFERPIRTF LA SEE G
AR ¥ R A A 2 - Sandoz AR © ¥ CAFC #24 E3 > f CAFC ¥
MTEABEANFERNAT B8 "5 T% ) FHHE Fl kA oo H
& Teva E3F & 2Bk & ik besh KAE S M EBRSERERSE CAFC £
MR £ B Moy ik B ST R AR W S A S E R PT IR A B E R SRR
F| 2 B - CAFC %69 7 A & AR I A Ba 4 3% (clear error) ° I & #7
%2 (denovo) * ¥4l CAFC Xk T HEHEFHF ¥ o VA » CAFC E#f
FIARE > EA2015F 6 A 18 B B4R 2014 F T A3 | 2 JRA] > H]
P o R S R B AE B R R

PA T AL 3R A - B B AT BOR 38 KA SN FRRE
M— &N 48 ARBESF -

AFRAFEARRMOFLALT

% Teva Pharmaceuticals v. Sandoz Inc, Case Nos. 12-1567; -1568; -1569 and -1570 (Fed. Cir. 2015).
" Teva Pharmaceuticals USA, Inc. v. Sandoz Inc., No. 13-854, slip op. at 1-2 (U.S. Jan. 20, 2015).
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808 FAFH KA 1>

—FER T -1 YR Tr kG A RARTEGG Iy -1 IR R JEIATY
RER BRI T -1 IR R IE I FE L = f T BRI TR A -1 X
FEILEY -1 ABRGACLE LT Y -1 RELAG D) T LS5 E9T
i ARG H T -1 °

(=) PAsEMZ 2

FFRAZAERNL 5 M ARALE B4 Copaxone 89 £ & &M & o 3
-1 Mt Ry -1 ROGWAETRGERERTIYRZERKEY - 45
AR TEORSMS TLiREH - AREZRWFHANTFHEH R
Bemik 2> F8L5E9 FHEME, & Sandoz F3% '808 £ A F
Z"HFE, TRAAZALRGHEE: (1) %-F4 5 FF (peak average
molecular weight, Mp) * MAMmIERM -1 REMW PR L5 T EEFE
(2) %%¥-F3¥H 5 F& (number average molecular weight, Mn) * VA p%,
ERY -1 REMF A TR XN T EE i RE R A TEEPT
FzFHEETHE A (3) mHE-F3Y 5 FF (weight average molecular
weight, Mw)  #MHEm LR -1 REBF A RR R I ToaoTF
BhvbiAe R AR EN S TETRANEEN T ERTE P ES -
Ry RAFERKAFYFRALBETZ "5 TELE5E29 THMA
BRIk ATRE S 7 ik SRS Z K -

Teva B| #2 B30 T X B3] | & 48 & b 42 48 & A7 & #7 % (Size
Exclusion Chromatography, SEC) ¥ #F 2 # 45 A7 #h e i 13 2 Ak o 5 T2 4
8 (e FEATR) > Mp 2 R— T A HEHZETEF - Aa¥m s
ARG FREERBEBANIGBREEFESHRARET > T2 AR F
SH S RBEAARNBERGAETR  BAPFEIMNEBRTHARZ "2 T

¥ A Mp e

% A method of manufacturing copolymer-1, comprising reacting protected copolymer-1 with
hydrobromic acid to form trifluoroacetyl copolymer-1, treating said trifluoroacetyl copolymer-1
with aqueous piperidine solution to form copolymer-1, and purifying said copolymer-1, to result in
copolymer-1 having a molecular weight of about 5 to 9 kilodaltons.
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2:'808 #A|2 1 1

LT E G ZEF MRS 5T E 4 B 0 Sandoz 45 & & F AT 2364
Mp R 7.7 TERBEL—B > BAxvx "5 T2, £FEMp>
175 ik A dn &% 0 T8 R ARBATAE ST 7 ik » R HF &AM
SHEFLEE - 33T B R3] 0 Teva b £ RFEAFS & A #Hd SEC FRAF
HHEBGEEwE 0 T 25 A QR TE ERBOLRAS EXde L2
W - STPT R At AR R B 1 ek T ABR R4y o Sandoz 89 KK

ABIAS B A ip i E ey % o
BE 2B EHE 6,620,847 & 6,939,539 55 ( vA T fif #% '847 % '539

RH]) LgA 808 RAA AR 1A X M B EARAEZTLF A
Bl » A#G2METRF 1 AZEB 1 Rd o 50 '847 & '539 &4 H{EE

2 Sandoz AT | 9tk o T ES> A B TAF BERNZ " o F % 4 3£ JF4w Teva BT 5 £ A Mp
K owmRTeva P BE Bl TRRL77T THBE Fa&EBTREZUsTEE  RE I
BT 2869 5% — s L LB 0% T3 o T B AwAKA 7.7 THEME (84568 THEMEA) -

N RKERVNFRERMTFRZFHOLE B — A Rkey 2B LA F 5,800,808 * 5,981,589
6,048,898 * 6,054,430 ~ 6,342,476 ~ 6,362,161 ~ 6,620,847 ~ 6,939,539 % 7,199,098 5% » w7 £
B R & ik B 09 ) ik 3t R 35 8 CAFC R aT sk Lt S A] 35 -0 3k 58 » # CAFC MR 30477 R H) 2 64
% 5,800,808 %% & A i 4T H I o
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DT ERZAETRNE T A FERLRH FRY > — T 0 B4t
B EHAR — ARk SR Gt LB R R aER - #ibd SEC AriF R
Wk 2 5 T2 504 WL B B+ PTG AT AR F LA 1 e 3Rk B AR R
HEFEEA R MARE LSBT LSRR T SRR ) RRA
BT R o B MAAMRA T FRLAEERT 0 L4808 A
AR O] 1 A B 1 X HR A AP F 2 A5 B R A A A > LI Teva

I ERELAR T )G - FAT AR AR E 3 A PR M S BT B Al AR R R LA i
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“A patent must be precise enough to afford clear notice of what is claimed, thereby appris[ing] the

public of what is still open to them.” Biosig Instruments, Inc. v. Nautilus, Inc., No. 2012-1289, slip op.
at 8 (Fed. Cir. Apr. 27, 2015).
32 Microsoft Corp. v. Multi-Tech Sys., Inc., 357 F.3d 1340, 1350 (Fed. Cir. 2004).
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HAEF PHFENEESE > 58 MPEP % 2173.02 i Tk e KAREA
% ¥ #E (Determining Whether Claim Language is Definite) | » 3 B 824k 80 7 ¥
BrAER] > T AH RAZHEAA R IAFAY  CHENTFEAMNER LIS CL
FTHRRLIZREE M - M AARIEA TV H B LA R E 0 B HER
FHEAGE - 2 TUSPTO A% & &AW F X3 1 @48 A ik ig4a R oy ¥ 25 &
MEEARETR .  * T AT RELI T ENREAET VT HFATKRERZSE
USPTO @A % E@B AR TA& TP FEMNEEARTREGEGRE - FEBE Flosby
W R G B AR X TR SRR T USPTO 69 % BAREAERA K » B P
A g R A AR e PUAR S (BP F F B8] 42 [ 7Y USPTO & B ik & 5 et
TLHAAAE) o ;> " Rin » FHATERF R ATHF 3 34 8 F#ATHEE
VARERRAS R R AVFE A0 L 7 R R ARG & & - R —EA IR Ty oY R HE
(2 BRFREEYE ) AR B H AR P A @ F B E LR EF KA
EAOAEE o )

segbh o AT REH] T A B A 2014 £ B & & 7% FE Nautilus, Inc. v. Biosig
Instruments, Inc. £ &9 H] A 14 - K KM T 2 BUR TR HAA s 04 F BT B
i g b Sk AR R A B R R R A Y B A SRR R A A LS RMER KA
HRAMEF A AE T BIERROBEMAE ) A R AR N RS

33 Patented claims are not given the broadest reasonable interpretation during court proceedings involving
infringement and validity, and can be interpreted based on a fully developed prosecution record.

** The Office does not interpret claims when examining patent applications in the same manner as the
courts. In re Packard, 751 F.3d 1307, 1312, 110 USPQ2d1785, 1788 (Fed. Cir. 2014); In re Morris,
127 F.3d 1048, 1054, 44 USPQ2d 1023, 1028 (Fed. Cir.1997); In re Zletz, 893 F.2d 319, 321-22 (Fed.
Cir.1989).

> The Office construe claims by giving them their broadest reasonable interpretation during prosecution
in an effort to establish a clear record of what applicant intends to claim. Such claim construction
during prosecution may effectively result in a lower threshold for ambiguity than a court's
determination. Packard, 751 F.3d at 1323-24,110 USPQ2d at 1796-97 (Plager, J., concurring).

% However, applicant has the ability to amend the claims during prosecution to ensure that the meaning
of the language is clear and definite prior to issuance or provide a persuasive explanation (with
evidence as necessary) that a person of ordinary skill in the art would not consider the claim language
unclear. In re Buszard, 504 F.3d 1364, 1366 (Fed. Cir.2007).

37 Because a claim is presumed valid, a claim is indefinite only if the “claim is insolubly ambiguous, and
no narrowing construction can properly be adopted.” Exxon Research, 265 F.3d at 1375.
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% “To tolerate imprecision just short of that rendering a claim “insolubly ambiguous” would diminish

the definiteness requirement’s public-notice function and foster the innovation-discouraging “zone
of uncertainty,” United Carbon, 317 U. S., at 236, against which this Court has warned.” Biosig
Instruments, Inc. v. Nautilus, Inc., No. 2012-1289, slip op. at 8 (Fed. Cir. Apr. 27, 2015).
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