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—EAAREBLEFHARRERAKGAL EZFHM TERB N THARE ) (Office for
Harmonization in the Internal Market, F A% OHIM ) ° 4 2016 F3 A 23 B » #1564 4ZHA]
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BN ERTIGAME ) Bl P 44 TELW A Z 84 & B  (European Union Intellectual Property Office,
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e Er%ROLEEMGEEANTARAL S " AKX S AT M A4
B o WERIRE T TR BEZER -

Tl

— SBOMER T Z AR R

SH3H L — RIAE > BN BT 2 B SRAT ok P R PR A AR AR R — 1k
]R8 BT AR » 4w L 3L Société des produits Nestlé SA v Mars UK Ltd. ** » Colloseum
Holding AG v Levi Strauss & Co. * * ¥A & Specsavers International Healthcare Ltd. &
Others v Asda Stores Ltd. * % R AT/E B A ATHRK » THERETERRBATHEEL
TR TR AR LA AR T AT AR "M AR A EEEE
BT Rt B0 T BUFAE RGRAI MR ARG R — MR A, AR TR BREA
XA AT EE M AR E AR AR R LR AR AR SEA 0
CRIELA R TR AEHENATHA, >  HABED T HABEIHAR > 5FR
A+ ZHENBT

02009 Fhr 6yt E R AR AT Article 15(1) (a) ¥ &% T 1. The following shall also constitute
use within the meaning of the first subparagraph: (a) use of the Community trade mark in a form
differing in elements which do not alter the distinctive character of the mark in the form in which it
was registered | © 12 £ 2016 fF3 A 23 B IE X A LB A AR P - ZMEIEIES  The
following shall also constitute use within the meaning of the first subparagraph: (a) use of the EU trade
mark in a form differing in elements which do not alter the distinctive character of the mark in the
form in which it was registered, regardless of whether or not the trade mark in the form as used is also

registered in the name of the proprietor ; °

BRI 0 3k A S BN R TR » L3RR 0 AR RTIARAT AR &k o b BRNETR T8 &

BB AX R G AR A REEA L @A LRI EM - A RHE R B Z N Ao A AU AT

PR SEER SR W BATE T B8/ » 8 e A HBRBERARERN L2 R -

3 Case C-353/03, Société des produits Nestlé SA v Mars UK Ltd., 2005 E.C.R. I-6135.

3 Case C 12/12, Colloseum Holding AG v Levi Strauss & Co., http://curia.europa.eu/juris/document/
document.jsf?text=&docid=136430 &pageIndex=0&doclang=en&mode=Ist&dir=&occ=first&part=1&
cid=74629 (last visited Feb. 29, 2016).

3 Case C-252/12, Specsavers Int’ 1 Healthcare Ltd. & Others v Asda Stores Ltd., http://curia.europa.eu/
juris/document/document.jsf?text=&docid=139753 &pagelndex=0&doclang=en&mode=Ist&dir=&occ
=first&part=1&cid=74884 (last visited Feb. 29, 2016).
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(— ) Société des produits Nestlé SA v Mars UK Ltd.” ( T ffi#& " Nestlé

v Mars | )

1> B EFERTHFRARAR>

AERABB A 3B 348 ZR @ A7 L3F% B (England and Wales Court of
Appeal * Fffi#& EWCA) - RELEE NG ARG AF S AN HA L o
MKitKat ; + "HAVE A BREAK:--HAVE A KITKAT | 35 & %] o ipsb= b > 5§
A7 Z RS AR ROy PT 5 A% T HAVE A BREAK | BT 324} -

ZEARAE 1995 FIRAEFFE  HEAFI0AIIAN IR AR  BREAE
s s AER BRI EA S o WA T HF LR A SR8 T Mars ) R R
Bl Ly o $2E T EMAT R R Rk £5k 0 A T RBEEAREEAMAM A L
il TR RR L RT - HAEBHNER > B R NG EFZ AN RARA
B 55 % 7% % (High Court of Justice of England and Wales) * 4P 2|8 = » 4@ £
7 Z EWCA ° £ EWCA # M58 » ixFt3@ 2 "HAVE A BREAK | E4cay4%:5 > i
TEARBANM - 23k RBAMEZBTIHEY » AR TIFLFARE » A ZPT
2R PGB R R AT RAT R OR -

IR T RAARE ) R—REN R BB N IR R e —
AR S > RAARBAMFT > THITRBEROG IR WRTKRATE
ZNBER  MRERBARARERBY THRL, c MATKREMN L &Kk
THEE &R E G ERMET X - WAL T —KOER o AR A BKH
THBEZXNBARTALFABRY » FFILTFRRF + FRFERMER AR
BT E R ERE R X W RTZER R A B B AT Rk o R
TZ o AT R AR AR > XREL LA
Bl MBAT R R EH T A B EAEER T 5 XA FERZIAREE
T M B R BCGFZ H ik o AT AT FRAZRBEFRER - @A RITR
M EEEREBZ B ERE B NBEERRBATRAMBETZINE - F
w0 RACR B R ey Ak

3 Société des produits Nestlé SA v Mars UK Ltd., supra note 32.
% Id. para. 6-17.
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EWCA f& % 3 Nestlé v Mars £ 2P EAH S BB kRS E— 5
FREEOY R ERP AL EEARES T B3 3A S RAR ARG T4
3EPRRZEET  —ARRE T EBFELS BRIy, WA TR
A AAT S AR BACRIAT A 4 5 (R RRAE) © 2

AR d] B IR ARE A AR AP T E 2 4 KitKat ) — B TFRE & @
Btk EeEERE EENT L& "Nestlé, » MKitKat, A& "HAVE A

BREAK:--HAVE A KITKAT | IR/F AAZHE » 55 A BN B 0 5 =@ iR
XA RIPITAR > T A& —EFEREE T A6 ER ) ik mEH A
AT BRPTHFREM A F P AIZEA "HAVE A BREAK | * LA TE 2 Ff

T BERAE R o RS rHAVEABREAK---HAVEAKITKATJ iy T —
R RAEA o

3 J& X 2 First Council Directive of 21 December 1988 to approximate the laws of the Member States
relating to trade marks (89/104/EEC) > — % ffi#% % " Trade Marks Directives | * # % Directive No.
2008/95/EC of the European Parliament and the Council of 22 October 2008 to approximate the laws
of the Member States relating to trade marks PFIRAX, o 7o F 4235 400 7 At » A AR E Bk, B BIIRIE

L0y N BE B RE AR R A BME &R B B X AR AR LA Fe 6y B AR o H ez 29
P)'T ey T AR AR "i’ﬁ:ﬁk;&%Aﬁj T — BT AR R E > BRI AR E
Bl oy R T oA B LRER P h R R A AR ’x%‘ml@’:*’ﬂ ERBBGBNERE - BHEL &

T4 %%ﬂ‘f?ﬁ‘f?ﬁﬁ%ﬁaq N 75:‘13 X IEF ARG o R A HIEZ R - MR
BRI AR R ke @i o ARAE A LA PTSIE 0 RFTEI AR & Directive (EU) 2015/2436 ofthe
European Parliament and of the Council * ffj#% " Bx 8 #4%45 4 , (EU Trade Mark Directive ) * i
WARRMEIE » ARG S N BB M AAR R A LA T R iE— ey o

® Article 3(3) of Trade Mark Directives 89/104 provides that: “A trade mark shall not be refused
registration or be declared invalid in accordance with paragraph 1 (b), (¢) or (d) if, before the date
of application for registration and following the use which has been made of it, it has acquired a
distinctive character. Any Member State may in addition provide that this provision shall also apply
where the distinctive character was acquired after the date of application for registration or after the
date of registration.”

3 Article 7(3) of Trade Mark Regulation 40/94 provides that: “Paragraph 1(b), (c) and (d) shall not
apply if the trade mark has become distinctive in relation to the goods or services for which registration
is requested in consequence of the use which has been made of it.”

% J& X % " May the distinctive character of a mark referred to in Article 3(3) of [the directive] and Article
7(3) of [the regulation] be acquired following or in consequence of the use of that mark as part of or in
conjunction with another mark? ;» % 83232 » % 17 £ -
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Have a broak, have a ]::: ,":’

2 ERAAEARTHAR RS

Filh o BAE TAEA AR Ry mAER | B BS T IR
SOHER ) AT — AT A B - T2 MBAIR AT RSO o9 1A
TRESALELT] ~ ETFTHI FEERIZE R Lk 3% - ARG ER » 7T

M AR RART R A B M e R BB —AARERZL s A TR 25
HaeEAA M XSt R B s ms > W R Bk — S T ey TRk -

X ROARTE B 2 647 AR R 5] 2R 3R SRAT 3R AT AR AR P R A AR PR » 2% ]
MPTRIRF Y EEA 4w R THAVE A BREAK | #3RE&F LA RBIML - @ F
b A B R R AT A B BA BRI BRI - PAAARTE A
"HAVE A BREAK, HAVE A KITKAT | &k ey BB R AL > RUEB L osbzm
¥2PT 6,42 — 35 "HAVE A BREAK | JAF15 R KA1 69 B B4R 3848 2

2 REMEASN

WAREHFEEGLEXBAZBENEIEMIEADERBR L GGy LR MEE &
PTIEFRFE O A MR A A AR B AR BB BN @R L T AR5, - 24 T 1%
FIRE AR MA] | B AR E 2 2k BRINEATERAREAEZAF

M 3 7] § www.maniapark.com (F&#Z#E B : 2016/02/29) -
42 Société des produits Nestlé SA v Mars UK Ltd., supra note 32, para. 18.
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FRRERAJEZAE ¢ T HARIR A H 3RS 3R 0 TR A AR R LB REMNZ
T lE & B —E M AR — 3 oM Sk A KL A HHE A A ERMABRIRAF ) -

HA— R BRMEIRO A RR TA TR, 0 AR BREARER
ARBA AR EAE B E R — @ AR, KA AR RS
—EM AR EHER 5 0 BT RE AR IR - R Rl — 1@
AP RAF LA R 0 IRBP T A RAETTIUT o AR 64 & RAT AL A R AR AR A
fd R I H P IR AR BRI - AR A A
CEET TR

BOMATR R R — R B RO AN BELTRER  TH —FREZH
BB ARAREA RBERIF » T EABNRER — T ELAFEVFHEMZA
IR SR » B — F ELAF A E R XRFRE R EH W
R EEA AR © o T e R B84 BRI 3R S ey B 00 0 A FZ AT aE S
A e RIRFF R B AT E BT RA AT RIE LA E R - R
W B R 0 R E RS W SE M eYAR SR SR B AR S HuE ) 0 .

FHE RS AS 3 3R AR S R A T ) A 0
AR A 7 W@ PTRA AR A WA ) 6 A R R AR
& o R AR B A R T AR AF R e KR AROR B 0 RAE AR o @
TR AR AR AR — AT AR | R CHRRA S —

3 Article 3(3) of Trade Mark Directives 89/104, supra note 38.

4 J& X % : " whether the distinctive character of a mark referred to in Article 3(3) of the directive may
be acquired in consequence of the use of that mark as part of or in conjunction with a registered trade
mark. ;° F3E32 > $H 19 % -

% Société des produits Nestlé SA v Mars UK Ltd., supra note 32, para. 32.

4 Id. para. 30.

Y B PTAE 60 — AR 4 (average consumer) © BZA A S M AN EIR S BB 0 AR
AR 0 % MM AE AT RS0l T HORL - EHREARFTAFTTRE
MEBEH G RRFRES>Z "M, o TR ARFNBASHTIRR -

% Case C-299/99, Koninklijke Philips Electronics NV v Remington Consumer Products Ltd., 2002 E.C.R.
1-05475 para. 59 and 63.

4 Id. para. 64.

% Société des produits Nestlé SA v Mars UK Ltd., supra note 32, para. 27.

1 Article 3(3) of Trade Mark Directives 89/104, supra note 38.

32 Société des produits Nestlé SA v Mars UK Ltd., supra note 32, para. 28.

>3 Id. para. 29.
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BARSHHAL A § 0 H AR 6 &5 RAE Rk AR B B & A 3t Jo BB R PT 5 AR
16 AR S RIRF 0 TR A ANMF R E ERR - Bl e R AR A4 R R
¥) 25 ¥ B A oA XA R AR LA AR A B SR AT B AR E R ¢ e

% 15 0 BRI & BT du3g 51 7 Windsurfing Chiemsee b — 284738 ik i —F 45 4 ¢
AR — AR T W] R AZRF] T 8 oo RIRFFZ R R IAZ LA » L ALEEE
AR B R R ARV B o e FIETBAZ Y o SXEAARAE Ty LegAE A & £k 51T
PTG R ARG B SRR AT KA AR AR b AR
ITHEEFRMIAMR G R ENHTHERLS  HETHATENSFFR L= -

3~ &

B R AT R M & - % £ 09 THAVE A BREAK | # 4% ©74 2006 1 F]
15T EM o BT R BMERRAEL T T B A T IRAF R R A
R ZAER G BARTREAF S TFAEMARL —a IR, - AATH
HALZEM AT SHHER | S RAERERA - mIEER BHER P A M EARE AN
BIRAE ] T ST AR &R 2069 1% R M AR BAE B 38 4E o AR 0) UARAL & F & 4%
B 3 0478k T Colloseum Holding AG v Levi Strauss & Co. ; ¥ #% 3 R » A&
BA AT RIHE LT RGFH -

(=) Colloseum Holding AG v Levi Strauss & Co. * ( T f§#%

T Colloseum v Levi’s £ | )
1> B EZETHFRABARY
REATREPTF FRZEME EASL Levi Strauss & Co. ( F fi#% Levi’'s) #»
Colloseum Holding AG ( F f§#% Colloseum) ©° Levi’s & ¥ B EIR09PTH A » L
X VAFE A FARIROY LB B2 HAZ TLEVDS | * YARZEM % NO DD 641687 3574
Z (FffE Mark No3) R& %4 - s Mark No3 X B Al — o 8% E £
MUAE—WNE "LEVD’S | X5 #RHADRFH A AL ENER BT B AR

> Id. para. 30.

> Joined Cases C-108/97 and C 109/97, Windsurfing Chiemsee, 1999 E.C.R. I-2779 para. 49 and 51.
*¢ Colloseum Holding AG v Levi Strauss & Co., supra note 33.

7 Id. para. 12-24.
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3 Mark No 3 *#

b v Levi’s & No 2292373 554 & ey LRI B B £ 4% (F £ 4% Mark No 6)
ZHA %K ZRAAWAEERE TR SR TRT ) e o RIEZAAE
ZRA HBE-TLEFE RO H &t P EER AR T
5ok IWRAETHEE TR A REER Lk o 3B P HRRP AR A AR
Z Wk R e ARG ERAEARBHA] - ML B RHEER > TR EGESLA
£H3AECHE  LE A VAL LR S R

£ F R AR R F T % WAk M IRAT 3

&5 Bk el 4B R AR R

8 # 5] f http://curia.europa.eu/juris/document/document jsf"text—&domd—136430&pagelndex—0&docl
P B :2016/02/29) -

ang=en&mode=Ist&dir=&occ=first&part=1&cid=74629 (&% %
* Article 7(3) of Trade Mark Regulation 40/94, supra note 39.
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4 Mark No 6 ®°

& Colloseum Bl &2 — RO REEF  AATHBMKR ELS LB K2R
"COLLOSEUM, S. MALIK and EURGIULIO | X F #4254 R 7|7 7135 LR & -
iz T AR O RERNE FHINEER — 6 G B Y 0 AZ
% L PIEAEA "SMIEANS | X F e

F Levi's BB IER AR TEZ MERRIRE BN SEF 5%
Colloseum 28t ~ 47444 T %0478 » AR L T Lk B0 a 2384 » ¥ ek
# )k o Colloseum ] YA Mark No 6 Rk B Ffe Al R i £ R ohinstF oy -

BEE T ER AR MEEIRF & T Levi’s 6925414 4 3F » @ Colloseum
HWPTRZ L3 L83 T ERARGRE AEE R TAEB B R S AT PR AL
MRS ERBERET LIFERG PR BAFARARES L3FEIR » LIFERAKRA
B= T Colloseum &9 L3 ° K& # Colloseum X — R #9 E3F °» R ER/REREF] T HH
B kR e EAT

MRS FEREBROHAEN  ARARKEHAH LB ER G REEA
P REJE b T AEZR » MR AR LT » AT BRI F RN E R T T AR

0 4% 5] A http://curia.europa.eu/juris/document/document jsf’text—&docid:136430&pagelndex:0&doc1
ang=en&mode=Ist&dir=&occ=first&part=1&cid=74629 (xZF & B : 2016/02/29 ) °
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VAT HALE BEAZ R HE 151465 178 @ X BE 5 At LBk -

(a) —EARA S —EEHE (composite mark) @ a9 R IR 2 — » 3£ H
b K B B3R 4 A T AR 0O A 4 R B R RRAI M e ek 1L
T RAETRMEANHRIAQGARER  HAFEGTEEER 2
BRI AR AR -

(b)) —AAZME R e RS —EHZ—REH > AR TAHZERBELA R
Bl AR 0948 AR 3 0 L — AR mR I Bl o EEMS
— L TAAE > ABARMEIRT AR EAEA] o

MEZ  EREF  BONERRATRRITAYEAEM AT AT RAER L EHIZ
BERFR > REGAR—MZZR Emebe " AEHEH ) 24

(a) &M AARMEAAL T IRAE R AR 400532 B ARE & AL AR 00 4 A
Wy —m B

(b) &M AITAEA T LA FARZE - AU L2 i A AR M e i AR
SO o B AR PT AR RS B AR R P B — i AR

2~ ERBEY

ST L3RR BN R IR R A A 4 A F B A R EAR G 1R o mARIE
WYY > RFREAZRAG T AT R E S 0 —AZERT AR 3k
BIAPTIEEZ AR AROMEEE  EPRAAR S EIHRHEEHR -
T AR il T 0 3 A h A N T S 0 B ERR S

1 Article 15(1) of Trade Mark Regulation 40/94 provides that: “If, within a period of five years
following registration, the proprietor has not put the Community trade mark to genuine use in the
Community in connection with the goods or services in respect of which it is registered, or if such use
has been suspended during an uninterrupted period of five years, the Community trade mark shall be
subject to the sanctions provided for in this Regulation, unless there are proper reasons for non-use.”

C WEFE T MEEIR ) BARRANASA TXF R TEE ) X HIE - & R EUIPO,
Guidelines for Examination in the Office for Harmonization in the Internal Market (Trade Marks
and Designs) on Community Trade Marks, at 42 (Dec. 2015), available at https://oami.europa.eu/
ohimportal/en/manual-of-trade-mark-practice (3x#& % B : 2016/02/29) -

# Colloseum Holding AG v Levi Strauss & Co., supra note 33, para. 25-36.

® Case C-311/11, P Smart Tech. v OHIM, 2012 E.C.R. I-0000 para. 23.

% Case C-245/02, Anheuser-Busch Inc. v Bud jovicky Budvar, narodni podnik, 2004 E.C.R. I-10989
para. 59.
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R B M BEERER RERSN R ERER 2 F— 4R

X fe Nestlé v Mars & *© ¥ » BRiMAFE kw0 LR EAAZRAE 7455 3
BRRTZ T EBE R mBAF R T o %A 6y AT AR IR B L2 1F
& ZE M ARG — R R 0 W R E R e AR S HFE R o AT A B AR T
T ARG EE R R AGEAR MY B F LT Ak B ARPTIS R AR T 5 R
%o RRAAFRYEERE -

-

g BRI R B €48 &k T i L AT Nestlé v Mars 5 © 2 JUAE » ¥ A8 R 3 A
It AR AR R R A FIEBT A R AR R S AR sk ) BB AREREE T A £ LR
AR HAIE 8 MR T RARDBZJIEE 7 o 1B L BB AT AL A 04 $6 [F] 51
A4% ARBIMBF ISHEFH 1AL XF > Ak Nestlé v Mars £ 7 A
AL J& % T ALE Rl 7 P B 22 M AR HEA AL AR - R E O LR R AR MAIE 15
WHEI1ARE  HTHERIZHETSEZ T ATER ) 2L

T
g

B

8 AR B EAR MBS THEH 3AIHE T F > & TRIFHERBINILTS
TR > AR ARRANE ISHEFIB7RIT ATHERAH
oA ATARME M AEARA 0 X RE KL E o 2B &R Nestlé
v Mars K % 27 ] 30 X PT R T M - TAF R WA B2 TR, 0 R
BFeL & B - AF AL EARZ — 30 RAE A - 3 XA F LIRS HEN F

26
* 78
lﬁ]\‘% *7]‘ °

% Société des produits Nestlé SA v Mars UK Ltd., supra note 32.

*” Nestlé v Mars £ E I LA FHBAARIESH 3MEE 3 AR R AR 2T N EMt
FlEE AR LA S 7 465 3CAM T X R B RIKAIR) » ¥ T TR o w R SATRARPT X 1994
MG EF R EIRRABE THRE 3 ARTZIAR » THRAE39 -

% Société des produits Nestlé SA v Mars UK Ltd., supra note 32, para. 30.

 Id.

7% Council Regulation 207/2009, art. 8, 2009 O.J. (L 78) 1, 4 (EC).

"t Case C 488/06, P L & D v OHIM, 2008 E.C.R. I 5725 para. 50-52.

72 Article 15(1) of Trade Mark Regulation 40/94, supra note 61.

73 Société des produits Nestlé SA v Mars UK Ltd., supra note 32.

7% Article 15(1) of Trade Mark Regulation 40/94, supra note 61.

7> Colloseum Holding AG v Levi Strauss & Co., supra note 33, para. 30.

76 Article 7(3) of Trade Mark Regulation 40/94, supra note 39.

77 Article 15(1) of Trade Mark Regulation 40/94, supra note 61.

8 Société des produits Nestlé SA v Mars UK Ltd., supra note 32, para. 27-30.
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H —dof& B Ao 3 B A2 R T % 303842 o Arde oy AR A a9 e IR AR 2 — AR R
GYFAE > ERET E AR & AR L T RRAF R E M AR T &2 8
WRASL T RPN T L AEHER > A R IEE o do R — AR08 RBAL T
VAR I B BT T ARHE Z AR - s — 48 8 BB AR AL 04 AR AR R A s B s A 0 fRE o R
o REFSEmAERERZ A HRE T - L EAT Atz iarkey ~ -

R BOMEIREAE S © Rt B RRRERBEE QR THRLR S %
FARGEE L S — AR T — 3y PR AR S Bk > Zl
¥l BB AR S ARAR BV B B e de B L LA 35 Bl A o RR GRAIME 0 A AR
RERIBEARRANE ISEFH 1B RTFTATEAGELS -

3 » 4]\§$
4 EPTH > AR ER B AR A S 1SIEE 1B R THE T HAEMHEM
B 0 TS
(a) —zEMAIRR ARG RS LALTEIRZ — 3 50 RRARCRAE R » 3£ A W AT
PRAVAFBL o A AE SR MARAT 8 SR A AE B A AR 2 — 3R o 00 AR AR
R
(b) — 2 A AR Ao H A T AR & HF 48 0 0 REARARAE R+ Bp{% sk — T AR PT
R MR Z R R F b T EM A A S — B EAR -

( =) Specsavers International Healthcare Ltd. & Others v Asda
Stores Ltd. * ( F ffi#§ " Specsavers v Asda ¥ | )

1" FFFRRFREAL

AT RFPTFZTFREM &R BB EWCA 8 Specsavers v Asda & °
EZEF > RER LSRRG ERA ARBERRGLSEESEH " Specsavers

7® Colloseum Holding AG v Levi Strauss & Co., supra note 33, para. 33-34.

8 Article 15(1) of Trade Mark Regulation 40/94, supra note 61.

8 Colloseum Holding AG v Levi Strauss & Co., supra note 33, para. 35.

82 Article 15(1) of Trade Mark Regulation 40/94, supra note 61.

8 Specsavers Int’l Healthcare Ltd. & Others v Asda Stores Ltd., supra note 34.
8 Id. para. 9-16.
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KB o mAE R EIFAR R EA T KE Asda > £ Asda AT E 89RT F &
AR EREEEGIT] » 3 H & Specsavers & B 69 £ B FH - 2009 F 10 A X5 -
Asda # & T — 3K VAJR % Specsavers £ B & AR % - A —RFEHREF >

Asda 28 T T “Be areal spec saver at Asda” and “Spec savings at ASDA” | &4k

BUAEZE 5 Fo )l T AL

" AS 'r“' TOpticians

The Familly Optlaclan

B 5 Asda B A B4k ®

w ¥ Asda #9 & % ° Specsavers & [ 72 B /£ 2009 5 10 A 19 B ) 3% B 44 3£ 4%
B R R AT & F R Asda AL ERABREFTAEBTHA KA LR

B TEAE o B M L > Specsavers £ B 22 M A 1~ VL B A4 A% © €4 Specsavers 9 44

XFEIE > REBOERARE > ZEROEZHR  AREXFHERXAR T

ER

Specsavers | Specsavers

éa *7?& 86

6 Specsavers Fi ¥ A % B £ 4% #E

8 & 5] A http://www.mishcon.com/news/briefings/specsavers v_asda_registering logos _and brand names

separately 08 2013 (& #| 5% B :2016/02/29)
8 &3] A https://www.tmdn.org/tmview/welcome (3x#£# 5 B : 2016/02/29 ) o
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2010 10 A 6 B > R AR B 5 S R TR 2 Asda dE k1% F Specsavers
EWMey L E R AR > 3 B BFEEAE T Specsavers & B Fid A X & XL F B £ @4 -
s — F) k4 R > Specsavers £ B & EWCA #2427 E3F 2012 1 A 31 B >
EWCA 325€ : sk A R B X F 42 » A A B4 F &4 " Specsavers | X 5 #93t [ 42
B REARR S REMALFBEAERIE IEFE 1 AcRY AR £k EH H
W T Mk Asda fE A R FARSE o Wk & SUF B R AAZRE S 0 EWCA R &
T 5SAARA » RFERMATRET AT - WEERF ZAIE TR —H ) B
AT =B [ 28w VA~

(a) g Eora " BEARE T XFHR ) B LR MEEHAR
—E AL 0 BRI A AT T AR R A B AR R AL E 15 M

8 Article 9(1)(c) of Trade Mark Regulation 207/2009 provides that:

(1) A Community trade mark shall confer on the proprietor exclusive rights therein. The proprietor
shall be entitled to prevent all third parties not having his consent from using in the course of trade:

(c) any sign which is identical with, or similar to, the Community trade mark in relation to goods or
services which are not similar to those for which the Community trade mark is registered, where
the latter has a reputation in the Community and where use of that sign without due cause takes
unfair advantage of, or is detrimental to, the distinctive character or the repute of the Community
trade mark.

8 Article 15(1) of Trade Mark Regulation 207/2009 provides that:

(1) If, within a period of five years following registration, the proprietor has not put the Community
trade mark to genuine use in the Community in connection with the goods or services in respect
of which it is registered, or if such use has been suspended during an uninterrupted period of five
years, the Community trade mark shall be subject to the sanctions provided for in this Regulation,
unless there are proper reasons for nonuse.

The following shall also constitute use within the meaning of the first subparagraph:

(a) use of the Community trade mark in a form differing in elements which do not alter the distinctive
character of the mark in the form in which it was registered;

(b) affixing of the Community trade mark to goods or to the packaging thereof in the Community solely
for export purposes.
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FASIMETRET  #TEEHR ) N2 W RERLE Bl tT
R R AR LM R AT

(b) H#—EMAZRT  AECREATRANBLERHIFAR :
. XFHEEHE AR ZEHRY>Z L o

I @&2Fs "TEERY> o X5FHZ ) £EomRIBIRTFOEER
it & L E Y AT o
(c) MREMANEZELEARETIZFZE LR AT E—
FRH T H RSl A F a9 (sign) 5 RA & A A B L 3R 1E
B (distinctiverole) M€ 2w R A E L X » ZAnfTa
2~ AR
SHHFAT I Ay =B P 7R o BRI RT3 & b4l > L RZ — = A& - b o

BRMATE A Il = AR A T3 sk AR A EWCA BB EZMayNEL:
—REREEAERAMN A LR X FEAR Ty (superimpose) #AH L

Z 7 A AR - B T AR BT 40k 2 R AR AR R Ui — P S R A 7 4
—ERAFREEE  AZLRE EARLERG L LR AAZRAE 154% 1

/

@”&%SH%%I%a%”%iiiﬁ?ﬁm?J&%%%2Eﬁ%ﬁm’%@
VEL R 2 b BRI - e L R E LA R ek AEL -

8 Article 51(1)(a) of Trade Mark Regulation 207/2009 provides that:
(1) The rights of the proprietor of the Community trade mark shall be declared to be revoked on

application to the Office [for Harmonisation in the Internal Market (Trade Marks and Designs)]| or
on the basis of a counterclaim in infringement proceedings:

(a) if, within a continuous period of five years, the trade mark has not been put to genuine use in the
[European Union] in connection with the goods or services in respect of which it is registered, and
there are no proper reasons for non-use; however, no person may claim that the proprietor's rights
in a Community trade mark should be revoked where, during the interval between expiry of the
five-year period and filing of the application or counterclaim, genuine use of the trade mark has
been started or resumed; the commencement or resumption of use within a period of three months
preceding the filing of the application or counterclaim which began at the earliest on expiry of the
continuous period of five years of non-use shall, however, be disregarded where preparations for the
commencement or resumption occur only after the proprietor becomes aware that the application or
counterclaim may be filed.

% Specsavers Int’l Healthcare Ltd. & Others v Asda Stores Ltd., supra note 34, para. 17-31.
o Article 15(1) of Trade Mark Regulation 207/2009, supra note 88.
9 Article 51(1)(a) of Trade Mark Regulation 207/2009, supra note 89.
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IR N BB IR B R R IR B Az R — 1R E A

d ¥ AR M A RATE — AR BT S 0 EA R AR E @ F 6y A BT Ak

#E o T i KB AT W 7> Rintisch £ 2 F » sAAARIE S H 1048 F 28 a k> XA
RESTHRHE » ZRARZ N R AR EAARRAE ISEF1EBF 2 M ak>2H
AR NEAVTARRE] RS E AR o RBBONERAEZE F X URT IR
Wmse t ARAREMERY  BREAARESE—H IS A FHR
P AN Eay & OH AL A ARG » IR T AR AR E R R AR MRS 15485 1A > 5 51
BEHE1BaR"RETIATEN - 22 SHESHERAARE > TAEANLR
BERARMAI S ISHEF 1AS 2 M a kAT E T AR RIA M AR A R R A
BYTET 2 o AL JEREE AR BAF A ¢ SAROYE T L I8 R B S SE M T AR RN 4
B LSRR AT BOE VT 35 oA B 95 1 B 7 e SRS R

sbsh o AT St &Y Nestlé v Mars AT R > w35 T T 22 M AR+ 3B 4F 84
TRAGAEATREYER F XM AL | L AFL L EMAIEZ — 5 2. & — 18
A B AT L AL M AR S HF LR o B A E AR AR R ER > T AR
AR B R TAARE B R Fn B T 5 2T S SURFF AR A B AN 0 SRR

B—F T BHRUEREFEE LT " Specsavers | KF 0 ARFZ X FH
EXTERARNEEDEHCH ARG ETHAMZE > - BEERNZR L
BhkTil D AR ARRAE ISKEE 1B R THATEMN IR AZAR
RAE A "M LATHARZAR R Y ) RALR » k2 T e AT AR & 6F 42
YRR R » HOb — AR A Rl AR BB R F b MM ) s FLT 0 AR

% Case C 553/11, Bernhard Rintisch v Klaus Eder, http://curia.europa.eu/juris/document/document.jsf?te
xt=&docid=128901 &pagelndex=0&doclang=en&mode=Ist&dir=&occ=first&part=1&cid=16040 (last
visited Feb. 29, 2016).

% Article 10(2)(a) of Trade Marks Directive 89/104, entitled “Use of trade marks~ provides that:

(2) The following shall also constitute use within the meaning of paragraph 1:
(a) use of the trade mark in a form differing in elements which do not alter the distinctive character of
the mark in the form in which it was registered.

% Article 15(1) of Trade Mark Regulation 207/2009, supra note 88.

% Id.

97 Article 51(1)(a) of Trade Mark Regulation 207/2009, supra note 89.

% Article 15(1) of Trade Mark Regulation 207/2009, supra note 88.

% Bernhard Rintisch v Klaus Eder, supra note 93, para. 30.

190 Société des produits Nestlé SA v Mars UK Ltd., supra note 32, para. 30.

191 Specsavers Int’l Healthcare Ltd. & Others v Asda Stores Ltd., supra note 34, para. 25.

192 Article 15(1) of Trade Mark Regulation 207/2009, supra note 88.
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STAEAE I R e Wy R AR > AT R AR AR R YRR R R AR & = AR e T R EE
B B AR B A R S8R -

BRI IRZ PTA R/ Sk & KBRARTAERRE : G4 #HBMH
FRFERE > AR EARRAE ISHER1BS 2 M aRk " Reza k880 &
R G EER TERMERAARL S EARAE ) B TR AEAR ) M AR
—EM  AMRGERAIRI TR EERHRRETHELAAR - TARK
SRR AF AR AT AR T 3L B ATGA A B AF A5 R S RIR A AT A A I
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do R RAVI A RATRAPTR T A ETR BB R B PTS Faa KT F
FEORFRHALARANZTEREFTAA L LFEWNER - AZRYWTFF

19 Colloseum Holding AG v Levi Strauss & Co., supra note 33, para. 36.

194 Article 15(1) of Trade Mark Regulation 207/2009, supra note 88.

195 Colloseum Holding AG v Levi Strauss & Co., supra note 33, para. 29.

%6 Article 15(1) of Trade Mark Regulation 207/2009, supra note 88.

197 Article 5C (2) of Convention for the Protection of Industrial Property signed in Paris on 20 March
1883 provides that: “Use of a trade mark by the proprietor in a form differing in elements which
do not alter the distinctive character of the mark in the form in which it was registered in one of the
countries of the Union [for the Protection of Industrial Property, established pursuant to Article 1 of the
Paris Convention] shall not entail invalidation of the registration and shall not diminish the protection

granted to the mark.”
18 Article 15(1) of Trade Mark Regulation 207/2009, supra note 88.
199 Article 51(1)(a) of Trade Mark Regulation 207/2009, supra note 89.
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o REROSAXRBRENEMAE—RLA |, FLRFRT > BhefTRTE
G EA R — ey AR o dn s B R 6 A1 BT b 0 TR AR K AR BT BT

10 Specsavers International Healthcare Ltd & Ors v ASDA Stores Ltd & Anor, [2014] WLR(D) 428,
[2014] EWCA Civ 1294 (15 October 2014).
1 EUIPO, supra note 62, at 27.
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112 Case T-135/04, GfK AG v Office for Harmonisation in the Internal Market, 2005 E.C.R. 1I-04865
para. 36.

113 Case T-29/04, Castellblanch, SA v Office for Harmonisation in the Internal Market, 2005 E.C.R. II-
05309 para. 34.

M4 Case T-482/08, Atlas Transport GmbH v Office for Harmonisation in the Internal Market, 2010 E.C.R.
1I-00108 para. 36 et seq.

5 GfK AG v Office for Harmonisation in the Internal Market, supra note 112, para. 37.
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16 EUIPO, supra note 62.
"7 Id. at 28.
118 Id.
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M9 1d. at 29.

120 Case T-77/10 & T-78/10, Certmedica International GmbH and Lehning entreprise v Office for
Harmonisation in the Internal Market, para. 53, available at http://curia.europa.eu/juris/document/
document.jsf?text=&docid=119801 &pagelndex=0&doclang=en&mode=Ist&dir=&occ=first&part=1&
cid=271923 (last visited Feb. 29, 2016).

21 Article 15(1) of Trade Mark Regulation 207/2009, supra note 88.

22 Certmedica International GmbH and Lehning entreprise v Office for Harmonisation in the Internal
Market, supra note 120.

123 Castellblanch, SA v Office for Harmonisation in the Internal Market, supra note 113.

124 Article 42(2) of Trade Mark Regulation 207/2009 provides that: “If the applicant so requests, the
proprietor of an earlier Community trade mark who has given notice of opposition shall furnish
proof that, during the period of five years preceding the date of publication of the Community trade
mark application, the earlier Community trade mark has been put to genuine use in the Community
in connection with the goods or services in respect of which it is registered and which he cites as
justification for his opposition, or that there are proper reasons for non-use, provided the earlier
Community trade mark has at that date been registered for not less than five years. In the absence of
proof to this effect, the opposition shall be rejected. If the earlier Community trade mark has been used
in relation to part only of the goods or services for which it is registered it shall, for the purposes of the
examination of the opposition, be deemed to be registered in respect only of that part of the goods or
services.
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125 EUIPO, supra note 62, at 29.

26 Colloseum Holding AG v Levi Strauss & Co., supra note 33, para. 36.

127 Specsavers Int’ 1 Healthcare Ltd. & Others v Asda Stores Ltd., supra note 34, para. 24.
128 EUIPO, supra note 62, at 32.

129 Id.

130 1d.
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131 Case T-353/07, Esber, SA v Office for Harmonisation in the Internal Market, 2009 E.C.R. 11-00226.

R@E A1l > B33
133 EUIPO, supra note 62, at 33.

106.01 HEBE#EATI voL.217 69



70

L
=

T
BB

B

=)
o0,

N
&

(c)

RBEAREBRERNERERER R — R EME

“A "HALDER ; # 4% & ] > } ¥2 "HALDER 1, + "HALDER II
"HALDER III | * "HALDER IV | ¥ & F&4% A 448 8 > iy # " HALDER |
Z BB R BT e RS 0 3 AR EA MBI E
AR BT A o o R AR AR I M AR R A e B o

VT B2 6 T A RE AR

AT AR 0 D AR > RSN wskde 128 ) SR TR E
(insignificant element) ° B &gtk 69 A5 3t - € B4 TG AR 09 3R 4F 8L ©
vA T PELASPAN PAC | #A%Fn B 4% 7 B th 31,64 #84% " PELASPAN-PAC |
L] MR TR R X RBAR T Mg e TAREE (- o 2R A A AR H R
BB ARG SR TR EER > o Mk TAREI » e tE
MBI TR ZXFHE  RBERIL> REERT THAEAE ) o9

B 3 T AR % o TR RBAE -

3~ MIBEIB RS

EEHIASENEMDA EHBETY  EMAARGENSRERERBE -
Yotk X F AR TBIONSEN | » A BBRMEAZEAATARRA —BABE L Hd
AR RN B AR 6945 B L & " BIONSEN | T 7 st A& &£AL R
R — R B RPTIEER BB T AR LIS (TR 8HTT) ™o K
Z o Su RE T RS EARMEIR  WT b A AR R R 2

AR — ey B -

134 Case T-209/09, Alder Capital Ltd v Office for Harmonisation in the Internal Market, 2011 E.C.R. 1I-
00099 para. 58.
135 EUIPO, supra note 62, at 33.
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144 Article 7(3) of Trade Mark Regulation 207/2009 provides that: “Paragraph 1(b), (c) and (d) shall not
apply if the trade mark has become distinctive in relation to the goods or services for which registration
is requested in consequence of the use which has been made of it.” See also Article 7(3) of Regulation
(EU) 2015/2424 of the European Parliament and of the Council of December 2015.

15 Article 42(2) of Trade Mark Regulation 207/2009, supra note 124.

¢ Article 7(3) of Trade Mark Regulation 207/2009, supra note 144.

7 EUIPO, supra note 62, at 94.
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33 Colloseum Holding AG v Levi Strauss & Co., supra note 33.
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%5 Kokott, Opinion of Advocate General for Case C-353/03, Société des produits Nestlé SA v Mars UK
Ltd., para. 43.

%6 Case C-125/14, Société des Produits Nestlé SA v Cadbury UK Ltd., http://curia.europa.eu/juris/
document/document.jsf;jsessionid=9ea7d2dc30d50d0ec8ed 1ac04c3abdf8df56160f6b72.e34Kaxilc
3gMb40Rch0SaxuSbhz0?text=&docid=166827 &pageIndex=0&doclang=EN&mode=Ist&dir=&occ=first
&part=1&cid=407869 (last visited Feb. 29, 2016).

WTKitKat ; #5 5% /1 A B ik T 4% < % " Rowntree #9 75 5t 1 B 8 0 1937 2 & & " KitKat ¥
KBt 0 2B Bk 4Es L TKitKat ) © %, Case C-125/14, Société des Produits Nestlé SA v
Cadbury UK Ltd., para. 9.
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150 Article 3(3) of Trade Mark Directives 2008/95 provides that: “A trade mark shall not be refused
registration or be declared invalid in accordance with paragraph 1(b), (c) or (d) if, before the date
of application for registration and following the use which has been made of it, it has acquired a
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%0 Société des Produits Nestlé SA v Cadbury UK Ltd., supra note 156, para. 67.
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162 Colloseum Holding AG v Levi Strauss & Co., supra note 33.

106.01 BERE#ABT voL.217



Rt
1R B M B RER RERSN R ERER R — SR ERE

EIIFERAMAINE + BB & 04 R IEARAE & LR SR M isdl - %
TR R BRI S WA - B RAERR T RS HRE LRI R CH
P e AL Rl bRl PR B3 AR AR B B4k P BEAR X — 37 - YR AR » B AR /2 08
1 Z AL R S0 1E 48 7 AB B R F) 1 o SRRAS SRR Z AR = -

ﬁr

e R LT A48 649 Specsavers v Asda £ % ZEAEF|REE 0 AF T
FEEAIE ) EARAPRAEGESEBEHAZELK - 12 EWCA Xk B4 Fl ik T 45
& Specsavers v Asda A LR P & —18 " RFFHES, c @AFRR FREELE
TG — R B AR L AT T RIRGARIR ™ o Z b - EWCA 2] J b 4 7 5%
A AR AAMERGETAHRCHEAEAGESR  REEXZUHEBEEEFE
LRA PR AR B B K L F By e

HAZEZEERENELE > EWCA EZEFHEoF T SRLRGE
1% ° B & > Specsavers B 1984 F B 4% ¥ > AL X R A AL 630 RIRE)E » F
BRI 10BRT - T FELE40% - HHE G 1995 FAHIERE - 2@k
K e onm GERWHERZAIE  KJE @y INRE 1 3y Fde sk o b4 > Specsavers 4%
NERRE CATH SR SRR LT - KRS - TR 35 B0 7
HEEFRE L2000 F RETFARTELI TS BEBRUZE P §
ﬁ%%%%%ﬁ@l%3ﬁ%&i’ﬂk% R 400 5l A GE B 3 A A
Specsavers #t £ B AT U fr i RATEH 5 by 4378 1 o

B W R AR M A BT 0 2009 F 9 A v Asda & AF 69 3T A A
Checkland % 7 — 2 B 4 4 Asda * FE45 5] % 42 Asda " % 1 18 B 4k 5% 1% Specsavers
BUTAAE ) 0 Asda SR Z AR FS B AR A ¢ T Asda version of Specsavers — rip off |
ML B AR R RENT Asda 5B AT TR AATRERAEFWRE P

FVR— 3R B Ak o dy AR 0 Asda AR A B TATAE R 69 18 Ak A Fe Specsavers 49
AR E A RS WAL B A AR AR B TATAR R 0 B AR T @ AR R e

163 Je Mot F RTE 102 FEATEFHFH 103 FRH ik -

64 Specsavers Int’l Healthcare Ltd. & Others v Asda Stores Ltd., supra note 34.
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17 Id. para. 24.
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