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24 Tex. Intell. Prop. L.J. 139-142 (2016). See also Charles F. Green, Article: Cls Bank v. Alice Corp.:
What Does It Mean for Software Patent Eligibility?, 13 J. Marshall Rev. Intell. Prop. L. 604-605
(2014). ¥% %3t #a = % B £ 2007 F £ 2011 F M A 46% F A1 3724 R 3k 3 4] 0 H A KR8
T A Z R Hw 89% A U.S. Gov't Accountability Office, GAO-13-465, Intellectual Property:
Assessing Factors That Affect Patent Infringement Litigation Could Help Improve Patent Quality 21
(2013), available at http://www.gao.gov/assets/660/657103.pdf (last visited Aug. 9, 2021) °

*  Bilski v. Kappos, 561 U.S. 593 (2010).

*  Alice Corp. v. CLS Bank Int’1, 573 U.S. 208 (2014).
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matter or activities referred to therein only to the extent to which a European patent application or
European patent relates to such subject-matter or activities as such.

7 R3E28 °
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%

WFRALEE  BRGERXEIFEFH ARG EHER - TR EAH
ﬁ%%%w$ﬂ¢mm@ﬁéﬁ TR e (BT A B R T HIEAE A F B RN
TR TR 0 R AT I BT S H A B AT R R A B -

ﬁ%%%’?ﬂﬁk%?s@%ﬁ?ﬂﬁﬁ%‘&W$ﬂ%‘E$%#ﬁ‘
BB R P B R AR AR RSB AR 0 522018 SF 10 A 31 B AEERMKER
Bl 28k #HAALRMHIAHEERNBEER TSRS LA BRE—F
SYERFF A TBas (1) BERATKRIMEAES @ 42X BH#HD
BHARLEARA - (2) A @M Al AHERETEATIHERERAZE

O &%ﬂﬁkﬁké%ﬂ%ﬁ%ﬁz%%&%%ﬁﬁ%mgﬁ°G)ﬁ
BEZREEMS: 2R ERXERAZEDIZEL, o (4) BH MR ATY &
R E AL A9 o

AHAEABREE  NEEHATKREAAMEAZIEERA - TR
V2 B R AT AL 0 PTIRIZ R 16

Mst T @ BHGRAEAA B BT @AM R4 TIHRATEZH
computer software-related inventions * computer implemented inventions *

eligibility requirement * enablement requirement

U RMEBERBEREHRIRE > B24
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XREH
% A RS BN R B RS RS RAL RS

-.E YN

> A

ﬂu\

KB EAHEEXER BTG %4 B 5 9 (computer software-related
inventions ) #9345 » AR Bl 87 FH RN A EIE TR L sk it 8 & W 54T 08
97 FHEEAHF EIARE SR AHEHE SRS VR - 4103 FHEITHET &
Pt e — A ARG IR ~ FRRE A @AM 0 BGRAEIE S MR 2 WA TR TR
FBL oM 1065F 7 AP HEERLCRBHBEE  LMALFWATEENSAI(A
IHE) 10T (HWsa) FH AR - BEEBBRE A 5% N %k
AB BB 2 B AAR S IE — R AR RSB A AR o

AX AT £ BB ERGA A0 BB - A STAMRESHF
LA M EERA  ALREH AR R BRERE TR EL THER

Z B BN A B AR R AR RS 0 MEL R BB T T A
Ry Rf ey 5

A X HE @H“‘i"%‘%#ﬂ MEAFERIALERHE
ik

—~ 2B &2 A {425 (United States Patent and Trademark
Office, USPTO )

USPTO i Kt EHG k8% B 56 £ A & £ B £ 4 % £ F M (Manual of Patent
Examining Procedure, MPEP) 453 &% - HER EZBR EALSE 11245 (2) P8
MARA T REF M AREFTHFN -G LA ZARRAETHE

> USPTO MPEP [R 08.2017], 2161 Three Separate Requirements for Specification Under 35 U.S.C.
112(a) or Pre-AIA 35 U.S.C. 112, First Paragraph [R-07.2015].
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ARAEH
5 F BN A B B B B T B B R AU LB AT

A O & B R TR AR o AR A AR 0 A AR R 0 o AR shal AR M e MR AF
WA T AR -

(=) BREEREAFERA

1~ @A
(1) ERAR

£ B A B XHE » £ RREATFREIRISUS.C.
§ 101 » Bp 2 B S A% 5% 101 4% * © ARG R BT 4m > £ B S A]
FERE TR MRS BRI AT OERNZESE A
SARO AR B R 2 RFHATE TEH TRAERE L A
RRERE TSP RBE =R LGREZARY 0 L 57
& B &K% A (laws of nature) ~ A A3 % (nature phenomena )

VA B Fh %44 (abstract ideas) °

(2) HIEFZ#E : Alice / Mayo B3
£ B R & kR A Alice F)J+ - 51 R A4 2012 F3 F 20 A
fE Mayo FIRPT3E S - AR FEF @AM T B BRRE

B 754 Alice / Mayo A3k © -

* USPTO MPEP [R 08.2017] 2161.01 Computer Programming, Computer Implemented Inventions,
and 35 U.S.C. 112(a) or Pre-AIA 35 U.S.C. 112, First Paragraph [R-10.2019]
The statutory requirements for computer-implemented inventions are the same as for all inventions,
such as the subject matter eligibility and utility requirements under 35 U.S.C. 101 (see MPEP §§ 2106
and 2107, respectively), the novelty requirement of 35 U.S.C. 102, the nonobviousness requirement
of 35 U.S.C. 103, the definiteness requirement of 35 U.S.C. 112(b) or pre-AIA 35 U.S.C. 112, second
paragraph, and the three separate and distinct requirements of 35 U.S.C. 112(a) or pre-AIA 35 U.S.C.
112, First Paragraph.

* 35U.8.C. § 101 : HEATAHARBERANAA MGk BB > BeRhx @b RATlHHma
R Z B R RAHRA IR PT R AL AR T LA A

> Alice Corp. Pty. Ltd. v. CLS Bank International, 134 S.Ct. 2347 (2014), Opinion of the Court III

¢ Alice / Mayo A3k ( =¥ 5aR%)
&%k ARIE MPEP % 2106 # 2 HE » AR LR AP #E (broadest reasonable interpretation ) 4
R REH KA -
PR 1 AT KRR GB35 US.CS 101 MRATili ik » B ~ B R &M FIET X L5 ) -
WEE 2A  FET A FERCEL G5 (directed to) N EEAAMZATE - Flde ¢ A RER] C AR
&R fms (S FPRAR) -
S EE OB e RA NG & R B2 AR > Bl F EF REAA LA B %% (additional element ) ;
A o BMAR] RIR A a4 # % (individually or as an ordered combination) AT#i#84M &% » H 2
LA RARAAIRE AR @A S EPERAR o
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FREE

<A BRAERT R BRI R B TR A LR DT

fe Alice / Mayo B 3:X ik 2 & 5 1 > R4 MPEP X L » 3
RKARRHN35USCS 101 P2 L 20 — Ay ek 7
B A & ik R g XA - i FHRARAR TREINFE =
BA Lk fwh e AFH2B AL TRFPAN THEHA
# 4 (inventive concept) | °> L A AF KA R F — B &
% (elements) » fl4w @ 35 KB Z 45 8~ PR #] 3 F 5 (claim
features / limitations / steps) > 3t HABZ| R &F Tz T4 -
AL EF KA " a8 (significantly more) | R H il #4M
AT > PPdh R

2014 £ Bl & & ik % Alice ¥ 4% > T Alice / Mayo B3k |
1% Pk 2 B A FR 09 EAS M 0 o — FIETAR AR o [E F AR @ E SRk
e (Court of Appeals for the Federal Circuit, CAFC) % R 1 Fl
Z ) J @ A Alice / Mayo B]3X % » USPTO 7F 7] 4 d k48 Bl &
B H Sk BRI G S8k 0 B& 5 15 1 MPEP A B4R 64 @
HHZ R -

(=) BRMHEHELZ R

12019 £A3Z2ayF AR MG ERXR

2018 % » BF{£ USPTO A & 84 Andrei lancu & A7 % BA #EALAZ 64 i

1M 2 P B A2 0 A= USPTO £ 2018 SF 12 A 20 B 24 72019 %

FIAL 0 i A M5 B K 22 (2019 Revised Patent Subject Matter Eligibility
Guidance * 4% 2019 PEG) , * #2019 F 1 A 7 B A% L&M
FIBTAALF LB 1 2 B7  RIEAF @469 Z L £ 2019 10 A 11

7 USPTO, MPEP 2106.03 Eligibility Step 1: The Four Categories of Statutory Subject Matter [R
08.2017] It is not necessary to identify a single category into which a claim falls, so long as it is clear
that the claim falls into at least one category.

Supra note 5 Opinion of the Court III: “We have described step two of this analysis as a search for

an inventive concept—i.e., an element or combination of elements that is sufficient to ensure that the
patent in practice amounts to significantly more than a patent upon the [ineligible concept] itself.”

2021).

https://www.govinfo.gov/content/pkg/FR-2019-01-07/pdf/2018-28282.pdf (last visited Aug. 2,
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ARAEH
5 F BG5S 1 B B A T B A LB T

B HAA 12019 £ A28y @ A& MA5 B 4 @ 37 (2019 Patent Eligibility
Guidance Update) | * ° 2020 “F 6 A » USPTO & A& 7 AT it )y & %8 A
MPEP % 9 & [R-10.2019]* »

HEREEERS
EamRE
HE—
ERBEEERE
ik e =
RAMZEE
~ BREABLELETHE? § Prong 1
N = | B BRECHAS
BRI EASAR A E? : W& B2AA8
?«?E}E%‘l’{, = ﬂ; H AL o ET)
i HEIA =
= HRIEER =
(direct to) B
8 - BIRS(E : i Prong 2
SREY) TS ‘ﬁgg%zﬁﬁ%
L =? E SEHREEE
o SRy — ETERER
= B = (practical
application) 2%
L. M Loenr
2 B RKIREH AR & % &
AR e T =T
EHREE
ERIEBR35 USC. = SRIBFE35 USC.
§101{ZHEIE 1 §101 {2 S 1

1 2019 HA4264 @A MAS B A A

2019 PEG Z#E & £ & 4R T Alice / Mayo Rk | $A142643d
M2 FIETARAE - MR TFIET ¢

(1) # /7 2A F 5 A a5 8 2 85 5% > 5 %] Prong | &Prong 20
J& Prong 1 M@ 4 A Fe ey Fl kTR oy T334 b2
M Peik 4% % ¥ (Eligibility Quick Reference Sheet Identifying
Abstract Ideas) | 494 fMEA > EH o 2 -

1 https://www.govinfo.gov/content/pkg/FR-2019-10-18/pdf/2019-22782 .pdf (last visited Aug. 2,
2021).
https://www.uspto.gov/web/offices/pac/mpep/s2106.html (last visited Aug. 2, 2021).
Y GREHSASL
(1) # %24 (Mathematical concepts) @ B2 M7 ~ P FA2RX - BPEHHE -
(2) @& ?%M LASAE B9 4% € 7 % (Certain methods of organizing human activity ) : /£ A% Pg & P
FrEAZME (L2|E 37 HIE - ) -
(3) % %% (mental processes) : Ik Aoy E R B (@ 4EM ~ R > RRRE ) T ERX
HAER (LeRAWBANEE  FERF RS T4 THHEZTHRITSE - HEH
1)~ AT R KRG ER  KRABRAZH G /\Z}-x«é‘?f] HEBAA RAEFhET) -

11
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XREH
= BB RS SR S B R BB S R A LB T

(2) & 2AProng?2 » Fi+8 " B ZFBHE (practical application)
HAgsh KA P E—ANS R R s A —H A A PR FE L
ke & & RHZ 7 X 0 RJEA (apply) ~ &HE (rely on) kA

(use) %% 8 EPkrR 7R - mIE A FIRE Loy BT Rt b ar
dwy &) kPR EA

(3) Flr " S ZEHREM ) B 4 Alice / Mayo RIFE+ R
BROB YR E X H F 0 AT E 5 5 2A Prong 2 %% 0 Y
Vanda $)i& " 388 IRk Rm B TEL | GREAXFERE - £F
"HRALHZEHRER X FERE Lk 1

(1 TRSEFHMER, ERGFEEF

\mﬂ

B
&y

BEEEZTRER RESEFHER

V ERSA SRR 0 IR | x HH AR FRN e T A F
#Harsakes % B [ MPEP 2106.05(a)] Ry AE > RMEA LTI

VIERRERAERBRER BEEX| LIITWEBMANE T AR
—RRBRXBAOBFEHRERTAE | A AT RIITH LA [ MPEP
[ % & Vanda ¥1:% » 2019 PEG +# | 2106.05()]

¥%] x ¥ E RO E I E &) EHER
VERHRBERRARER AR | F%E [ MPEP2106.05(g) ]

¥38 [ MPEP 2106.05(b) ] x M A EHERR FOR R B 24
VR TR SE R TRk | € e A 3R 3% R 48 A 48 3% [ MPEP

xR % [ MPEP 2106.05(c)] 2106.05(h) ]

VAEBRshk E EH T ARG
ZHEAOFTX  REARAEM 8
EPERER B H KA EE
RREBEERIRAL L ZE
£ ¥k B F A [ MPEP 2106.05(e) &

Vanda memo )

(4) EFBE2AZ Prong2 ¥ » £ FBFEFLKAL—BANEE
55T s 4T R AR 4 89 7 ¥ (well-understood, routine,

110.11 BHEHE#BT voL.275



(5)

(6)

ARAEH
5 F BN A B B B B T B B R AU LB AT

conventional activities * f#% WURC) | » WURC #| ¥7 %8 /& 5 5%
2B FJE o Bpik IR 5 SN E &L WURC » & & F 4 e 2 3r s s)
BEMANEE > RAB L ECHESEZETRIEA - T2 0 4ifk
BN R F 7 WURC » HABA TG &) ik 3ER A B K6 2%
JEF o JA4FRIEE > 2019 PEG " IS A G haeeg Bk - KA tb
AR ARGE R BEEFER XGFE T XA TR -
Je ik F B R G A %R A WURC A8 i 5 2019 PEG B 7~ 3
WURC o#x » f 2 B 3k T BE A &4l (existing technology ) |
AR LR 2 o

2019 PEG " & & & % M & 7% % (insignificant extra-solution
activity ) | 89 FIEF 7 X > A FTELE - @ X FIETAS T E R
EhHBEERVMMAEHE > S T H4i (well-known) | & —
BEZyFEE K ;2019 PEG RIEA " H4e, 4 255 2B 4
FE7 o

R&5E2BaH 552 R FR 55 2AProng2 T& - FIAAE Y
Bk 2AProng2 LF B A & > £V EE 2B MR A BF R o T
2BxEEHE Ak2:

2 BEUABMAFERE

BN R T B2 A

v K R E S s BT RAR R ES) | x 1§ F ML 5 AP FE L mid X
Z 42 R4 [ MPEP 2106.05(d) ] EECI AZTZHXFREZ

B g~ AT AR S0y 7 B [MPEP
2106.05(d) & Berkeimer memo ]

B QOctober 2019 Update: Subject Matter Eligibility, 12-13, https://www.uspto.gov/sites/default/files/
documents/peg_oct 2019 _update.pdf (last visited Aug. 2, 2021).

 Id. at15.
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XREH
% A RS BN R B RS RS RAL RS

SR RE T 0 25 FE 2A Prong 2 P Bk R A e E R e
&I RE > AT 2B TR EIFAE o o RETHF
0 R HEE T ROMEEE S IEB WURC » Bl & 7m0 K
ARA AR - LA -

2> R
USPTO £ 2018 4 12 A 20 B 24 " 54 35 US.C. 112 BIE K 56
o Atk Sh KB X IR 2 A% 4 09 & & (Examining Computer-Implemented
Functional Claim Limitations for Compliance With 35 U.S.C. 112) ; *» it
#2019 4F 1 A7 BAZ > 2T

(1) FRATAHEREGRA
18 5% T A 04 FI BT AR B2 A5 055 90 BT G iy AR P L3 R el
o ACRRAMEMBEINE - SR LA EA

WA B #E A (possession) ZAEFA o

L EREEAMER I TFETFLA M
A&, (functional language) RIEEFH KA - sy FEAF R
ARIFE=ZF 54 RAEDRMESRERAZLEER " F B
B 3% (mean-plus-function) Z AT - s HE LT H#H
R F R ER - FHEAFHE G (1) R/EZHGRAR
EPHFRACAS TRARIUTII R ERZ AR ER - ik
AT A ;R Q) S EF KA 0 A SRR AR TR

ZE LA

H
&
o
o

v

B https://www.govinfo.gov/content/pkg/FR-2019-01-07/pdf/2018-28283.pdf (last visited Aug. 2,
2021).

6 USPTO MPEP 2181 Identifying and Interpreting a 35 U.S.C. 112(f) or Pre-AIA 35 U.S.C. 112, Sixth
Paragraph Limitation [R-10.2019] Accordingly, examiners will apply 35 U.S.C. 112(f) to a claim
limitation if it meets the following 3-prong analysis.

Federal Register, Vol. 84, No. 4, January 7, 2019 at 59: In response to the Office action, if applicant
does not want to have the claim limitation interpreted under 35 U.S.C. 112(f), applicant may: (1)
Present a sufficient showing to establish that the claim limitation recites sufficient structure to perform
the claimed function so as to avoid interpretation under 35 U.S.C. 112(f); or (2) amend the claim
limitation in a way that avoids interpretation under 35 U.S.C. 112(f) (e.g., by reciting sufficient
structure to perform the claimed function). https://www.govinfo.gov/content/pkg/FR-2019-01-07/
pdf/2018-28283.pdf (last visited Aug. 2, 2021).
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ARAEH
5 F BG5S 1 B B A T B A LB T

F8 (RFE) e MEFH LA LA E R RBITH
HZEAF  wRAAETRA A RIITZ ARG E L
REEA WAL T IRE SR BE T B AT R AT 0 Al
AT F R AR A AR &%USC§HMW°%%
W E AT AT B B AT AR IR P LI sk o TR BB EAE K
MR ERERBEAIITITE I RIBFREMAEE R £
SR KA RAAE S - ARRNEE  FH (RFH) HatF R

AR TR A AEER 35 US.C § 112(b) BF » i@ FRAE IR
G E R TER35US.CS§ 112() 2 Z &AL A2 H (written

description requirement ) * °

(2) THARER
TR BB BT AR HE o (2 BB PTG AP A
AT R A G RARJABE TR CFPRT R Y F AR
i¢%§ﬁ&%ma%gTﬂlﬁwn&m%w&%z%%ﬁ
P Q) BEHAAPTIRE A @ A 5] 5 (3) BN & 5 (4) 7
%%$ﬁwg%ﬁ&ww*&waﬁ%@ﬁﬁwﬁﬁwﬂﬁ
JB AT AR IRy ST FAAIME 5 (8) W AL E 0y FE 2 o

AT ERMABEARANIFZEL  GATHEKEAEXZ
SHAHRRE S ABRBARMETCBE TR FPIEE RN
R FNRAERXZI G ETRM  FFALIERA A RETR Y F

18

19

20

21

Id. at 59-60.

1d. at 60: the requirement for the disclosure of an algorithm cannot be avoided by arguing that one
of ordinary skill in the art is capable of writing software to convert a general purpose computer to a
special purpose computer to perform the claimed function.

1d. at 61: When a claim containing a computer implemented 35 U.S.C. 112(f) claim limitation is found
to be indefinite under 35 U.S.C. 112(b) for failure to disclose sufficient corresponding structure (e.g.,
the computer and the algorithm) in the specification that performs the entire claimed function, it will
also lack written description under 35 U.S.C. 112(a).

Id. at 62: In determining whether experimentation is undue, Wands lists a number of factors to
consider: “They include (1) the quantity of experimentation necessary, (2) the amount of direction
or guidance presented, (3) the presence or absence of working examples, (4) the nature of the
invention, (5) the state of the prior art, (6) the relative skill of those in the art, (7) the predictability or
unpredictability of the art, and (8) the breadth of the claims. ”
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XREH
% A RS BN R B RS RS RAL RS

BRI G 0N EHARBE " - KA B RERERE
B R 7 St T A AR T A T e B 0 A R R R TR
BB

= BARYFE (Japan Patent Office, JPO )

TPO 3t AAF E M ot A8 B AR 2 il 5 F B F — M@ i - ok AN AF
Foe TANRERTM, omBE B T AFF - TAFEFLAE ) 5
BRI F 1 F TEMRBANEA ¥ ARATCSTRATRARMS - 9
P TAE AL FT R B S e oA I

(=) Sk mmMuEAIFERA

1>~ @AM
(1) ERIRE

BN IR RY 40 B AP B A AR L BT A AR R > LA
BB REFHFES 245 1 AZIHRZ ¥ R ZIEHA A
RiFA AR SRS RaE AP THE, 222 AR
B o450 R A SR R A A R AR 0 de R 2T K B AS BR EEAR
B R ERER "HE, cRMEE3EE 2A TRK ) BA
MZ AR - FIEFE 4R AR AT ZR/HETHOHES
B AEAE-ERTASRRNIES > AR L BMAEXY

HEERGEATR Y A -

2 Id. at 62: Not everything necessary to practice the invention need be disclosed.... This is of particular

importance with respect to computer-implemented inventions due to the high level of skill in the art
and the similarly high level of predictability in generating programs to achieve an intended result
without undue experimentation.

2 Jd. at 62: However, applicant cannot rely on the knowledge of one skilled in the art to supply

information that is required to enable the novel aspect of the claimed invention when the enabling

knowledge is in fact not known in the art.

OB ARBFIES 2 L ARKATAE DB R4EAA B KRIKA 6 BA &L SR e AIAE -

® RARBFER2EFIARZTHANE R T RE 0 BB TIITL  — > EERALHZ
B (BFEAXF P ATFRRE) sHERT > e e

* BARNHFEF2MELACAREIAE TARXF ) T BR GRIEHTHEA RS - RRBAE LK —
SR MAFRRIES o AT RENRR ) ARILMIBEMGAE X 698 EIGE/TIR LAY AR ©

7 AR EMX EEES 0 MASLTHREITR 6 0 B BEMAREKEE 0 Flde TR
https://www.jpo.go.jp/system/laws/rule/guideline/patent/tukujitu_kijun/document/index/03 _0100.pdf
(R&EFER ©2021/08/02) -
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(2) FIETIRE @ RSB FIB 7 ik
FEg 1~ F— B A g ian - JERTAMA A KiE

Bz 3 fi5 B AR 0y BIE
GRS G AR A RER UL A RIFRAI G FAE (]
IR R C ABHB]  HEAKX A ES)  AER
RAH B 7| R Z A KTk (Plde t BATHEN T ERAAY)

0 R BAEAIR B Rk

HRCAF HEARA AR B RFA GGy A2 F A EN R
S R HET & AR B RIER] - BIATHEE A Br B IEAI R B KRR
Rz B s JER R B RIEBI 6 o 2 3E RBERIRZ
o RV BT & AR B RIER] - BISRPTHEAR B AR B RIER] -

B¥ o FET AL HIHATHENEA - L& W E AR E T IR
ERZ AR 2 B AR SR S AR R Pl
YBabhoh AT B JE B g teey B -

BIVEL AR R RFTOG M R Ty ik B RARRG LG
A BB X RS BIEIRAME - b o R
RAPTHEARALRA > HEAKX - B A AT Bk
BROUHELEZME  MBRBATFERALCEK -

HERAPTFEABAT I maE  LERERRA A RE
Bl TR BA TAR B R F A RAZAME | WA

K20y o BAARA RS ST
() AR (PR RS R T ek LERERE
BRI E E ) 244 0 RAMBPUTHEIER R H -

()RIEH L ey E LW ASEWE S Hm
P (4o 3] kg« RIERE - AW KA F I MK L
B AR - T AR ERALZE GG ) » AR IITHE
AR PEH -
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ARAEREHRBRRE (B " KRR RRRZIHE
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BB T NG IR AE AR B BAS M BT IRAZ I ] 2 -

KEFEEE "EMEFLE,
HEREPEEN 2 BAREBR
THRBARAZHERBZAIE? .
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SRS ] . SRS | P Sl ELSe:]
TR R s . AB3EE
RIS YR E (LB ARIEFER - HEAT
B EMERE - BHS I ¥ . BT
WHE . BREMETEN REE SEB R

- BAEAIER
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EEBR

rARERARIZEMEAZAIE?

AMAEREEREREIRERTIE ZEMER ?

(U8 - FEREE SRR SR . B
BENEREE) ?

EERAY FFBREIERY
(ZE R EERA) (AR E R EEER)

B 2 JPO &A% 3k 8% 48 B 25 BR 18 4K ) BT IR A2 1B

Ho o oy B SR s SR ) B R BB AR S PR = il A
Mo AIEEAE TR AR E R AT R BRI
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TR PP B ARIE SRR LR B H R 2 4 R EAE o AR AR RBAE R B

X REMRRERERLGET % AR AIENE
HAREEA+TH»ER - AL AE F XL Gy FENZ
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5 F BG5S 1 B B A T B A LB T

2~ FHAMN

FFIETE RS b An B A F AN - S F KRB RN E
AL AL E TR S A FZIALRAR  FHRACTE Ky
PRI il 0 LA KA A A E o BRSKkEA
MR FT A ey P BT > BRI — AR E SRR T BN E 2 %
AN EFME o I AEITAMBGES M IEZTEARS R
HHFFEIA AR AR HZEZZEAATRAZIANE » W 2E
B EX ZRN BEARVTFEA AP GIAMRES M
e s BHAHEHAZIPERGEREET  RAFAHEHBAZE
BREERRE ) A AR B BERRE AL AN T A LR
AR IR HFRAA AR ES M

3~i#EFH
(1) s ERES o HBT R A LIRB — R HAREE
RETFMKF 2 FHAK EFH, - 2LAZTEATEFAR:
L B Rk A8 B 45 A 8 F @ B AR T B Al AR AR BGMEA
R S 3 AT AR ARl R R AT AR R AT AR R
PR & il

1L #r & Al #oar BRI - R R R4 AR LARKREE
% AR B A AR IR A ST 4t AR IR SR AT H AT SRR ©

0.5 2 3k B8 AL « BRSAL oY E & 0 folde T 358 AL~ BEHIIE 545 55
R ErsE R ~ Tid GUI i1k | 5 » £ Lk % 5 FH
FATAR IR JosR R0 Bt b F BT S M o

V.G TS AGIALT I TIARERIEE TAKETEETH
RV RE SR -BNERFH R ZAKBAKGERAR b
& WA E AT AR AATAR] 0 A 3 ¥ % E RS AT AR IR 49
—fE A R R R BT o
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XREH
= BB RS SR S B R BB S R A LB T

TR Bp AR R B 5 M RF 0 TRV Sk 30 2 B 2 8 I 3k 52 48 B 25
B AT AR IR SesR A (B Hedk) o

V. & 23ISR 5 R AR o o A3 2B I SR AR
B EFE RS EABEA A B RS
AEz—

(2) A TR BRI AB B FE L BFTAMERITR »
WmEAEETESHZRAE
IR R > 2t 2 0 3 47 483,

I A%l A FHEZ M fndy % F oz Bk
1L S 72 B8 T ST Z 2D AR A 3RS B 2L
IVAFARPITEH A EFH R TARHA
V. Ao s B, o B R # E H BT A B
VLI A a2 FERE R R SR

(=) BREHFEMEZ fe

1> AHECERKEAMERAZIFERR

a$%%%é$%$%%£r%%%éﬁﬁﬁ§an¢’%ﬁ
J& S vg R TR F a3 HA e [oT & Al 548 B A BH > B4 T A il ik
i FL i m%”gﬁé%%ﬂ%%&’ﬁ%&ﬁ%ﬁﬂé%%%ﬁ’@
HERDURBRERRAST RS ENEE  BRILDHRMEFERAR
0 X 3% BIERILE AR > JPO #2017 A2 B4 #31  [oT & Al %
A8 S BA E br B ik o TR SRAE AR B A A KR - 2018 £ 3 A 1S
B2 FELAE 2018 F4 AMBSRISERZFEELEEITES
A HAMRETHRE SR (—) € e B S 2 % B R Al
Fif i«

2 B OKZmey Rt A i3 E 2017 » B 22-23 ¢
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AREH
5 F BG5S 1 B B A T B A LB T

F AR B2 IR R & AT AAIRE B R AR H AR T A A
PR AR B AN BR E AR M~ B FORRABFFTX  ARETE
B MR E AR AREE 7T - B ENE KA B4
oA o A o

IoT & Al £61% >

JPO A 2016 SFACBP pE4E A A IoT AB Ml B A EW - mATH
SREEAR M A Z AR B AL E T AMEITE 0 522019 F 1 A A A
Al M EMZ 10MEES > BSHBA[MBETAI A [MEBEEB P £
] > A B AR H AR L B 69 0 A ToT 3k Al 48 B 4l 2 Pl skl AR
RRES  HEAMRARESHFIMNEHZEERL L wERES
RAL > BRI ETIEd c FENREEFEF

U“I
lm%

s
BEXFEERE ~AL IoT & ~

B TAEFERAARMAROALRABZLIANEL B S 9AYH
FARER AN BIRHFE RN LA P JPO AT AT R A M
LA EELENEAREFFANRZEHBRXER - GAECHIEE S
Al / 10T A8 Bl 4l 1F 2 484% - A% E 95 X RGRAF RS A @ AS M
AN EF M AGERE -

= ~ Bl & 418 (European Patent Office, EPO )

RIE EPO S A% XX XK AR BN T8 RIS AL A2 E

B XA TREXEE B —BARA LHRGELF XTI AT AT R
Z A EPO F AR B EEATLLE » AAMANERAAGH " A&
B, BT A VI SFE -

29

30

31

https://www.jpo.go.jp/system/laws/rule/guideline/patent/ai_jirei.html (last visited Aug. 2, 2021).
https://www.jpo.go.jp/system/laws/rule/guideline/patent/comic_ai_iot.html (last visited Aug. 2, 2021).
Guidelines for Examination in the EPO, Nov. 2019, Part G-Chapter-II-15

("Computer implemented invention" is an expression intended to cover claims which involve
computers, computer networks or other programmable apparatus wherein at least one feature is
realised by means of a computer program.)
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XREH
% A RS BN R B RS RS RAL RS

(—) TS FE#% 9 (computer implemented inventions, CIIs) Z &
Z R 8]

1~ @A
(1) ERRE

BRM AT RAERBERAREE T AN A XY
( European Patent Convention, EPC) E » L B 7 il #& M 2 3 2
# R EPC % 52 % ARRATHALE » 3 IR TR P B M A2 XA
e N il S E & R o (2) RIRGAZ AW > F GRRBET
A AV B EREARAME - 4 () RTx " #E
ﬁ%i»u&ﬁqﬁ¢z PAT O G~ BHERETH E
£ RAP Tk ARERAEK

(2) FIBRE @ i

£ T 1173/97 FF Bk & & F > Ffir L3 & B € (Technical
Board of Appeal ) 3.4 " 341t |, (technical character) & ¥ 3%
#2484 (subject-matter ) Z PT VA~ % XN EPC % 52 16 % (2) A $
M—EEEFERE > R 2R ORTEHZLREAH
ATHE > e RO AL - Flde - TR AE L - 281
g 2% (technical effect) &P A /&8 i L& 2 F A2 L 5§
BLA o 2 R 0 BT A S AR 0y FI B AR 1R 3 e 0k R A B R A Hi s
My EEAE X e EEX - ERE R -S4

* EPC % 52 f&
(1) Prf AR 4500 - AL Bt » M R A MR » FFRAR N BT BN A1
(2) FoI&3K » THAFAMAEAZER

(a) 253 - FBHE R Ao 5 % (mathematical methods) °

(b) E 45 AIME -

(c) 3t & (schemes) > # B (rules) > A#E % &5 # & % E £ 09 % % (methods for
performing mental acts, playing games or doing business ) * YA & & & 42 X, (programs for
computers ) e

(d) AREKiE -

(3) ATPAPT AT A T RS0 E 0 CABRI oA B 3 R SR B A BT IR P E R A AR 0 R

(relates to) ATAPTHAR Y K FE AR L (such subject-matter or activities as such) # &k -

3 T1173/97 % 4 B R 5 23 o
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ARAEH
5 F BG5S 1 B B A T B A LB T

% B REPITH - AR dPTIR T R — AT (further
technical effect) |+ BIBp 7T 32 2% A2 X Bp AL He gk -

R o £ T931/95 MR EF - Hilf LoF &£ H 48024
— ARG EMA S RIELARPITHELTY - BTHZL
MG A G2 LA AR EZ 0y Y (physical entity ) 4F
B mH R EPC % 2 MEEMZIER* - T2 H4HPH
B BARAREXZERAL  #ERXIUTIHRE A T i —
Fag sz TR AV FRNOSLAMETERFHRZE
W6 4 % > M s oA B M - fE1% 0 2] T T 258/03 3K A
R LR FEIKIZE > £E QRS T T L2 EH (anon-
technical activity ) LT A B & B & F # 47 F 8 (by the use of
technical means) #u4F#k - o A& A | * - 52 0 T 258/03
FRR kT ERERLAATH LB H b o (e B A
%) BPRA AT L EAAAIRY 2 GRS E A AL L
%?ﬂ%#iﬁ%°%%’ﬁT@MB%@%i%*’%é@
FrIR T 258/03 A8 B = ALAR » 385 2 EASAL X & T g T 3k B4t
B (e Biy) » BARML —fEiT i S LAHE TR
BB ME o BT ISR X KA @A -

TAFRET - FF LA BN R @AM 3
i 04 H) B 2R B AR AR 0 AR AR AR E KE ¢ (SR e
FEHAMTH BT ZFRA) B E-FIRAATZINE
R B AAR B G AT H AR Mol B ARk (RFF
B A By A RATIE) o

T931/95 % 12 A dy -

T 258/03 % 4.5 #53% gy -

T 154/04 Reasons for the decision 5(F).

See supra note 31, Part B-Chapter-VIII-2.2.

Subject-matter or activities listed in Art. 52(2), when taken as such (Art. 52(3)), are considered non-
technical (G-II, 1 and 2).
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XRAEHE
5 A BRI SR B e B B S A LRI

2~ #AMN
S AA B RIEH AT RSB AR R ST F
JEA BN AT Z A 0 AR AT ME o SHE L FER  EPO R AE AR
R BB E A B E R 5 M JE T AR SRR PR IR AT AL R o

3~ ESH
EPO A B EREA GG VIIFESF S45HF > 4HESIEERE
WA IR AR - A e AT ) R AR R AR B SR m e R o
S EE A A BTE S MR AT F LA KRR AH S N
FEH AT R AL B B AT R AR 0 — 3R o 0 RFIETAT A A S
PR e AT R AR ROE A AR RBK o e ROAT I A UL A AR AT AT 4T B R
FAEH L F RS I B AT 0 ERERE B SRS R T T
SIEEER AR RSN RESMARLRE 3 :

AK1E

BEmaR?

it
|l

IEER 53 45 (B R Bh S il 14
58 ST SR E R

B 3 EPO % &4 P35 KA ATk = M4

% Comparative study on computer implemented inventions/software related inventions EPO and CNIPA,
2019 The case law is not settled as to whether non-technical features in a claim can contribute to
novelty. However, the relevant parts of the EPO Guidelines encourage EPO examiners to deal with
non-technical features under inventive step rather than novelty. (http://documents.epo.org/projects/
babylon/eponot.nsf/0/979CF38758D25C2CC12584AC004618D9/$File/comparative_study on_
computer_implemented_inventions_software related inventions EPO_CNIPA_en.pdf (last visited
Aug. 2,2021).
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AREH
5 F BG5S 1 B B A T B A LB T

(=) BRHMEHEZ K=&

2018 M EPO %41 % & K H#E G-11, 3.3 69 9 & » FR3E4F 2017 SFARPT
Sy FIETR A B — 5 RIS A SN - ARSI G-I, 3.3.1 Artificial
intelligence and machine learning A 3.3.2 Simulation, design or modelling #9
N R AL A #% %% 4 H (Machine Learning ) & i@ 441 & 3 b & A
Ty FIETARAE o [E4% 0 48 2021 F 3 A B — 51537 3.6.3 Data retrieval,
formats and structures A 3.7.1 User interfaces * 3£ #7 3% 3.6.4 Database

management systems and information retrieval 2 P % ©

I AIFERBRBZE
ARCEE Ty ik B il ik ey A5 A RSP 0 ERAE SR — AR AR
LY T R Z AT AR R T A B A > Sl g B
T BERA QA RMERA AT R RERHEEE T RS
T ORBE B R AT A F — @ (TR R ML B
B v BISRAF R A B A AT -

(1) %45 A
HBMPEFEAFRAFHOET X RABTHEFERLT A
A4 F 4 B 89 (specific technical purpose) - 4w @ 3% & 4% €
AT R R R B BT PEAAZIRIARINTE BB
H BB Ay o RZ 0w R T A3 & & (controlling a
technical system ) | ig4ki@ A B 49 (generic purpose) ° 1% # 8)
AT

(2) TR
HRARG —EAREFEZ XA TR > LR S
7 ik B A B AR ) AR T A 0 ST Bk 0 WA B
HoT AR AT T BN - BRI ARG - RIS T ik
1% ¥T fe A BhANFdig bk o

3 See supra note 31, Part G-Chapter-11-3.3.1.
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FREE

<A BRAERT R BRI R B TR A LR DT

2~ BREE o~ RIhRAER

Fa AR R R FEFRE  BFAT LS T E K
AFRSH EEZAFB o AT AR OYF KR 0 B AR S S & IS
FrERe » FTARHAF AR TENRI IR WA R B @M -
FEAFTI T R PT 64 ZAFBOE B Bh AN FE AT o B 38R b A R R A&
AT E R P BTARAE -

=

b ol EIGATE LB 7 A TS AR R R & AT oy iR AR T et
TR RRA A RETRAME TR X582 B P
B A F AT AL o MR 0 R R B ey AE 0 Bl
g THERZ TR RRTEIRFT CERA R PR
A2 R AA TR M) o ol AR RSN > Blde 0 — BT A
Gz R Tk AR GHGRR LA R RARMZ AT A o o

D0 \mﬂ

=
(t\;%

A MR (A% ZHIXERF) ZERWHETH L
QBT o IR T AR R R L AT M AR AT AT 09 2 AR EAE A T X 44T
¥ GARFEAAY - plhe: —EMNAETHKAERARFLERGEZ
Trik o RN o AR AR KR e b 5 R R K
FeBHMSE S AFRRMEZRSEHR > BGRLA LT IR - A8
R foh RS H > R ERRARIEAEINE B Ty F BT 0 AT

HAETF B HMERERAFRO T AR LFLEAN €0 S
AT W% AT AR B 2 2 LS KA BT ST A A B3R 0 R AT
HE NS EEF o

e A # (functional data) ¥1325ei: F# (cognitive data )
TS KX AHLEHREFBE X o RBA Tar iRl K

AR R PP LRI

REAEAR KA XA A A BT 2T AR T 22T & By i

P o o AR EE M A K AR BN T B SRR o 7R B SR AT R

40 See supra note 31, Part G-Chapter-11-3.3.2.
1 See supra note 31, Part G-Chapter-11-3.6.3.
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ARAEH
5 A B4 R R B e B A B R AR T

M RAE XA AR T BA AT ha - flde @ EHPUTERREZE

BB RTREHLEARMHA - HREAHRET ETRAELER

W ENHTE BRI R EMEFH - 5 —F @ Rl EAE LR
BERERABENER B AR RARB7E A H AT -

— B B A A KBS A IR SR S AR U R RP IR R
HM AL H A TRR LM - ROIVRR - THAERZR
WA R B TR RS BARA - 2B 4R A B 2 A2 e A
hik e

FHEREREAHBA N E
(1) EHBEELAG
AHEFHAGGBETERENREB AL AT
BHE AR M A &3 A SRR PUT R ICE FF A ET -
EEMBEEEAGNPTEEZ TR RaL B mAa Mg E
HELAT WAL o

R HEEIEAGNE ) REFZ HAFR - BFHL
B HATEF 0 F LA BN AT o L FUET R M A AR o
BEIFRR > BELAKGZIHE > ABRERRELATHM TR
HATEE o kA EE AR RIEIM - R RA S E

AH R B A SRR RIATERILERIE S 0 AT AL
B35 4 A Kb 7 KoM s su it i 3L AT sk B2 B A - RAEAL
RARPATAT LB ENZ TR ETR - Flde 0 RER - £
IR AR HHAGAMAZA KRR TN A K ¥R
BN AT o

Rin > RIF2HMEGEHETEALTT RSN FAA
BHTERR © Bldw » AEFREE R ST R AT E R FEA H14EA
AT A BBF TR H 00 B R 0 B ST ARARSR T R AT R RR -

2 Id.
$ .

*  See supra note 31, Part G-Chapter-11-3.6.4.
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XREH
= BB RS SR S B R BB S R A LB T

(2) FRBREIAHEH
EEHBEEALZN > & TIREFRETHRPITENIES
E o PR R B GRS e 0 R3] RAER R R B
15 F Bh 7> M o SR B AR L B R RS o R IEH]
M AR EEE A% > MAHEEMYT o 48R do Bk T
BREEGERBAALNZI DT RAR L B TREAL
1% R 55 75 F F S BN AT o

(3) AREBE 2 H BB
Ly TSR AT B BALE S DM MME T M EF
T H EF AR ERA  ATHRBELH (ZVES)
HF o KMo o B IR AR AR AT PR A ATE o AT
Ee R — B AT Ble L B A KNI RELE -

FNTE -

|
i

SAIFETHAEREMS
MAATEZEAZ AR REMF LZAAMRE » E2452 3
EPO &A% &K% F 3 % = % Sufficiency of disclosure Z 48 Bl #15€ * °
3|7 2020 %5 F - EPO #lf LiF £ B @k T 161/18 F AT E -
MAMRAALE BERA LA T FERABREAET R B2 o

T161/18 FMHR T F X A F3H LA A — b AT Ay SAv s sk -
5 BH = Bk f R w42 (arterial blood pressure curve) - #3% % £ Ehfk
An R 42 (central blood pressure curve ) * F-ARIE AT I £ By Ak b SRy 42 -
A By e ¥ (cardiac output) 7 ©

EEOARTERGF22BALAFVFERIALY B/
BRATMANZ AAAOSTE Fe ~ A~ Rk FERX &Y
JEAL T VAT % BT I 4R AR b A 4 4 3R AN B4 JiE TR S0 [ iAo R

% https://information.patentepi.org/issue-4-2020/t-0161/18.html (last visited Aug. 2, 2021).
4 See supra note 31, Part F — Chapter I11-1.
47 See supra note 45.
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ARAEH
5 F BG5S 1 B B A T B A LB T

B PTB AR T ARR T Ll e AR FVF R R AENET
175 98 fo ik 3 BEAF S ) RSN GRAT 48 4838 Z I BB A R R BAT 0 # T ik
PR P SE R R R Z AT 0 MR BIREAT B

T 161/18 3FMRE ZEZ BHTHh » HRA L P HLRA M4k
AR PR - A2 4SBT B Rl AR P Bl ke 0 R T4
T EJEAR O EH R RAY LR BT 0 VA B R S0 A B AR TR AR PR PIT AR AR
PR AR Z AP 1S M FEAR AL 0 AT REAGR A F AR R

TN

hH il EABRMATHKE (THE) MHAEARAZIELSHES LK
4 F :

% Id.
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XREH
= BB RS SR S B R BB S R A LB T

k2 ZAEREHERFEBMOILEER

USPTO JPO EPO
- TN RBE AR B AR 28 B AR | BB A RIS F Ak
) WA R R 2 5 R MEEH - BRI
(BREE#)
- N/A WTARXKE > AL —18
2k VA B BAR 230 KR 5 VA
B IGAE R A VA B B2 250
35U.S.C§101: #HFiE §201) 0 AEPTAE|EPC §52(1) ¢ P A 44l
7 % (process) ° R AE AR B RERB X AR | AR AL ASTA
# % (machine) & B Ay B AE M SR E EA M
o 3% (manufacture) 5 |[4F3%FiE §203) X4 B AFAR AR BTN
. EX RS TS #%?‘fr:‘% § 2(4) : A2 K T I5H| £ A
(composition of matter) | E G4 h % & £ X — 4 R |EPC § 52Q)&3) : & 3k
WA RS AR | RZAR B4 T ASACE
AKX ERREGER  |([FH BRXNFESF
AR E “ﬁiJ
2019 F A2 ey B AE M5 | AL B R0E Bl Hale B4R A | AE KA EERE F By
ERXE 1 B e
A O ELEFTHRER O KB N O BEKA
o O RGHRAENES | ANIUTRHE LA |D BIEK  RiE—F
318 B oy E R AT E SR B Ay o 2%
(significantly more) | #&B/kEE = F MR - 14
& ik HERA B FAREERZAME I
RABEN
( mixed-type inventions )
BIHEE SR RE AR Rk
N/A N/A \
R ¥R £ B 7 Hofig
o HHFREA
O HIER

B R 2 T 4m o BRI 6 AR PIR R AL R B KA A SO RAE AT AR R By AL id
Mtk TEHEERAZEEATRAES M - JEH Sk 0 BN EES R L
A H % a6tk - RBB £ 2L F WA ARRT B FI BT 2 & B IHRIEA A&
Fa A TR PR ] WA KB R G Rl R E RS FIRE -
FARAA RESLEMAERMEONEE DR LI REBEHE - RH
TR & R A B A R S B o 3 R B AL 0 B L o
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ARAEH
5 F BG5S 1 B B A T B A LB T

BT EEH AL AARXAAEBEAFEREZNE - 25 1E

A E T AL R AL R A g RN BT RAZ » RSB A 09 FE BR A 0 RA
Bl ELRD - RERE - Ha Al AHEAGAEKERNTR KL E
TG RE AR A RALE I A B FIET L KB £ 22 ERRA BA T
REEAR B0 F AR - RS TR ALY AEBERARESE
ABSF o Ko FEBREE T ARRE G WTER - A BEEOBRE -
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AXBEER BRI HE R E

# Booking.com £ 2B HIE %
¥id R AR FIBT R T

2
nn‘

A Y

ol

B\~ i@ A &8 Booking.com Z ¥|k
%~ ARAHBHEHZIRARIARE
— WA AME T E R RARE
= 2B EF LR KM Marvin Ginn W B ER) B g B
= A AR R AR T R 0 2R
vy~ il R ST & BAFAE RG]
£~ Booking.com £ F3H TRk LG
— ~ Booking.com #9% 7 ¥1 3%
— ~ Booking.com ¥| k4 £ 5 JLIE
1& ~ Booking.com ¥|:k 89 %

Fi N kA

N-a-]

1B & BUE KSR A 2% -
A AR Blom A% & — AT RART  TREARF BAEMEALZER
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nm

%
rbléi;

1/t Booking.com ZFF=BIFDIR =58 A 2 T FIETELER

&

£ B AR T A o0 & 1l A A AR e R B4R RGR MR R R T R 0 b
RAILAEAER T EZ B AIEEE TR o W ER BRSOk @A 4
R T ARZE M 09 R BIAE & T ARAE ) R IEH ) o AR AR IR DAL G A
B TR ANZB B FE  WEALLRHETHRIa 8L - ERARER
AR IR 5 7R B AE 2020 “F 6 A & Patent and Trademark Office v. Booking.com B. V. % >
Ay i@ ) G AR L TR 43R 4 AE (4w .com) P78 Ak 89 Booking.com 7T VAZEMM 44 L
B s AR E RN o — R FIREERAUBRR AR R AR 0 2
A E R E XA EHRREN @A LAHLARL 0 FAMBEARRE & ERITHE
FERETHBMAE I FERSFIRAREE ZA AR LM H)
& B AR R R R S AR L TA R IR L AR SRR & B A L AR E KRR AL 0 A

BN LHFREM T THALERE I ER > HHAMEN LM MAR
FTROGBE - Bk A G ANE LR AN LAY AER A - LRA43
Booking.com k% £ B FE MR R H R F 8 0 KT Booking.com F| kAR F
HOREAR LA ARERATHREZH @ -

ety @ @M LA AL - AR R RRGRAIME AL ZRE
&A%
generic terms * distinctiveness * the doctrine of trademark incapacity °

secondary meaning * genericism * primary significance test
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Y& Booking.com Zim<BIR IR A ¥ B A HIET LR E

—fE I E o PIEAZSN AT EEG LAREIF AR L AK BT FE
MR BHERETRMETTNEL REFEELEARIREZ AWM ZMHE
Ty ST E MR AR o (2R ARV A F BB T 0 ZARRE E L@ AARF R
i & #% (generic terms * T4% " @A &H# | ) » ALK ZARRAL G BAFEM ~ A A

FEME A B AR A SR AT AR R IR -

15T A & 18 R G AR Z T AR M BT R B M 09 305 M (distinctiveness) + B b
WAL - BB AR T H AR IR Z 0 RS BRI M - £
ARG SO LS HE R B A G AR BT T ARZE M0 R B AR L T ARAR ) R RS

(the doctrine of trademark incapacity ) * dLstRE4EAE B &4 % T L&A\ K ahid
SR R 2T e R R R AR AR T A AR RE -

A &ttt > E B 6) FI) $1 8 R 3G 3R 4 18 R G AR TR £ TRV R KGR
M (secondary meaning ) w32 0 KB HARETE » Bl @AREF 29 145 2
TR TR AN 8 G AR AT BB R AT R R M @R S E A kAR
EHPTARGEM 09 AR BARR @R &A% - Atk R AR R A 2 i B AR R U R
FiEMZFY -

M 6 AE R A HEF 04 JR A :‘ﬁ%?@ﬁ%ﬁ%%%ﬁ%%é@ PR AR &R Sk
R A4 #% (domain name, DN » XA§3R & ) K& H BH Lk K fA A (4= Amazon.
com %) & > LFIEEHTG R 0 AR A S EHM AR &AL TA & 43R 4 A5 (Top
Level Domain, TLD, 4» .com, .net ¥ ) &4 °» Z4BR LML S EER L5 2 R

' TR e AW (AR L FE Loy R B E KR H de facto secondary meaning doctrine) & &

Lou1s Altman #43% & s£42 &5 - 3 Lousis Altman & Malla Pollack, Callmann on Unfair Competition
Trademarks and Monopolies § 20:33 (4th ed. 1983) c FZHEH XA XML E T LR BT &
Ho AR LERMAAMERAEEREAEFET LEE - 2A L EANEBZ AN LHEDE /Ti
RAE N DL A B IR T R X 18 R 4 A% Lo AR B > 35 4 JL Sandra L. Rierson, Toward a
More Coherent Doctrine of Trademark Genericism and Functionality: Focusing on Fair Competition,
27 FORDHAM INTELL. PROP. MEDIA & ENT. L.J. 691 (2017). Available at: https://ir.lawnet.
fordham. edu/iplj/v0127/iss4/1 (last visited Feb. 20, 2021).

2 A EARA S ke A48 sk k 0933 0 35 4 L Jake Linford, A Linguistic Justification
for Protecting ”Generlc” Trademarks, 17 YALE J.L. & TEcH (2015). Available at: https://
digitalcommons.law.yale.edu/yjolt/vol17/iss1/3 (last visited Mar. 15, 2021).
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Al
1/t Booking.com FEFmIEBIRIIR ¥ M 218« FIETELRE

AL R LB G T T A B R AR R RAT AR RGR A M e AR A B
AEEM 0 T B B R & iR G AR AR ?

B A A R G AR AR B SR 0 R e 0 AR 2000 AR R IR AT 0 i AR G R
AAEEMRM ArEA CALKERIE - &AL E B cybersquatting ( B P/ &7F
B AR IR R IR L) T LA TAMMZ R E 0 AR IR LA 1999 FTR
PR Eil B H R R AL AGEM b AL S ~ BRI M Z R LA o W
AR AT R TAARE L A M RAMIBS L REFE R AT AT B
T 4 3R R A BRI DAY B IR G AR U B 25 B SR 38 R B AR +.com 89 A 3R G AR T
EMEEAR > B T R IR S R G SRR I s & 0 B
TS T B R AT 58 F SRR F 09 F3k -

& B b £ B R 0k & ik BT R 2020 SR 6 A 4 Patent and Trademark Office v.
Booking.com B. V. * % /i 3% 44 3% & #% Booking.com ZE 649 ¥ ik sh A L 4d 2k e & B4 -
— 5 & e kR A ER 2 A H425 (United States Patent and Trademark Office,
USPTO) #y R # > #5k £ B @ 4%% (Lanham Act) 3t 38 ) % 5 11 T8 48 49 3% & A%

(Jw .com) &R &AM LAY ERFA (perserule) *° % —F @ » %FH &k
He R RN AR AL S e R o 24P IR T — B3 Reg ISk - ARsER R EH
LR FLMAABA LR > ALK AR LA B FNRDH A RS T AL
CRETZEBOAYE > R TERAHEEHZLEMERETRZI N AERS K
FHR L EM A AIRA ST E AT AT RFRRAFFFIA - LA LR HAR
ZREEHRAAT Y GEE - Bt KX G A £ R AIREA HE A &40 B
I E T LM AA &8 - FE1& ¥ Booking.com £ R AR VB ERETZ N E R
ABERANK » AEER LB -

* The Anticybersquatting Consumer Protection Act (ACPA), 15 U.S.C. § 1125(d), Pub. L. 106113
(1999).

*  Booking.com B. V. v. Matal, 278 F. Supp. 3d 891 (E.D. Va. 2017); Booking.com B. V. v. Patent and
Trademark Office, 915 F.3d 171 (4th Cir. 2019); 591 U.S. 2301 (2020) (U.S. Jun. 30, 2020) > & B%
EXR e S

“[T]he PTO urges a nearly per se rule: When a generic term is combined with a generic Internet-
domain-name suffix like ‘.com,’ the resulting combination is generic. The rule the PTO proffers is not
borne out by the PTO’s own past practice and lacks support in trademark law or policy.” Pp. 7—14.
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1/t Booking.com FEFmIEBIRIIS ¥ M 2T« FIETELREE

B\ ~ i@ & Booking.com Z ¥R

Booking.com ¥\ kZ i AT % > 7B L FRER LM ASTEEREE
A 4H (k2% R F PiAie) perserule) ° ARIAF G IAFHE R 5 M E w22 M
Ly HARO P AR AR Bl AN B AR B R L AR e A BT ik (LR R R
FARE) B BT F AR G BA L E S T AR o

hEBAIRFEAARE Hm s 0 @A LA G MR R Y — A T AR 6 S K
MR - AN —EEEZNE S/ BRI EEZGE S/ RFHAER &

Al > T~ MERIA E B FARFHE USPTO FiT/8 X B 42 % & F M (Trademark Manual
of Examining Procedure, TMEP) ¥ (i) - & 2B & X FH AT L& %
USPTO — AR 4 H @ F &2 R LA P FH M B EAE -

& AR S IR LA P M AR Y USPTO AR & # B L&
B @ (Trademark Trial and Appeal Board, TTAB) 7 4 4F — H o9 LAF > 24003
) % i fe com TA R 4G 4 £ 4 o 6 s (generic + .com) A FLA A - #5h
Booking.com #93E M ¥ IR FE -

R AR Booking.com £ > MG A4 L8 A L AE¥E m com & 0 Fe
3L T A e M sE o B bR AR 3 TA ST AR 3 IR A ¢ Booking &L - il ) 4 A
FATREARAL A E— ) HHATRE AR @R G LB E— Pkt
ARG AR o 3R M F IRk TR ey UM T AR ey SRR B 7 12 &
Vg &3 F 3k BT AT 4 A M Ty ik FE 69 Ak 0 44 USPTO $2 TTAB 89 T ° - &b

¢ HSAABKAI 15US.C.§1052 $2§1091(a) "8 © 7 3 4 S Restatement (Third) of Unfair Competition §
15, p. 142 (1993); Otokoyama Co. v. Wine of Japan Import, Inc., 175 F.3d 266, 270 (2nd Cir. 1999) (““ [E]
veryone may use [generic terms] to refer to the goods they designate.”) °

7 A Fw Booking.com % % JEL A8 L 69 E AR 0 1 Fl 69 W R B IF ik B W Fl %t LAWYERS.COM,
SPORTSBETTING.COM, MATTRESS.COM, HOTELS.COM % 44 3%_& #%34 1% 18 A & 4% ° In re Reed
Elsevier Props. Inc., 482 F.3d 1376, 82 USPQ2d 1378 (Fed. Cir. 2007) ( #]3% LAWYERS.COM 1% i@
%#% ) 5 In re Hotels.com, L.P., 573 F.3d 1300, 91 USPQ2d 1532 (Fed. Cir. 2009) ( #]: HOTELS.COM
% 3@ B %4 A% ) 5 In re DNI Holdings Ltd., 77 USPQ2d 1435 (TTAB 2005) ( #] ;& SPORTSBETTING.
COM &8 | &4% ) ;5 In re 1800Mattress.com IP LLC, 586 F.3d 1359, 92 USPQ2d 1682 (Fed. Cir. 2009)
(445 TTAB #93R € > 322 MATTRESS.COM % i@ fl & 4% ) -

& AEZ2 1A R BARE RN ETECK AN AFHEA LS E R RN G EBHIT
Teflon A R FHFEey 7 K > WAFIE A & +.com a4 L RMNE P > ERPHEL
B EF /1 Z 355 ° Booking.com B. V. v. Patent and Trademark Office, 915 F.3d 171 (4th Cir. 2019).
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#€ Booking.com ZimXBIIR A H A A2 | ETERE

USPTO 7| f1 £ B AR R S EIRRA LFHF > FARSERTLEEL (per se)
AT M £ B & KBRS T @ A5 AR AL ey AR - SR v EIF
IEFR Y F] R e

il £ B HRR & A R AP IE 842 USPTO #9 £7k > Rk £ E @R 5P
e TFHERRA o W RSGEFEEL TS USPTO £ % & & B A 12 T i A
AL FALFI BT £5k 0 458 USPTO ¢ £k kRN A L E AL E2 €
AR Pl PR Rk T W R A P B @ R G A T AR B AL R AR o

FER  RALF R & FH RS 4 A e AR I R G A R
RA AR FBIFERERZTRARXFN TR > B — @R LT ARAT
BRI - AR A TR LA | A T .com ) & BT AR OYARERIE T
AFLA— T@EALH,  WTRIRAF THBERENE, LELE - LH

()4 generic+.com ) X i@ A ¥ % B2 T B0 L #4 & % < & & (The generic (or
nongeneric) character of a particular term depends on its meaning to consumers) | °
REHEEATHAERLEAN LM LRIFBN LR - GAEZETY  ReERE
% Booking.com P #% h &4 77 355 8 & & 693845 ) o ¥ & Booking+.com ¥ 7}
HHmEtIE@A LA A IEi@ A &A% (Because “Booking.com” is not a
generic name to consumers, it is not generic.) o5 AR S A R 35K 3R =18 18 T 4 AR

ZEE BT T BAF AR RGP M o BT 22 0 3B R A2 FRFA generic.com BBER 0 &
SR F R B R LA R A PTEAL Y BRI B QAT M oy 218
g RURBER T AR /AT WEA RS -

° EB Z AW LRI %i%j‘:ﬁwﬂ‘l KK T LA R A W SR B2 38 R & R o R BT iR
k4% 64 75 A% 38 A AL L 5 69 H) BF o 35 % A In re Cordua Restaurants, Inc., 823 F.3d 594, 599 (Fed
Cir. 2016) ; Nartron Corp. v. STMicroelectronics, Inc., 305 F.3d 397, 404 (6th Cir. 2002) ; Genesee
Brewing Co. v. Stroh Brewing Co. , 124 F.3d 137, 144 (2™ Cir. 1997) ° t4F » USPTO #5 TMEP
FE § 1209.01(c)(i) A FAMAGIHAE o

0 F— R R LS B AT AR R T R o LR TRANE ) &A% +.com 89T (7]
4o Weather.com, Law.com, Wine.com, Hotels.com) % > R 7 ¢ &3 Lo R A F oy & > ) 4o
Home Depot, Salesforce, TV Guide, The Container Store % 35 4= JL Jan Wolfe, 'Not a generic name':
Booking.com wins trademark fight at U.S. Supreme Court, REUTERS, https://cn.reuters.com/article/us-
usa-court-booking-idUSKBN2412EG (last visited May 14, 2021); Jon Porter, US Supreme Court rules
in favor of Booking.com, allowing trademarks for generic website names, July 1, 2020, THE VERGE,
https://www.theverge.com/2020/7/1/21309739/booking-trademark-name-supreme-court-ruling-website
(last visited May 14, 2021)

UM AT T — M TR AR R ILA AL AR TR F | (Indeed, generic
terms are ordinarily ineligible for protection as trademarks at all.) » 124p #] #& Booking.com ] %} ¥
VABAT B ARZEM > 591 U.S. 2301 (2020) °
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S it
Y& Booking.com Zim<BIR IR A ¥ B A HIET LR E

A E R ERA T ERERARE LB R LM EZRH
BrR B 12 & T BH0 M FH0% 0 wWIAFEAA Teflon survey (FF1Ei ) 7
K PTEAT YT 3558 L (market survey ) 2 7H % %A & (consumer survey) HF 48
FIRAEIEARS - LFNMREG T TR RAFETER LA E RN

PAFEZTH AL EA LT HATALARL A (7 L& com,
net) BEMR G L AR LHMONE » Mo @ EROLERR T RMEGHEBELHZAR
o FEEHINEERBEBLBAARGER  LHLER L RS
RO TAAR R R Y A ERER -

%~ ABRHARN LB R LMD

HWEBR AR EM T FRAMNLH  BABRAFLBMAEAMATRRER
2 f#% % (understands primarily ) & % 7 &% SRFS 69 18 A K F8 5] & #% 2+ flde wine,
water 5 % A% o £ B A% A4 B McCarthy 243% ® B by o445 b > 3@ &A% 9L A2 84
BB EARBRTAREEEH "RER? ) TRRAIR? ) 095M > mid
&% RS IR H B KR B w2 A% (what the product is) * e

oy 70 18 T G A A AR B R T o RS R R AR 0 T2 &R M A AR
(TMEP § 1209.01(c)) ; 4tk 247 T A4k itk (15 U.S.C. § 1064(3)° » ¥k %
T A%38 ) 1L genericness, genericism ¥ LT ) o B EBA A ILEFRE 0 WEHAZLIE
K8 R & ARSI T AR AL R FIETR Rl ARLE R &R TR E B H R —
BAg ALy HIETAR A o

12

3% % L Gene Markin, Using Top-Level Domains to Overcome the Generic Trademark Bar. The National
Law Review (January 18, 2019).

B TMEP §1209.01 (c) Generic Terms. Generic terms are terms that the relevant purchasing public
understands primarily as the common or class name for the goods or services. In re Dial-A-Mattress
Operating Corp., 240 F.3d 1341, 57 USPQ2d 1807, 1811 (Fed. Cir. 2001); In re Am. Fertility
Soc'y, 188 F.3d 1341, 1346, 51 USPQ2d 1832, 1836 (Fed. Cir. 1999). These terms are incapable of
functioning as registrable trademarks denoting source, and are not registrable on the Principal Register
under §2(f) or on the Supplemental Register.

12 J. McCarthy, McCarthy on Trademarks and Unfair Competition, §12:1 at 12-4 (5th ed. 2019).
15 U.S. C § 1064. Cancellation of registration. A petition to cancel a registration of a mark, stating
the grounds relied upon, may, upon payment of the prescribed fee, be filed as follows by any person
who believes that he is or will be damaged... by the registration of a mark on the principal register
established by this chapter, ... (3) At any time if the registered mark becomes the generic name for the

goods or services, or a portion thereof, for which it is registered...
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#€ Booking.com ZimXBIIR A H A A2 | ETERE

— M s 0 RBERM KT BRI R85 0 AR S AEAA
A (1) EZHEAE (fanciful or arbitrary > KAFHAIEERE) - (2) BTHE
1% (suggestive) * (3) fhaliE (RFAAE) FHAF (descrlptlve) P IAE (4) @A (2R
L) &M (generic) o #AAE R AR AR RN LR A G RF A R
IR AR H AL Fa R 08 A% Vo BRI G 0 AT IR ZEM o 4R IEIE A
LG AT R AT A TR ERAAAR CE AR LM F R E M4
ARk o

AR SRR T ERERARE

£ B &) kB AN AR LRI EARZ R 6h 2] 5 JF T RAg 0 R FIET R FIEARET
LM LMY LE  RRARARRLEANRE R —EET M - ®IEkE
PIRE e o S FIBF Sk — GG AT R A S b A LA @ F T PN - 2B THY
A E B IR R S AL 1938 F# Kellogg Co. v. National Biscuit Co. & P £
ey T £ B F KA % ) (primary significance test) 1 & ¥ B i 422 & 1% 18 A
AR B B AR AR ARG AR AE 0 o

1 Z B IR R S IERR A 1992 49 Two Pesos, Inc. v. Taco Cabana, Inc. 89 ¥) =+ » Bp - & 3k 5 2|
4 ({24% fanciful ¥2 arbitrary [ 2@ & 5% ZAEF A ) - “Distinctiveness is often expressed on an
increasing scale: Word marks ‘may be (1) generic; (2) descriptive; (3) suggestive; (4) arbitrary; or (5)
fanciful.” ”505 U.S. 763, 768, 112 S.Ct. 2753, 120 L.Ed.2d 615 (1992).

Y7 2% % R Park "N Fly, Inc. v. Dollar Park & Fly, Inc. , 718 F.2d 327, 331 (9th Cir. 1983), 469 U.S. 189
(1985); Glover v. Ampak, Inc., 74 F.3d 57, 59 (4th Cir. 1996) (A mark is generic when it “ identifies
a class of product or service, regardless of source.”); Blinded Veterans Ass'n v. Blinded Am. Veterans
Found., 872 F.2d 1035, 1039 (D.C. Cir. 1989) (* A generic term is one commonly used to denote a
product or other item or entity, one that indicates the thing itself, rather than any particular feature or
exemplification of it”); Miller Brewing Co. v. G. Heileman Brewing Co., Inc., 561 F.2d 75, 79 (7th
Cir. 1977), cert. denied, 434 U.S. 1025 (*“ [A] generic or common descriptive term is one which is
commonly used as the name or description of a kind of goods”); S.S. Kresge Co. v. United Factory
Outlet, Inc., 598 F.2d 694, 696 (1st Cir. 1979) (* Generic terms are those which refer to a genus of
which a particular product is a species, without distinguishing its source or origin”); Surgicenters of
Am., Inc. v. Medical Dental Surgeries, Co., 601 F.2d 1011, 1014 (9th Cir. 1979) (* A "generic' term is
one that refers, or has come to be understood as referring, to the genus of which the particular product
or service is a species”).

8 Swatch AG v. Beehive Wholesale, LLC, 739 F.3d 150, 155 (4th Cir. 2014); In re Merrill, Lynch,
Pierce, Fenner, & Smith, Inc., 828 F.2d 1567, 1570 (Fed. Cir. 1987).

1 “Shredded Wheat case is frequently cited as the source of the primary significance doctrine, which has

become the touchstone for genericism analysis today, both in case law and in Lanham Act itself.” See

Deven R. Desai & Sandra L. Rierson, Confronting the Genericism Conundrum, Cardozo Law Review

28, 1822 (2007); John F. Coverdale, Trademarks and Generic Words: An Effect-on-Competition Test,

University of Chicago Law Review 51:868, 873-74 (1984).
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%€ Booking.com ZimK<BIR A MM A A ETELRE

P Kellogg %7 » ABMARSGEIRERET > R T —ERBLEHELATR
CEHPHERERTAAS  MALAEE )  RMTARRR T EAN LM BE
EFRERAREGERRAGGAE "THEARCEFHERER )  RAERNL

AR R AL A RE 43N TMEP) 2 2 Bk % 1064 455 (3) 7B @ AT £ B A2k
A THHEM ARG ERELX ) (primary significance ... to the relevant public) £
By 38 JF) 4 ARG T AR 18 R AL 6 FIETAR AR o

Ak & & Ty AT 64 F) B 4% B 47 £ Booking.com % % Bl H ¥, © B % USPTO
FHREFETRAARKAAAS 1064 165F Q) BTN T EILER - L E
AL o A E IR AT - ZIEAELR L > 2 HEEERAK
IR PR 4 AR 0 S E L LSRR B ey LA Ao USPTO #9 TMEP & A 34 « B 4 13
AR BEF] R R T TMEP #7384 £ % & &8 305 7 R 7T L 70 8 AR 8 A Ak o) i
Wb FH o AL FT A8 R A RS AR B AR R S ARAF B RE M AYIE Y 2 o W Mk
AN EF R BREREETRARNENERML » ERLZAAXFRZTT
BT FRRA o AR TAHEE R RET B LFNEEH >, (consumer

perception demarcates a term's meaning )

* Kellogg Co. v. National Biscuit Co., 305 U.S. 111, 118 (1938) (If “the primary significance of the term
in the minds of the consuming public is not the product but the producer™). £ iE # # & Shredded
Wheat 7 & 2469 £+ » & AR AR REK (Kellogg) 23 £ % & A T8y Shredded
Wheat F & %M 0F > BH EREMAR IR T EGHE X BLAERZTERYRWETHEAR
#3628 (1% A% % Nabisco) W > {22 X 24 & E R o 7 Shredded Wheat —33 »
B ik e A F) ek & AR A BN G A 0 AR AR R ARFE 0 I A ® Nabisco £k LA
1% R M £ 5k -

2 15U.S.C. § 1064(3) %2 —EAHER T » ZMARHBHAIFTHERET L ﬁf%&%%"%éﬁ?ﬁ
M B ZEM AR TR S AR A R A8 B e KRS 8 R 4 AR e BRAZ S (The
primary significance of the registered mark to the relevant public rather than purchaser motivation
shall be the test for determining whether the registered mark has become the generic name of goods or
services on or in connection with which it has been used.) °

2 R &kl R FI R E £ P RB USPTO » dy — AL ME3E 3 (FN3) #5bsg® » LR X F :“To

so confine the primary-significance test, however, would upset the understanding, shared by Courts

of Appeals and the PTO's own manual for trademark examiners, that the same test governs whether a

mark is registrable in the first place. See, e.g. , In re Cordua Restaurants, Inc. , 823 F.3d 594, 599 (CA

Fed. 2016) ; Nartron Corp. v. STMicroelectronics, Inc. , 305 F.3d 397, 404 (CA6 2002) ; Genesee

Brewing Co. v. Stroh Brewing Co. , 124 F.3d 137, 144 (CA2 1997) ; Trademark Manual of Examining

Procedure § 1209.01(c)(i), p. 1200-267 (Oct. 2018),” 591 U.S. 2304.

“Sufficient to resolve this case is the undisputed principle that consumer perception demarcates a

23

term's meaning.” /b.
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#€ Booking.com ZimXBIIR A H A A2 | ETERE

RAE B EERRE > ERERLBAN LA R ELAER - TAEER
FoB PRI EREERTIAEARARY  MAALAEH | ¥  AFZRAREER
G FIET R % BOH %% 58 A R B SR AR 0030 s A2 0 IR Bp ok AR H 48 B
NFHERERATLERMNAESRLIROGAEZR > HRHEAREEALR ZRFRA
1R IEA A LA L AFEPZAIEAREECE T ERERLA SRR MIEH
s AR 0 A S BOH FH e LR LR

= £ BF A AR k8 Marvin Ginn v % B H B 2 B

B R E B & ARk T4 1938 4 Kellogg EA5 30 M 3, » 12 2 #1378 B 4o f
JER AR - 2B &) R R H RN ZROGAITT 0 BB B — 8RR BT R
Al ( X#% & Marvin Ginn Test®) 1 BALHE o 2 PIE7 R Bl IR O .5 & Bk B2 4
Q& Bl A F R4 6 F 3R Y 349N USPTO #9 TMEP § 1209.01(c)(i) ¥ -

RIFZFIETR B > de R —EAR R A8 B A F 09 £ B8 R A LT & IR
ARz R IR 0 RAMEEARHER o BIAR R R A LA R o 5 BBk —
LA G BAE L B EAER FRTE e IR0 B (genus) * &

24 “[T]hat the primary significance of the term in the minds of the consuming public is not the product

but the producer. ” 1b.

% Glover v.Ampak Inc., 74 F.3d 57, 59 (4th Cir.1996).

2 %R PR R B R B R JR A A 1986 F 3R L3R AFE 4 H. Marvin Ginn Corp. v. International Ass’n
of Fire Chiefs, Inc., 782 F.2d 987, 990, 228 USPQ 528, 530 (Fed. Cir. 1986) A7 f#a49 F| & - ikFR45
o AAREAACEF YRR AD > HAREEEMG LMD ST > MHSFHZ LMY £
Tk F SR IE AR ARG A8 B oh RS 69 B HE (“The critical issue in genericness cases is whether
members of the relevant public primarily use or understand the term sought to be registered to refer to
the genus of goods or services in question.”) /b.

27 % RE AR EFIERE 2015 F Princeton Vanguard, LLC v. Frito-Lay N. Am., Inc., 786 F.3d 960
(Fed. Cir. 2015) ° 3% %1% B Frito-Lay 2 & K ¥} Princeton Vanguard #§ € /& #1834 & 32 & F 22 M 49
Pretzel Crisps #1457 £ B &30 2 M 5148 - b7 Pl ok P oA s B - 2R PR AR 8 A AL A4
B R —EIEAEAR S o ARFRA Marvin Ginn W M BRI 7A (“[There is only one legal standard
for genericness: the two-part test set forth in H. Marvin Ginn Corp. v. International Association of
Fire Chiefs, Inc., 782 F.2d 987 (Fed. Cir. 1986). Under this test, in order to determine whether a mark
is generic, the [TTAB] must identify the genus of goods or services at issue and then assess whether
the public understands the mark, as a whole, to refer to that genus. The test is the same regardless of
whether the mark is a compound term or a phrase.”) ©

2% TMEP §1209.01(c)(i) Test. “A mark is generic if its primary significance to the relevant public is the

class or category of goods or services on or in connection with which it is used.”

2 RIFR L FIYT LK > genus 2 —HE R IE 5 A FEAMAE (species) 2 Efn
A8 (family) X F o wEFXF AR EE B HRI0GRY EAER T H S RIRDF - M IEZ
MR e IR R R (FRBEE) B AR A LA o
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sk
11t Booking.com Zms<BiIR)E¥ B A A2 FIET LR E

T2 3R BIRFER AR B AN B A CA % 4IRS £ BRI oo RIRF 04 3
%1 &M (understood by the relevant public primarily to refer to that genus of goods or

services) * ?

AL B b Marvin Ginn ¥) 87 5 2] 64 5 — B B A 5 BRI AR 2 M P36 AR R 278
W SR RAS B AT AR B MG BERE B — AR RO FIET 5 B B B B4
By ik el J8 A S ok e AR B % (the relevant public) #43& & ¥ $¢%% & # 3 Ay
1z £ % & & (primarily to refer to) &FTF 1 o a7 F A RIE A = RIS o4
H oo 3RS S SR SR & 0 s e A VBT Mt s 2 F = AR
ARG AR LR @R B I I AR SRR IRE T o Aadtey 0 £
# A 848 Kellogg F PRI £ & KRR E AR -

AR ERBYRERERTR b ZERE

EREEEHERBALHGFRTY  REETFATROPLBEA LHFHL

T AR AR R ST JE Ao AT o BT ey PR 75 & BAg B AE o & 3t 0 TMEP 45 31
ARIE £ BUATRe AR B Ak > £ TMEP § 1209.01(c) € » F XX B A H/EE @A
BRI R LGB LM - MM A RHZEMER TR DI > A
TTARALAT R A EAE R N 0 RORIEAF > A F R K - FRAF R - AR
HARA 2 0 R AATHEA Y M sh e A5k R T AL A F R E AT S
/ PRFEA B4R 7 R eGAE = o WANKIRIE R B R AR A A0 B BBk A % 4
AR GFZBM » HO R B N % 4 A3 R L 8 R S AR R e

X

0 TMEP §1209.01(c)(i) Test. -2 X & : There is a two-part test used to determine whether a designation
is generic: (1) What is the genus of goods or services at issue? and (2) Does the relevant public
understand the designation primarily to refer to that genus of goods or services?

3t % R, In re Mecca Grade Growers * LLC > 125 USPQ2d 1950 ° 1958 (TTAB 2018) °

32 fsl4w fe In re Analog Devices Inc., 6 USPQ2d 1808 (TTAB 1988) aff’d, 871 F.2d 1097, 10 USPQ2d 1879
(Fed. Cir. 1989) » ##2%& &% B ?JL#E’}I{‘ F 3 #2 Nexis E#H & » 3258 ANALOG DEVICES % i | & 4 °

3 {5 4w f£ 2007 5 84 In re Reed Elsevier Properties Inc., 482 F.3d 1376, 82 USPQZd 1378 (Fed. Cir.
2007) £ > WEIR EFIERARE FIHFAA TR &Itws 8 MBI 4E sk 64 F 3R 3% LAWYERS.COM
[REASEEE: SR b

3 In re 1800Mattress.com IP LLC, 586 F.3d 1359, 92 USPQ2d 1682, 1685 (Fed. Cir. 2009).
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1/t Booking.com FEFmIEBIRIIR ¥ M 218« FIETELRE

&7 TMEP #:2 4 » %@%Zﬁﬁ&m%Mwmw%& | 7 2k K I T AT VA
THERATAFHEROERZEL (1) RFHFEAZAROEL - (2) R
ARG ER - (3) ?Jﬁ’-ﬁli © (4) HREAERY - (5) ERALHER

AR (6) T3P E > o McCarthy 4% 69 78 SR ALIEAF £ BlUUA RS 09 3RAT © Pl dn AR K
EFiEIRA 1987 F84 In re Merrill Lynch, Pierce, Fenner, and Smith, Inc. %& ¥ #.45

CBE R A AR AT R AR Ll B R T A R A
AN RIS RAAREAREE 0 BE AR B A DA AREEIE AR 7

MASREBFEY > THALTERLAZHRELAEER PRI SEE

R BEHRRALECRL "HHMERLBEF R LT R, 2 B2
R EBEAERN &HEZRERLEFE MM M7 3GREAER 20 AERTHEE®

B AR P R R MR £ R 2 — -

AIFEZN AL RTIGAZG T AR S » ZBEEH RO HE A L4 F5
BEREE—BETATATEGHREEEAES X - R AR ETHRE &
fe kR £ R RAE TR 7 R ey AR A O#ﬁa”;ﬂﬁiﬁ%%&waﬁﬁ
King-Seeley Thermos Co. v. Aladdin Industries® T 7R 3% 89 3 & 7 &, » X #% Thermos
survey ° % kM LA BN BN E G R Y  E er A e A
) 6) Rk & s B JE B o

7 —AE B & B AT & 248 A 69 Teflon survey ° % & 7 X & 4249 R & W H 3
F %242 % 32 E.I DuPont de Nemours & Co. v. Yoshida Int’I® & i3kt 7 X, » #%
RO ERFHR AR A EWRLH (PTFE) 498 RHE (Teflon) #AARZE
TRk AT LR A4 WAL ER AL AT AENH AT E

3 Thomas McCarthy, McCarthy on Trademark and Unfair Competition, 2-13 (4th Edition 2012),
McCarthy #¢ 3% 72 3% 09 55 7 3 98 4= F : (1) competitors' use of the mark, (2) plaintiff's use, (3)
dictionary definitions, (4) media usage, (5) testimony of persons in the trade, and (6) consumer
surveys.

% 828 F. 2d 1567 (Fed. Cir. 1987).

3 828 F.2d at 1571; TMEP §1209.01(¢c)(i) (“The Examining Attorney has the burden of proving that a
term is generic by clear evidence.”).

3% E. Deborah Jay, Genericness Surveys in Trademark Disputes: Evolution of Species, 99 Trademark

Reporter 1118, 1164 (2009).

3321 F.2d 577 (1963).

4 393 F. Supp. 502 (E.D.N.Y 1975).
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BEERMABET > MEBERZAER A AT LR B A R 502 B &R IFTRHY
FE o WHEAmR LA LMz E AL EF PR FTHRENNTASIR S £E2 4L

Booking.com ¥ % B3 & kR0 F € o
ARVE A8 B Bk 09 4L 3 - i 4T Teflon survey #9 5% — & £ IR T KA fifr] > i)
RHH IR LA e e E R o B SRR BT AR e B 2 E
—RCBERYLEA SRR LB LM FE ST RBBBATAFLMN > B R

RZFEAN A ALER LARREARS

% IT ¥ Teflon survey A9 & & LB 2 £ A0 THAR A R T H T 5A R oy 8%
AR o 4ok E Bird & Steckel #4254 2012 #F3k 2000-2006 F £ B 3 #5
RIE 533 M EARRME BB R 2 BB T A EL & —RAPTEGGRZER
TEFTR AR R AR T DA TR 17% 0 Eth5 FAR RET A TREME
BEFER RERGT > FREREZHFFTH T ATRIOLEREGEE » &
EFEARA LT EA AT RIRAT€H SRR 0 AT W%ﬂ*@%% 4y
W RAAERIEE T A ABEEER T TRASEELS ) © - ik
R EALEIR AR R I B R ORARGRIREEY 0 A EREET AR
BRI R LA TR o

\

M 2k % R Zeisel H., Kaye D., Trademark Surveys: Genericness. In: Prove It with Figures. Statistics

Jor Social Science and Public Policy (Springer 1997) ° % 3 % &, Robert H. Thornburg, Trademark
Surveys.: Development of Computer-Based Survey Methods, 4 J. MARSHALL REV. INTELL. PROP.
L. 91, 109 (2005). (“By far, the most frequently used survey format for genericness surveys is the
‘Teflon’ type survey.); Timothy Greene, Trademark Hybridity and Brand Protection, 46 LOYOLA
UNIVERSITY CHICAGO L. J. 75 (2014).

42 Robert C. Bird & Joel H. Steckel, The Role of Consumer Surveys in Trademark Infringement Cases:
Evidence from the Federal Courts, 14 J. Bus. L. 1013 (2012).

3 Ib. at 1035.

4 Joel Steckel, Rene Befurt, Rebecca Kirk Fair, Is It Worth Anything? Using Surveys in Intellectual
Property Cases, White Paper, 3 (2013).

S b SRR £ BB R 3% 5 ik R3S Moseley v. V. Secret Catalogue Inc., 537 U.S. 418, 123 S.Ct. 1115,
155 L.Ed.2d 1, (2003) + = JLARZAML B #R 8k 5 7% FS 46 8 © “It may well be, however, that direct
evidence of dilution such as consumer surveys will not be necessary if actual dilution can reliably be
proven through circumstantial evidence—the obvious case is one where the junior and senior marks
are identical. Whatever difficulties of proof may be entailed, they are not an acceptable reason for
dispensing with proof of an essential element of a statutory violation.”

% Robert C. Bird & Joel H. Steckel, supra note 42, at 1042-1043. Z#F %453, > 25 & Polaroid 89 /\
ZEFVET IR F Ak kR SRR RAN AT BT AEREFCHEETENAE -
4‘%"5“#&%/{‘ ZF BT & T AFIET R A RRN 0 A S PTRSTARRE TR H A KK
xS
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W fe 38 R G AR AR AL Tl 0 T R R EAE ) T IR AR A A
L 2B — e BRIp o flde 2008 F Hotels.com A H 43R & M ¥ SF AR > %>
2 P& B TR 0y 35 A B 48 B 33 76% 89 7H B & AR5 5 Hotels.com & F 4%
M JEE A &A% 0 A2 W S 4p 454k USPTO B = © Hotels.com ## . &) ik e 3242 E3F
EIRA IR G &R AR R B M - EIEE LA - (2R RE R TR
T FEE R 54 USPTO S TTAB #9 & Azt Mt k& ¥ - R @A 4 % B W
FR % 5 ik BT Booking.com F| k1R > AT X H s » TIHAERESF TR > R
mEHER (FRt) -

v 38 AR YT B BRAT AR R

$e KA A 4 A% Bk 2 SR M AT R 0 A2 R0 A 4 AT S A B RS AT A
R AR R BAF A R ERA] M T A T AR ZE M 0 R AE & B B AR B ALY EAR R ?
A B AR 0 AT 1938 SR8y Kellogg Flik P R SR CEH T RT © f£
FZEFY o AR A Nabisco £k @ #4¢48 75 F2#] & " Shredded Wheat | %38 F & 4% -
SRR AR AR FA LA LR EZM  ER L MEe LRI ARMGER - L
BAF R REAE - A5 T ARYE £ Bl A 0k FE T 4R 2% - 12 73 424 A Nabisco 9 £ 7k
WA EBRIA R S ERTEL o ERBARSERDSL WS Kellogg 3£ R
EERNAEARRERE R EREFLRNZEA S R (FAZY) T
35 o % Shredded Wheat #9752 » BRSNS ZEFFFAF - BAES>F—MEALZ
SAREARIRE T B R EARLA A > Bk 8 & FaIEA
T BERETIAESF R R F] 3 o b A 0 38R & A4S AT 1% R 35
MR S R AT AR 09 PR -

47 In re Hotels.com, L.P., 87 U.S.P.Q.2d 1100, 1110-12 (T.T.A.B. 2008), 573 F.3d 1300, 1301 (Fed. Cir.
2009).

“Kellogg Company is undoubtedly sharing in the goodwill of the article known as ‘Shredded Wheat’;
and thus is sharing in a market which was created by the skill and judgment of plaintiff's predecessor

48

and has been widely extended by vast expenditures in advertising persistently made. But that is not
unfair. Sharing in the goodwill of an article unprotected by patent or trade-mark is the exercise of a
right possessed by all - and in the free exercise of which the consuming public is deeply interested.”
Kellogg Co. v. National Biscuit Co., 305 U.S. 111, 122 (1938).
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Y& Booking.com Zim<BIR IR A ¥ B A HIET LR E

Ui Ak E NI IS X 0 Kellogg SLARAT SR FEAF 43 < ldm £ 2001 F AOL 4% %
AT&T 12 £ 3 " You Have Mail ; ~ "IM, #» "Buddy List ; ¥ @420 £ 4 F » £
BB F o FofARE AR A £ R ERAKESME 0 FURE ZMEEATEY Tk
L8 AR o

FEBE AOL A Bl RERBI M ey 0s » R mskdg b 0 Mo B4 & 7 St
(& T8 AR S Fn 4 Ty X, AR HL B R G AR IR AR KGR M A2 308 R G AR AT A kA

fR¥# > W &% AT B R AR E A THEFFHF AZEA L AT
é%%%ﬂﬂJs°%%ﬂ%&Tu Hio o R EBBAREH TS 0 & Booking.com
FIRZ AT RBHAARR) RAERREAGEL - FF L mEA e ]
Z A9 > lde B ARE LT & FARE O AR TR B R IE R R EE TR R
AN 7 AT AR AR

HeRdmgb > TR H Y ZEZHH L F AR RRIEBIFA RE G LA - ]
4w Jake Linford 24 4% %t £k » AR AR F KR LETREF EH LT RARDZ
BE - A2pTeRey T EARAE ) R R ) A A AT RGRA MR T R G LR
A% ARELHLRBN LHRABRTRELNZSHBIFET  FALLRH
BRIy L TME R R ERERAFE  TEREBAARZGEARA -

1‘

% America Online, Inc. v. AT&T Corp., 64 F. Supp. 2d 549 (E.D. Va., August 13, 1999), aff'd. in part,
vacated and remanded in part, 243 F.3d 812 (4th Cir., February 28, 2001). A M3 £ea > 47 > 3H 5L
Michael Fiorentino, America Online, Inc. v. AT&T Corp. 243 F.3d 812 (4th Cir. 2001), 11 DEPAUL J.
ART, TECH. & INTELL. PROP. L.581 (2001). Available at: https://via.library.depaul.edu/jatip/vol 11/
iss2/12 °

* “[E]ven if a producer or provider has achieved secondary meaning in its generic mark through

promotion and advertising, the generic mark is still not entitled to protection because to allow

protection would ‘deprive competing manufacturers of the product of the right to call an article by its

name.” ” Ib. at 565.

e R B OR & ik P 19 RS EH e e R (Singer) Ao IE e El4F £ (Goodyear )
oy Pk o 4~ A Singer Mfg. Co. v. June Mfg. Co., 163 U.S. 169 (1896); Goodyear’s Rubber Mfg. Co.
v. Goodyear Rubber Co., 128 U.S. 598, 602 (1888) ° 12 & 2| 20 & » & Wy {8 4247 X H & RIF1%
R T #7158 TR A R IR AT AR % 2 Singer Mfg. Co. v. Briley, 207 F.2d 519, 520 n.3 (5th
Cir. 1953) (#eHF oy ik Be el F) ok » 38 & 5 RN 8) Jo 6 & M 77 35 45 4% 1~ B BLA% K 649427 Singer —
%] (“by the constant and exclusive use of the name ‘Singer’ ) - it 7& # ¥ 147 4% 2 PR L35 4% L f%
Z 094 A Singer & #% > B . E I Singer 4% ) ; Goodyear Tire & Rubber Co. v. H. Rosenthal Co.,
246 F. Supp. 724, 729 (D. Minn. 1965) (32 % 3k & ik B 69 #| kA% 1% 4t ¥ Goodyear Rubber & & %
REUOME G AE - HHAE RERFMEIE £4 R /1 “no bearing on the issue of secondary meaning”) ©
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4L 3 Linford 242 2 R K £ 2 T R AKX EFRRRAZR I RREH

AR RABREERARS BB T ERLZ BN LB ERRRTE % RRF
KRB MIFERYE S RIRFFAA N » A FFR T SRR G %
Ytk R BB R A AR 0 R B ASIEAT IR AR AR 2 o M Linford 24269 LAF » &
LI FR 3R 3 7k BEAE Booking.com FA4%F %) 583K F 04 1 £ & KA KA Aot
J& o M Booking.com FlREEATHE T ARRIRAER  SHBRBET —AK
FriZ ag sk o SRR LA RREEA TG TR ERT » FINT R BRIFHE

KRR M0 77 XIEAF TR AR MM -

£ ~ Booking.com £ F#H T HER LR
— ~ Booking.com & 0% = ¥ F34

AR EBHAE R LA P AC LRA — TR B TFRE
w B — A B o 4F 5T £ 4B S %18 & S e hotels, law, art, dating, mattress,
booking % &3t & #8384 A 8 K i — SR MB LA Y H AR R A8
B RAIAE L B EM Y P - migAE @ &M +.com; (generict.com) K,
RATEE R LA MR GBAER LM ARFREEBHNLHBASETL
TREARFERE? R G TA A RIRE G ARR B 5 A - 3R 8 7 4 AR L aE
LR R L R EHTRIFER ©

(—) £B & Booking.com £ #i8 A & & &1 LB HARRe &

HiA R ML TR RESLETEMEAIRNE A £RBAR
=R T4 1888 F 4 Goodyear Co. v. Goodyear Rubber Co.** % 3 FH #E &
T ARE T RAR G LEERM TN R EMEMS

T

2 Jake Linford, supra note 2.

3 128 U.S. 598 (1888). /£ 3% £ ¥ » ¥ # & R r‘? R AR L HAE R AR AT S SRR A H 80 &
F P A A T F (Company) G LA T AR EE M & 7 AR (“[Tlhe addition of
commercial indicators such as‘Company’to terms that merely describe classes of goods could not be
trademarked.”) °
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4% (“the addition of commercial indicators such as ‘Company’ to terms that
merely describe classes of goods could not be trademarked”) ° #4% > &1 ¥
FREFERL A I F A RE LFRSG ARG AR 2 AL

W AR A 3T AR B Sl B R IRAF SR B M o L B 3k USPTO
#£ TMEP § 1209.01(c) ¥ * 4F % # # & F (compound words ) ¥ %1 & F
(telescoped words ) ** & & B i@ F] & #5 815% 6 AR IRAF 33 A FF b 0y HLE o
RIFZART > 52— BLEBBENREFTRAGTARN > FELHETA
WEERAFEMRF A A ABH GH  ARBHFALEBRMAESF R4
EFHMAGLARN TR EAA "Bk aRMAEFHFHAET A X
AR EE | o REAZASL T A L o

M bh o AR RARIE IR R LR In re Steelbuilding.com® 5 3 ¥
FOAFEIR T+ Fo FI BT AR SR — AR 4R B AR R 48 IR G AR AT SR 0Y &8
B A LA L AR B AR AR LR EFARAEIRE S

W LA o RA AR YEE T (In very rare instances ) ° & L4l Al &

54

55

56

57

54m In re Gould Paper Corp., 834 F.2d 1017, 1018, 5 USPQ2d 1110, 111112 (Fed. Cir. 1987) ( #]:x
SCREENWIPE & F7 45 & # B 1§ ¥ B A5 4 & iﬂ%’ﬁﬁ T AR R & 4 HE) ¢ In re Greenliant
Sys. Ltd., 97 USPQ2d 1078, 1081 (TTAB 2010) ( 3% 2% 7§ # % & 3% % NANDRIVE 1¥ & % {8 i@
4 #% Nand #2 drive #9416 F » & NANDRIVE %J\FF] % #% ) In re Wm. B. Coleman Co., Inc., 93
USPQ2d 2019 (TTAB 2010) (32 2% % & = {818 ) % #% 49 ELECTRIC CANDLE COMPANY 7 ﬂ%
@ L) -

AR¥E TMEP §1213.05 + FF=8 69 206~ F 5T oy R A8 SR oy B A L 2k A 4k 6 S35 BT 48 A%, © A telescoped
mark is one that comprises two or more words that share letters (e.g., HAMERICAN, ORDERECORDER,
SUPERINSE, VITAMINSURANCE, and POLLENERGY) ; 48 %84 » # & 5 Bl & dy w18 2%, oy 8 1A
BB ey F e B E— 89 F M A% © A compound word mark is comprised of two or more distinct
words (or words and syllables) that are represented as one word (e.g., BOOKCHOICE, PROSHOT,
MAXIMACHINE, and PULSAIR) °

“When a term consists of a compound word or a telescoped word, the examining attorney may
establish that the term is generic by producing evidence that each of the constituent words is itself
generic, and that the separate words retain their generic significance when joined to form the
compound or telescoped word that has ‘a meaning identical to the meaning common usage would
ascribe to those words as a compound.’”

In re Steelbuilding.com, 415 F.3d 1293, 1299, 75 USPQ2d 1420, 1423 (Fed. Cir. 2005) °
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A M TR AR & A (dv .com) AR — 18 BA B4R = - BRI
L#HE » USPTO —HIELMFR G MMEMEEIE > BHEHFH S LHER
é’] i% 59 o

=) Booking.com £ EF HIFRALH

R EZ R &3k A& 5k # 3T B 4938 Booking.com ©) USPTO #% i i 4%3%
M2 3 0 B3R 8) 3R 4 A% Booking.com EM & EAR - ERRE AR
8 fe TTAB 34 3% 4 Booking & FAZTIR 56918 A &A% > ™ .com Bl 2 kT &
EWEsE o TAR R G - LB AR LA mABE R & A6 4 A3 ik ik
HAFFHRAME - KEELZEM - TTAB 2325 © B & Booking.com /& 45 it
MG AL SRR 0 R AW AR LEIRIFE R BRI -

Booking.com IR #E A E3F » ERMREERBRE HEELSLE
(“under the Lanham Act, the consumer is king”) © - 3t #% % 4R 4% Teflon
Survey Ff 7% Rk B T 35 oA AR 0 B K SiE 74.8% A FH R L
BOOKING.COM & # 4% » #n JE i H] & #% - Booking.com i& £ 7k * AR4% £
FRARE > BRZAARIANAFTBETHERERAFE > @
JEARIE BR 5 iR B4R 1888 5> Goodyear Co. v. Goodyear Rubber Co. % ¥ #
SRR e A ) BT

> :7{5‘%/%&’ 4 IR G AR L T AR — Ak 0 B AR SR IR R BA AR AR B R TR AR 09 &1 A0 Rk R 9 AR T

59

60

WA LLIAERN EMERES TSR E—BAALIBARN LHOH S F - (“With

respect to Internet domain names, as with other marks, even if the evidence shows that the individual
components that make up the proposed mark are generic, one must determine whether joining the
individual terms creates a composite that is itself generic.”) ° 4R 4% TMEP » USPTO X A7 VA 4% Bk
LR £ B R B AR LA A In re Steelbuilding.com, 415 F.3d 1293, 1299, 75 USPQ2d
1420, 1423 (Fed. Cir. 2005) — % ¥ #t 45 USPTO #4 ik & > %5 T A& ?fs;{% STEELBUILDING
# .COM » R4 J& » w &k HL &5 & 094 & A feAm A F] B - 42 USPTO 1532 % » A feti by ik
WF o A e TAL R LA (TLD' #lde .com) 7xhe 2] H 4018 8 & A% 0 & 4 — 18 B A 3050
##% 2% (“In very rare instances, the addition of a top-level domain indicator (‘TLD’) to an otherwise
generic term may operate to create a distinctive mark.”) ©
HHRIE6 PTEIEZ AR Hl ik -
Eileen McDermott, The Consumer is King: High Court Sides with Booking.com, Rejecting Per
Se Test for Generic.Com Trademarks. IP WATCHDOG, June 30, 2020, https://www.ipwatchdog.
com/2020/06/30/the-consumer-is-king-high-court-sides-with-booking-com-rejecting-per-se-test-for-
generic-com-trademarks/id=122960/ (last visited Jan. 22, 2021).
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1€ Booking.com FEim<BHMER A MR FIETELFRE

¥ X Booking.com #J ¥ F #1 Goodyear £ A 2 #4L (MR A M Am 64
company F #k# i .com) * H A Goodyear #| & & & 0 123 7 KRR
Booking.com P72 i 6 7 35538 EEIE 38 L A48 Bl H B XK 3 KA Booking.
com & ZRA A G a9 Bk - R £ 18 A By 2% 4 5k BT AR Ak 0 AR 3T
B BR7% > ¥ F) & Booking.com ¥ " 7837 ; (booking) # 5| * Booking.com
JG ARG v % A5 0 HARYE Booking.com P4 i 04 7 FFEIE (74.8% 0404 &
HFARRLEAGEARN L)  ERLCBIUTEHE RN HH RTRE
T2 A% o v iie b3k 4 Wb ik IR F ik @ > USPTO FIRML¥E 4
REFHZEBAR RS AR 0 ERF O EFHITo)FRER TR
0y A% %R B #£3F Booking.com 3EMSAE AR A S AL B o A ah 48
P35 FR) B AT 18 e b AE o 3F 9 H 4l b 3Rk IR 09 LAR ¥ TMEP § 1209.01(c)
WA EARISAE > BOERR SR TR 5w e B IRk BR ey Ak o

= ~ Booking.com ¥|%uy £ & L%

B R USPTO 5% 71 £ 3R HL 48 % v 3@ A Fe ey Fl ik > 23R & ik R4 7
USPTO #9342 @ » R e 2020 5+ 6 A 30 vA 8 1 1 69 Z ¥tk th 4 4% L3Rk H) ik
B F e o AR Y 0 RS EIRAE S 0 RBE AARE L LA — M8 generic.com i@ A
ARG RIBTARE R LAY R A AR R HLG 0 oA JE % AR AN B R 0 3R
S0 WA RRATERRA -

R kR AR P BB MERN &M FRE AL =EERRE
Mt 1 BALBERYB B RXRAE "85 (class) | ( FTRIFERFH

® Booking.com B.V. v. Matal, 278 F.Supp.3d 891, 918 (2017).

® 915F.3d 171, 184 (2019).

© R&ikledg 0 USPTO AR L ARAT —AMPLE R AR TEM A » b2 & A T A8H &
RS Z IR 0 FR 48 #84L Booking.com 64 483K & % & 7% 22 M ([T]he PTO urges a nearly per
se rule that would render “Booking.com” ineligible for registration regardless of specific evidence of
consumer perception. ) °

o ISk Fes P B AELR B 0 “The PTO challenges the judgment below on a sole ground: It urges
that, as a rule, combining a generic term with ‘.com’ yields a generic composite. For the above-stated
reasons, we decline a rule of that order, one that would largely disallow registration of ‘generic.com’
terms and open the door to cancellation of scores of currently registered marks. Accordingly, the
judgment of the Court of Appeals for the Fourth Circuit regarding eligibility for trademark registration
is Affirmed.” 591 U.S.  (2020).
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genus) M IEZIAA P OYIEAT R RAF B RFIE - 2 HA—ERES LM Bl
B BT R ST AN ER AL R AAMANEEE Y -3 —ELMMEE
ARAHEE TR

ARIF AR A Booking.com 3 8Y T & & il Bl &A% 0 s K G AR R
HEEHEms  RERERBLETHEMGHAR ©  RFELTLERRA » RHER
R EE &7 0 WA T RIE TR IR H B 3t 1 3% % Booking.com & —Bid f & 5
H USPTO <7 $# F ik B o Az 8 - B AR T35 sk A bl &
# 3% % Booking.com & —1Bi@f &A% > A ECHA LA LA T BT A2

X% F Ginsberg Fri2 E 04 % 8 & AA#EL H » T —18 generic.com & B8 6947 3%
RA LB EERAZERNLHERNF - ©F AZAE SRR BREH -
TS ARYE PTO 09 LM » U 438 A & A AZ i Ae com (#hdw B /2 & A& AL T Ae T or
Wla AR o SREKR AT R SRR TR 0 AT IR ARG 0 B ALK G
i E o SRR ARH — R R ARSI A4 R e 4R LA 0 B b — A4 2 89 T generic.
com g 737 vAC) A B H AR I P RSB RGBT S o ) Sbdh 0 B RE AR
"SRR R A R An 6 R RIS B AR 0y R AR AU A ARIL A R
ey m (RIFARA ) HHRFALIHEZGTE T HEETHRLLE

> Although the parties here disagree about the circumstances in which terms like “Booking.com” rank

as generic, several guiding principles are common ground. First, a “generic” term names a “class”
of goods or services, rather than any particular feature or exemplification of the class. Second, for a
compound term, the distinctiveness inquiry trains on the term’s meaning as a whole, not its parts in
isolation. Third, the relevant meaning of a term is its meaning to consumers. /b.
 “Sufficient to resolve this case is the undisputed principle that consumer perception demarcates a
term’s meaning. Under these principles, whether ‘Booking.com’ is generic turns on whether that term,
taken as a whole, signifies to consumers the class of online hotel-reservation services.” 7b.
“Consumers do not in fact perceive the term ‘Booking.com’ that way, the courts below determined.
The PTO no longer disputes that determination... That should resolve this case: Because ‘Booking.
com’ is not a generic name to consumers, it is not generic.” /b.

67

% “[A] term styled ‘generic.com’ is a generic name for a class of goods or services only if the term has

that meaning to consumers.” Ib.

“According to the PTO, adding ‘.com’ to a generic term—like adding ‘Company’—can convey no
source-identifying meaning. That premise is faulty, for only one entity can occupy a particular Internet
domain name at a time, so a ‘generic.com’ term could convey to consumers an association with a

69

particular website.” 7b.
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WLy GG B AT IR H R ) G RAERE T B RS FZIAANE S B LS
sa B9 LAE T o

B EREAESAH 0 T RMIELBKRIT—EELTFL2EHERPTA T generic.
comy % #% 3k M & 7 4% 49 # Al (We decline to adopt a rule essentially excluding
registration of "generic.com" marks) ° ; &R H 0 BEARIHLIEL PTO £k | generic.
com ; LA RT B L AEAYRA] AL LRI I LT A i S L FFE A
LAROYRA e B ERMR KRR R T 0 [T Tgeneric.comy & A

G HAR LA BORAE R AG TR LML — AR L4 R
RERLZLHRPAE > ZARN T RE 7

R #E ey Kk F Breyer Bl &€ USPTO #93 F 7> 4L RERLEF R

S RERERERGHAZER A FofE 2 HARBUR » ARt T 1Rk A &2 %

AMEMETARRIEEFETAANGHER ) c RIFIFIER S FLELETREBA

L& oy i@ R 4AGE R T com ) RIEFEIE > TR EIRIE R & &
Bkt R AT T o

2 % HELBAE 0 AR B R AR AN O AR A SRR 6 T AR
HEH T KT E 5 generic.com 4236038 A MR & MMM T > MLt b E
1 A AL B RAT IR M E R IR AR - ZRELFAIEE  AREALFLEEA

70 “Moreover, an unyielding legal rule that entirely disregards consumer perception is incompatible with

a bedrock principle of the Lanham Act: The generic (or nongeneric) character of a particular term
depends on its meaning to consumers, i.e., do consumers in fact perceive the term as the name of a
class or, instead, as a term capable of distinguishing among members of the class.” 1b.

1 “While we reject the rule proffered by the PTO that ‘generic.com’ terms are generic names, we do not

embrace a rule automatically classifying such terms as nongeneric.” /b.

72 “Whether any given ‘generic.com’ term is generic, we hold, depends on whether consumers in fact

perceive that term as the name of a class or, instead, as a term capable of distinguishing among

members of the class.”

R &R 0 R PTO 89 4k % 7 ° PTO £ & % # Booking.com #2 £ g 42 4% 3% - & HER
HMAEFEFH FHA T TE G’T (booking) ; — %] » &4k A T ebooking.com ; 2 " hotel-booking.
com | FHMEIREAE o FHFNAZFIHRE B EZ W -

74 “By making such terms eliglble for trademark protection, I fear that today’s decision will lead to a

proliferation of ‘generic.com’ marks, granting their owners a monopoly over a zone of useful, easy-

to-remember domains. This result would tend to inhibit, rather than to promote, free competition in

online commerce.”
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#€ Booking.com ZimXBIIR A H A A2 | ETERE

G LR EHEZTA T APREL W AMEATHES S THTE
VERARAE R | > 1RGO ARG A R T AR L 7~ o L FH R
% 0 PPk generic.com B AFHEAALF ARG T @A LM FEFHT > =

BARSAE R P T IAREFZRFH T A EREZ T AR MAE L H
R RN F 0 BIFR SR -

18 ~ Booking.com ¥| k)% &

EZEARE S FBRERRRHRI > LEBRLEPRALENR S FE 0 X
FE&FH e ESZ — o MR SR A Booking.com # ¥k o 3 RE 4
BRAGAEIAT AR TR R3E » E TR VR LM E A @A L H Mk s
RO TR > EEHF S LN T @R LM DR XFHL T HREA
1% R & B F A LegARER M T 0 BT AT — B RAF R M ey 3 o 24 ) R T
FWME - ABBARSERAEEF TR ERANEMELERRA > EREZ
A R A R A AR R AL B KRR 0 Tl R R Bl AR K R AME R s
T & BAF AR -

HARSGERMN EZERAA LI AALERR AR RSETHETZ
SRR  BITHUR KRG TR A AFE A AR B
RrEE (ERELTHAL) 9 XHFT » ARG EBRFE R M 7 RAF
BARZ M c SEAHARRARKERZTET BRI EXRATEHEE
f# 2 % 38 &A% +.com b9 483K & #% (4o Shoes.com, Vitamins.com, Drugstore.com,
Beauty.com ¥ ) 45 £ HAEE

> “And even where some consumer confusion exists, the doctrine known as classic fair use protects

from liability anyone who uses a descriptive term, ‘fairly and in good faith’ and ‘otherwise than as a
mark,” merely to describe her own goods. 15 U.S.C. § 1115(b)(4) ; see KP Permanent Make-Up, Inc. v.
Lasting Impression I, Inc. , 543 U.S. 111, 122—123, 125 S.Ct. 542, 160 L.Ed.2d 440 (2004).”

76 “These doctrines guard against the anticompetitive effects the PTO identifies, ensuring that registration

5 99

of ‘Booking.com’ would not yield its holder a monopoly on the term ‘booking.
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11t Booking.com Zms<BiIR)E¥ B A A2 FIET LR E

B2 H gl MARSERLERAERZAAZTRA RRIELH > WBRBEFE
%R B R R e 4T 72 5% 13 % FE £ Booking.com #9 JLAZ A8 ¥ 2 7 » B B AT USPTO
i RAE B TMEP &9 R » B E2n RA 4 S BoF h AP R M B0
#7% $% 3 Jw Booking.com 4 A EF %R %] 04 35 A & (74.8% w448 B H B AR 2
BOOKING.COM & # 1% > i dEid A &A% ) » se R | generict.com | #41
BT PR R A T h R R R AR

MPABRAHEEERTRNFE A Breyer KEFATRAZTALEH
Bligh > THALEE " TRE BT HAZE AILIEAE ) ("may be an
unreliable indicator of genericness") @ 12 % & ap45 8 " FRATIA R & #HETH &
F3 s A A5 ¥E (Surveys can be helpful evidence of consumer perception) | ©
o b AR AL 0L R 3R TT T R A F BT R B AR AR AL E R o
&F 4 Booking.com £ » T#A M KxIg  LFFRBRBIFR R ERHYFI AT
GAEZER  RTEHR T48% o948 BlH & #4F T Booking.com | A& & — KR
BT 55 AR5 6 &) » Al Booking.com 1R 7H &8sk 7L @ M &A% - m R AL
SEAMF e

R R R Z R AR ZE 6 F 0 45 R145 Ik P T 4RAT 093845 4 &4 77 35 8
B RTOEFR HEEPRFHTFOER > ARBRHEZTEFZLEES
A B 69 HACEIE IR » A2 kw35 98 R R T ORI BB R e 0y R AR R
M Z BTG EREE”  AFEEW KA RS ERAERRE - "5 —
BEBMHABEEFM T AR SRZRAXA TR CEMETH MBS KT AT

77 Jessica Litman, Opinion analysis: Court holds that “generic.com” marks may be registered

trademarks or service marks when consumers do not perceive them as generic, SCOTUSblog(Jun. 30,
2020), https://www.scotusblog.com/2020/06/opinion-analysis-court-holds-that-generic-com-marks-
may-be-registered-trademarks-or-service-marks-when-consumers-do-not-perceive-them-as-generic/
(last visited Mar. 1, 2021).

e bl B AR 3% 6 ) dw AT 48 Hotels.com @ B R LB @358 EX U FE76% 9 H HHF LR A
Hotels.com T~ A& @ f & #% » 247 KA FE A2 (3245 %88 ) o 1B Booking.com F| k1% »
MOHPTEE °

7 FME3E 6 S X4wF  “Evidence informing that inquiry can include not only consumer surveys, but also
dictionaries, usage by consumers and competitors, and any other source of evidence bearing on how
consumers perceive a term's meaning. Surveys can be helpful evidence of consumer perception but
require care in their design and interpretation.”
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#t Booking.com EmERFIE EE ML HEERA T

BB R R P LR FA A AN TR BB
RHo GBI TRALBF TR AMEZLALSETRARERE R

WEE o BRI Sk I EE R A F) B8 A 4 AR L AR AR R ey B

3k Litman 244245 1 > ¥ & K% B Sotomayor & 1 B & L P 48 FR 4] 77 35 3R
BoyF RN LRI RBF R M @A T 3 A6 E R R R TR T EH4R
o HRERQEBER AV FHEMAF IR TG B L A A LAY IR = o

B~ &3

& B T AR % B SR AT HT B N G AR A AR $G, 0 A2 H e 4T R BT 3k — 4 G A SRAR
WAL LB L FEBRY IR E BRI R S KA Kellogg & PT#E 5 64 3
Br R B i 2R £ B ERBREEL PR - R@gERITERE KRR L
EBEEEH AR BT E R -

£ B SRR B R F A 0356 R A 0 #lde Marvin Ginn W FE BRIk ~
TAL R ILH > Teflon WA S o HRJwib » EERAE RNFC LM E LR
JA & AR A BB R 2 A A B T ARSI AR ZE WA A AR & 0y 3B, - R B A AR
R TEH AN PTET T 8 R A AR T AT R0 T A8 » o b 55 R RA T 25 4 3
AARO SRR - AR A @A LA (generic) + &4 (4o .com, .net) A4
BRIER M EH T H BRI E LA TEAE  REBRRIREAERAL
HIRABEE AR - VAR generic + .com 324 wy v 1B 38 ] 4 A LA T R 64 B3R G AL B
TR BN LA BT TR R SL B R G R LM S AR D AR ] AR K6 R

8 “Moreover, difficult questions may be presented when a term has multiple concurrent meanings to

consumers or a meaning that has changed over time.” /6. FN 6.

8 K% F Sotomayor BiA MBI E AL EZ PR T R TARTFaIEIHEEAE P LBA LN
8525 » 3T A6 PR 777 2R ey s 4R AR 1A 4%/:’]&&&&%4%&%% A GARR WML AR R T WA 4
o mE TR RLEIBREAMNTHALERLA L RO RARKGER - S HE AR
6 FATIE Sy o e T oAk ?%%%&W\M&ﬂ&%%%ﬂ%ﬁ 1BAR 3 &
A B o AR R R 5 ST AR & A — RS AR A R SRR R ey A o AR
7% 'E Sotomayor ¥ Fl & AL E -

8 Jessica Litman, supra note 77.
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FERFMI s ey A R BB P AAEZF LA EE R0 IR E
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FRRE o R 4G BRI R M eEEM Y 24 T @A 44 +.com
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"W E Ao A AR B SR 0 B AR S AR A AR A 0 B R AR A Y
B H R B4 T AR S RAS R AT 0 T T M o ARIFHAL
RBEEHEE M ERBAR G ERZ LEAS > it "@A L8 +.com
SEIREH T AFEM o MERARIEAE A B RS B R A R LB ML R
89 1RAE -

et 2B A 3% Bl RERHATIGAEZREBARY  ERER LR
L % B Teflon survey 89 T ik » Rin kel FABITHERIE = o R e fT ek
DHEHEERE R MT 5B Booking.com EARDAFC TR I ik AR REHKL
—FUME BRI R R o

8 #E’f}é*“'%/% MR KRR ) XN ARLEARNRERLME  ERANF29/6% 278
FiE e A BAFE R BN AR > ¥R AR TR LM E X EEEREREAFERF Y
E 67 °
8 4o fe TutorABC 3254 L E£ZBEHF > REFRAAFTRERTIHAE RAofTHITHFS R
HFRMFRRBERERRA ) A TERL - BRER R HEREHE ﬁ-!h/é"l‘m%ﬁ‘uq’iﬁfﬂaﬁﬁ FAL i
AT AN EVAR B PTZ B o BRI R oy BT T AE o Ay B E AR 104 £
REELFHI12FFIREER -
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