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1995 Markman v. Westview Instruments

5.1

prosecution history estoppel/file wrapper estoppel

surrender

:94.9.13
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recapture * SPLT Rule 13(6)
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5.2

Warner- Jenkinson v. Hilton Davis

argument-based  estoppel

® Texas Instruments, Inc. v. United States I nternational Trade Commission, 988 F.2d 1165

(Fed. Cir. 1993)

Substantive Patent Law Treaty (10 Session), Rule 13 (6): In determining the scope of
protection conferred by the patent, due account [shall][may] be taken of a statement limiting
the scope of the claims made by the applicant or the patentee during procedures concerning

the grant or the validity of the patent in the jurisdiction for which the statement has been
made.
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amendment-based estoppel

51

5.3

52,53

1968 Generdl
Instrument Cop. V. Huges Aircraft Co.>

Texas Instruments, Inc. v. United States International Trade Commission, 988 F.2d 1165
(Fed. Cir 1993)

> ( ) 43 ()L

3 Warner- Jenkinson v. Hilton Davis

> General Instrument Cop. V. Huges Aircraft Co. 226 U.S.PQ 289 (1968)
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* Festo Corporation v. Shoketsu Kinzoku Kogyo Kabushiki Co., Ltd., et a., 234 F.3d 558 at

586 (Fed.Cir. 2000)
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5.5 Festo Co. v. Shoketsu Kinzoku Kogyo Kabushiki Co.*’

Warner-Jenkinson v. Hilton Davis

enablement written
description

2 2002 Festo Corporation V.
Shoketsu Kinzoku Kogyo Kabushiki Co., Ltd.*®

Stoll
> 1988
(Festo 1)
(Festo I11)
(Festo IV) Festo IV
5 (Festo V) Festo Corporation v.

Shoketsu Kinzoku Kogyo Kabushiki Co., Ltd., et a., 72 F.3d 857 (Fed.Cir. 1995)(Festo
I1),vacated and remanded, 520 U.S. 1111, 117 S.Ct. 1240, 137 L.Ed.2d 323 (1997)(Festo I11),
187 F.3d 1381 (Fed.Cir. 1999)(Festo 1V), 234 F.3d 558 (Fed.Cir. 2000)(Festo V)

Festo Corporation v. Shoketsu Kinzoku Kogyo Kabushiki Co., Ltd., et a., 122 S.Ct. 1831,
1833 (2002)

58
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banc rehearing 5 %
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55.1
1 Warner-Jenkinson

¥ Festo Corporation v. Shoketsu Kinzoku Kogyo Kabushiki Co., Ltd., et a., 234 F.3d 558 at

563-4 (Fed.Cir. 2000)

0 Festo Corporation v. Shoketsu Kinzoku Kogyo Kabushiki Co., Ltd., et al., 122 S.Ct. 1831,

1833 (2002)
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55.2
2 Warner-Jenkinson
55.3
3 Warner-Jenkinson
1983  Hughes Aircraft Co. v.
United States

61 flexible bar complete bar

Warner-Jenkinson
pH 6.0 9.0

61 Hughes Aircraft Co. v. United States, 717 F.2d 1351 (Fed. Cir. 1983)(prosecution history

estoppel “may have alimiting effect” on the doctrine of equivalents ”within a spectrum
ranging from great to small to zero”)
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4 Warner-Jenkinson

5.5.3
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D)
2
3)
5.5.5

5 Warner-Jenkinson

82 Festo Cor. v. Shoketsu Kinzoku Kogyo Kabushiki Co., Ltd., et al., 122 S.Ct. 1842, (2002)
(“we hold here that the patentee should bear the burden of showing that the amendment does
not surrender the particular equivalent in question. A patentee’s decision to narrow his
claims through amendment may be presumed to be a general disclaimer of the territory
between the original claim and the amended claim.”)

% Festo Cor. v. Shoketsu Kinzoku Kogyo Kabushiki Co., Ltd., et al., 122 S.Ct. 1842, (2002)
(“There are some cases, however, where the amendment cannot reasonably be viewed as
surrendering a particular equivalent. The equivalent may have been unforeseeable at the
time of the application; the rational underlying the amendment may bear no more than a
tangential relation to the equivalent in question; or there may be some other reason
suggesting that the patentee could not reasonably be expected to have described the
insubstantial substitute in question.”)
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6.1

64
hypothetical patent claim 6.4
burden of production
burden of persuasion
65
6.2
64

United States Code 35 U.S.C. 282: A patent shall be presumed valid. Each claim of a patent
(whether in independent, dependent, or multiple dependent form) shall be presumed valid
independently of the validity of other claims...

6 Streamfeeder, LLC v. Sure-Feed Sys., 175 F.3d 974 (Fed. Cir. 1999) (When the patentee has
made a prima facie case of infringement under the doctrine of equivalents, the burden of
coming forward with evidence to show that the accused device isin the prior art is upon the
accused infringer, not the trial judge.)
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2002 Tate Access Floors, Inc. v. Interface
Architectural Res., Inc.%®

282 2
clear and convincing evidence
preponderance of the evidence

% Tate Access Floors, Inc. v. Interface Architectural Res., Inc. 279 F.3d 1357, 1366-67 (Fed.

Cir. 2002) (Interface cites several doctrine of equivalents cases in an attempt to bolster its
“practicing the prior art” defenseto literal infringement. They hold that the scope of
equivalents may not extend so far as to ensnare prior art. ... With respect to literal
infringement, these cases are inapposite. The doctrine of equivalents expands the reach of
claims beyond their literal language. That this expansion is guided and constrained by the
prior art is no surprise, for the doctrine of equivalentsis an equitable doctrine and it would
not be equitable to alow a patentee to claim a scope of equivalents encompassing material
that had been previously disclosed by someone else, or that would have been obviousin
light of others' earlier disclosures. But thislimit on the equitable extension of literal
language provides no warrant for constricting literal language when it is clearly claimed.)
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available to the public
67

68

6.4

1990 Wilson Sporting Goods Co. v. David Geoffrey®

o7 2004 221

68 p374 1998 11

% Wilson Sporting Goods Co. v. David Geoffrey & Associates, 904 F.2d 677 (Fed. Cir. 1990)
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71

7 Streamfeeder, LLC v. Sure-Feed Sys., 175 F.3d 974 (Fed. Cir. 1999) (When the patentee has

made a prima facie case of infringement under the doctrine of equivalents, the burden of
coming forward with evidence to show that the accused device isin the prior art is upon the
accused infringer, not the trial judge.)

™ Streamfeeder, LLC v. Sure-Feed Sys., 175 F.3d 974, 982-83 (Fed. Cir. 1999) (If the

hypothetical claim could have been alowed by the Patent and trademark Office in view of
the prior art, then the prior art does not preclude the application of the doctrine of
equivalents and infringement may be found. On the other hand, asin the PTO’s examination
process, references may be combined to prove that the hypothetical claim would have been
obvious to one of ordinary skill in the art and thus would not have been allowed.)
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1998

Company v. United States 1986

6.5

(1)

72

[l

Hughes Aircraft

Formstein ™

74

2003

p241 66 Supranote 64, p.140, (The [prior art] restriction applies
only to the claim as awhole, so there is no immunity from infringement by equivaence
unless all of the relevant features of the accused product are found in the prior art, either in
onereference or in several that, together, made the combination obvious) 67, ([O]ne
cannot escape infringement, either literal or under the doctrine of equivalents, merely by

identifying isolated features of the accused product in the prior art.)
p385 1998 11
p388 1998 11

73

74
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7. Tsubakimoto Seiko Co. Ltd. v. THK K.K.™ 7

1998 Tsubakimoto Seiko Co. Ltd. v. THK K.K.

)

& p334 1998 11

76 ” “
pl101~124 20010 11
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7.1

711

1976
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7.1.2 Litton System, Inc. v. Whirlpool Corp.

1984
Litton System, Inc. v. Whirlpool Corp.”
point of novelty

Gorham’
79

Litton

" Litton System, Inc. v. Whirlpool Corp., U.S. Ct. of App., Fed. Cir. 728 F.2d 1423 (1984)

8 Gorham Mfg. Co. v. White, 81 U.S. (14 Wall.) 511, 512, 20L Ed.731 (1871)

" Sears, Roebuck & Co. v. Talge, 140 F2d 395, 396 (8" Cir. 1983)
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(1)

80

(2)

7.3
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(3)

8 perkin-Elmer Corp. v. Westinghouse Electric Corp., Inc., 822 F.2d 1528 (Fed.Cir. 1987)
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4.2.9

7.2

Warner- Jenkinson
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282 2
clear and convincing evidence
preponderance of the evidence
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