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primary scent mark secondary scent mark  unique scent mark
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WTO
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1990 1994
1995 2001
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1946  LanhamAct® 45

word name symbol design

2 Faye M. Hammerdey, The Smell of Success: Trade Dress Protection For Scent Marks, Marq.

Intell. Prop. L. Rev. 105 (1998), pp. 1-2.

Lanham Act
1946 1947 7 5

358-361 2004 1

4 15U.SC. 81227 [845 of the Lanham Act]: Theterm “trademark” includes any word, name,

symbol, or device, or any combination thereof

(1) used by a person, or

(2) which a person has a bona fide intention to use in commerce and appliesto register on
the principal register established by this act,

to identify and distinguish his or her goods, including a unique product, from those

manufactured or sold by others and to indicate the source of the goods, even if that sourceis
unknown.
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or any combination thereof designation
slogan number device letter °
color shape, configuration sound
smell 6

Minnesota Mining and Manufacturing Company
3M
Post-Its Sony Corporation  Sony
Sony Walkman

D)

®  Restatement (Third) of unfair competition [89 definitions of trademark and service mark]:

A trademark is aword, name, symbol, device, or other designation, or a combination of
such designation, that is distinctive of a person’s goods or services and that isused in a
manner that identifies those goods or services and distinguishes them from the goods or
services of others. A service mark is atrademark that is used in connection with services.

Richard Stim, Trademark Law, Albany, N.Y.: West Legal Studies’Thomson Learning
(c2000), pp. 27-31; Jane C. Ginsburg JessicaLitman Mary L. Kevlin, Trademark and
Unfair Competition Law Cases and Materials, New York: Foundation Press (3 ed 2001) pp.
106-108;

trade dress

Richard Stim, Trademark Law, Albany, N.Y.: West Legal Studies/Thomson Learning
(c2000), p. 28.
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secondary meaning
a fanciful terms arbitrary terms

Google Google
Apple Apple

inherently distinctive

b. suggestive terms

C. descriptive terms

Abercrombie & Fitch Co. v. Hunting World, Inc., 537 F.2d 4, 9, 189 U.S.RPQ. (BNA) 759,
764 (2d Cir. 1976);
67 88-90 2004 7
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d. generic terms
baseball
Soap
(2) 10
9 2
10 2 (f) the registration of a mark used by the applicant which has

become distinctive of the applicant’s goods in commerce. The Director may accept as prima
facie evidence that the mark has become distinctive, as used on or in connection with the
applicant’s goods in commerce, proof of substantially exclusive and continuous use thereof
as amark by the applicant in commerce for the five years before the date on which the claim
of distinctivenessis made.
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11

4. &

(1)
essential to use

best method

1 Echo Travel, Inc. v. Travel Associates, Inc., 870 F.2d 1264, 10 U.S.PQ.2d (BNA) 1368
(1989). “In determining whether amark has acquired secondary meaning, the courts
consider several factors: (a) direct consumer testimony (b) consumer surveys (c) exclusivity,
length, and manner of used (d) amount and manner of advertising (€) amount of sales and
number of customers (f) established place in the market (g) proof of intentional copying.”

12 Faye M. Hammerdey, The Smell of Success. Trade Dress Protection For Scent Marks, Marq.

Intell. Prop. L. Rev. 105 (1998), pp. 3-4.
95.05 ERAEMAT 89 1
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Qualitex Co. v. Jacoboson Products Co.
5.

3 Qualitex Co. v. Jacoboson Products Co. 514 U.S, 159, 170, 34 U.S.PQ.2d (BNA) 1161,

1165 (1995): The Court found that adesign is functional “if adesign’s aesthetic value lies
in its ability to confer a significant benefit that cannot practically be duplicated by the use of
aternative designs... Furthermore, the ultimate test of aesthetic functionality,... iswhether
the recognition of trademark rights would significantly hinder competition.”
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free-rider

2 Section 2

nature 14

1946 symbol device

4 The preamble of Section 2 of the Lanham providesthat: No trademark by which the goods

of the applicant may be distinguished from the goods of others shall be refused registration
on the principal register on account of its nature......
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2.
sensory indicia
(1) sound mark
1972 NBC
1978
ship bell clock 16
United States Patent and Trademark Office Trademark
Trial and Appea Board, TTAB

17

> The United States Trademark Association Trademark Review Commission Report and

Recommendation to USTA President and Board of Directors, 77 TMR 375,421 (Sept.-Oct.
1978)

% Inre General Elec. Broad. Co., 199 U.S.PQ. (BNA) 560, 563 (T.T.A.B. 1978)

' 1d. at 562.
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(2 interior mark

Taco
Cabana International, Inc. v. Two Pesos, Inc. 18
Taj Mahal Enterprises Ltd. v. Trump 19
20
©)
Qualitex Co. v. Jacobson Prods. Co.
Quilitex dry cleaning press pad

21

¥ Taco Cabana International, Inc. v. Two Pesos, Inc., 932 F.2d 1113, 1120 19 U.S.PQ.2d

(BNA) 1253, 1255 (5" Cir. 1991)

Taj Mahal Enterprises Ltd. v. Trump, 745 F. Supp. 240, 252, 16 U.S.PQ.2d (BNA) 1577,
1586 (D.N.J. 1990)

19

20

2L Qualitex Co. v. Jacobson Prods. Co., 514 U.S, 159, 163, 165, 34 U.S.PQ.2d (BNA) 1161,

1162-63, 1165 (1995)
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primary
scent mark secondary scent mark

unique scent mark

Clarke

23

2 |d. at 168, 174, 34 U.S.PQ.2d (BNA) at 1165, 1167

2 Faye M. Hammerdey, The Smell of Success: Trade Dress Protection For Scent Marks, Marq.

Intell. Prop. L. Rev. 105 (1998), p. 6.
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3. Clarke #

United States Patent and Trademark Office,

PTO
a secondary
meaning
25
Clarke #* TTAB Clarke
Clarke
Clarke TTAB
2 TTAB
TTAB
unique relationship %
2 InreClarke, 17 U.S.PQ.2d (BNA) 1238 (T.T.A.B.1990)
25
trade dress

26

27

28

In Clarke, 17 U.S.PQ.2d (BNA) 1238, 1240 (T.T.A.B. 1990): Clarke suggests that a prima
facie showing of registrability of a unique scent mark, the applicant must show:

(2) they are the only manufacturers applying this particular scent to the product,

(2) some secondary meaning, and

(3) that the scent itself is emphasized when the good is advertised and promoted.

Id. at p1238: Specifically, the applicant’s showing of secondary meaning consisted of the
applicant stating that her company has received a great number of favorable and positive
responses to her unique product and that, to the best of her knowledge, customers, dealers,
and distributors throughout the embroidery field recognize the applicant as the source of
scented embroidery yarn and thread.

unique scent mark

95.05 ERAEMAT 89 1
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4,
)
PTO
Faye M.

Hammersley PTO
Two Pesos v. Taco Cabana

trade dress

s interior trade dress

trade dress

Qualitex

29 Faye M. Hammerdley, The Smell of Success. Trade Dress Protection For Scent Marks, Marq.

Intell. Prop. L. Rev. 105 (1998), p. 7.

% Serial No.: 75-120036. The mark was filed June 17, 1996 and published February 11, 1997.

The applicant is QC Group Corporation.

1 Two Pesos v. Taco Cabana 505 U.S. 763, 23 U.S.PQ.2d (BNA) 1081, 1082 (1992): “The

Supreme Court found the décor of a Mexican restaurant’s interior, its festive atmosphere,
was a protectable trademark without any showing of secondary meaning requirements for
inherently distinctive nonfunctiona trade dress would be burdensome to small companies.”
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32

33

Taco Cabana trade dress
Qualitex
PTO unique scent mark trade
dress
Seabrook Foods
design or shape trade dress
34
unique scent mark
trade dress color, smell, shape, design, interior

¥ Qualitex Co. v. Jacoboson Products Co. 514 U.S. 159, 163, 34 U.S.PQ.2d (BNA) 1161,

1163 (1995): “Again, one might ask, if trademark law permits a descriptive word with
secondary meaning to act as a mark, why would it not permit a color, under similar
circumstances, to do the same?”’

3 1d. at 1163, “It isthe source-disti nguishing ability of amark — not its ontological status as
color, shape, fragrance, word, or sing —that permitsit to serve these basic trademark
purposes.”

34

Seabrook Foods, Inc. v. Bar — Well Foods, Ltd., 568 F.2d 1342, 1344, 196 U.S.PQ. (BNA)
289, 291 (C.C.PA. 1977): Thistest asks whether:

(2) the design or shape is a common, basic shape or design;

(2) it was unique or unusual in a particular field; and

(3) it was amere refinement of a commonly-adopted and well-known form of ornamentation
for a particular class of goods which consumers view as mere ornamentation.

95.05 ERAEMAT 89 1
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a
description drawing

IBM
IBM
IBM

PTO

36

drawing

Owens-Corning 3

% Tone Bros. v. Sysco. Corp., 28 F.3d 1192, 1206, 196 U.S.PQ.2d (BNA) 1321, 1331 (Fed.

Cir. 1994) “Thus, the issue is whether the dress is of such an unusual design that buyer will
immediately rely on in to differentiate the source of the product.”

% James E. Hawes, FRAGRANCESAS TRADEMARKS, 79 TMR 134 (1989), p. 8.

3" In Owens-Corni ng Fiberglas Corp., 227 U.S.PQ. 417 (C.A.F.C. 1985) (the color pink for

fiberglass insulation)

w EEERATI 89 B 95.05
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38

39
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38

39 40

PTO

Clarke

1995 17

7-11

GLC GasLiquid Chromatograph IR Infrared

In re Clarke, “The mark is a high impact, fresh, floral fragrance reminiscent of Plumeria

blossoms.”
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1995
7 43
®
°
®
°
44 45
2
65 93-94 2004 5
43 115-116
a4

http://www.ipd.gov.hk/chi/fag/trademarks/tm_cap559.htm#al4 last visited on 2005/11/8

45 Faye M. Hammerdey, The Smell of Success: Trade Dress Protection For Scent Marks, Marq.

Intell. Prop. L. Rev. 105 (1998), p. 9.
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mark

primary scent mark

a.  Secondary scent mark

essential to use
best method

method

unigue scent

secondary scent mark

best
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Faye M. Hammersley

23 1 3

b. Primary scent mark

essential to use
best method Chandl No.5
primary scent mark
Chandl No.5

Chanel No.5

Chandl No.5

Chanel No.5

“®1d., pp. 10-11.
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Chanel No.5

Chanel No.5
Chandl No.5

47

23

47 1d.,, pp. 11-12.
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1.
5 1 48
1
a
b.
1
49
2.
1
5 2 50
48 5 1
49 14 2005 5
0 5 2
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5
53
Distinctiveness
17 2
15
10
93 6 10
421

73 461

17 2
52
54
2005 5
09320030610
18
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55
2
a
55
Coined Arbitrary Suggestive
Descriptive
93 4 28 09320030360
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59
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57

S7 1 %
16 2005 5
57 4
91 1364 93
199-202
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unigue scent mark

primary scent mark secondary

scent mark
3.
23 1
S 23
1
1 2
1 3
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23 1 4
4
1
2
60
4

primary scent mark
© 93 6 10 09320030610
25 9-11

61

23 1 2 3 4

61
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3
secondary scent mark
2
4. 62
23 4 ®
5 2
23 1 2 &
65 23 4
66
62 56-58 2005 2
63 23 4 1 2 5 2
&4 23 1 2
65 105-106 2004 3 4
66 74 347

w EEERATI 89 B 95.05



TRETE IS - A EE L RE e
R E A AR B P FmiIR 88

g Tt
I 1T 1 B NN .-

67

Let’'sTalk in English

68

23 1 2
5 2
1 3
69
23 1 4 3
2

67 10
68 1
69 9

o505 geaEEAfcon P



A s R E S T - LB RE
{] =P 5 B0 50 oK P A 5 B 1 P

o
-

70

71

unique scent mark

e primary scent mark

secondary scent mark

70

71

72
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1000
10 73

74

& http://www.sciam.com.tw/circus/circusshow.asp?FDocN0=244& CL=8 last visited on

2006/2/13

74 Trygg Engen, Odor Sensation and Memory, pp. 6-7 (1991).
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1. 2004 1
5 105-106 2004
3 4
3.
65
2004 5
4 67
2004 7
5. 20056 2
6. 20056 5
1.
8.
9.

1. The United States Trademark Association Trademark Review
Commission Report and Recommendation to USTA President and
Board of Directors, 77 TMR 375 (Sept.-Oct. 1978)
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2. James E. Hawes, FRAGRANCES AS TRADEMARKS, 79 TMR
134 (1989).

3. Trygg Engen, Odor Sensation and Memory (1991).

4. Faye M. Hammersley, The Smell of Success. Trade Dress
Protection For Scent Marks, Marg. Intell. Prop. L. Rev. 105 (1998).

5. Richard Sim, Trademark Law, Albany, N.Y.. West Legd
Studies/Thomson Learning (2000).

6. JaneC. Ginsburg JessicalLitman Mary L. Kevlin, Trademark and
Unfair Competition Law Cases and Materials, New York:
Foundation Press (3 ed. 2001).
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