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See 98-1531 (Fed. Cir., August 31, 1999), 1999 U.S. App. LEXIS 20827, at 1-2.

Cline 15% aslittle
as 15% Cline Hample Monotya
CAFC See 98-1531 (Fed. Cir., August 31, 1999), 1999 U.S. App.
LEXIS 20827, at 5-6.
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1. A cigarette paper comprising atotal filler content of about 20% by
weight, or less, a proportion at least of the filler being a visible
sidestream reducing filler selected from the group consisting of
magnesium hydroxide or reactive grade magnesium oxide, the visible
sidestream reducing filler being present at from about 4% to about 14%
by weight of the paper and the weight of the paper being at least 30
grams per sguare meter.

17. A smoking article comprising a smoking material rod, which rod
comprises smoking material and a paper wrapper circumscribing said
smoking material, said paper wrapper comprising a total filler content
of about 20% or less by weight, a proportion at least of the filler being
a visible sidestream reducing filler selected from the group consisting
of magnesium hydroxide or reactive grade magnesium oxide, said
visible sidestream reducing filler being present at from about 4% to
about 14% by weight of the paper and the weight of the paper being at
least 30 grams per square meter.
from about 4% to about 14%
Prima Facie
Obviousness
unexpected result

1 55e98-1531 (Fed. Cir., August 31, 1999), 1999 U.S. App. LEXIS 20827, at 3-4.

See 98-1531 (Fed. Cir., August 31, 1999), 1999 U.S. App. LEXIS 20827, at 2-3.
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13

See In re Donaldson Co., 16 F.3d 1189, 1192, 29 U.S.PQ.2D (BNA) 1845, 1848

(Fed. Cir. 1994) (en banc).

14
Cir. 1998).
15

(1999).
16

See In re Rouffet, 149 F.3d 1350, 1355, 47 U.S.PQ.2D (BNA) 1453, 1455 (Fed.

See Dickinson v. Zurko, 527 U.S. 150, 144 L. Ed. 2d 143, 119 S, Ct. 1816, 1818

See 5 U.S.C. 7706 (1994).
See 98-1531 (Fed. Cir., August 31, 1999), 1999 U.S. App. LEXIS 20827, at 8.
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SeeInre Geisler, 116 F.3d 1465, 1469, 43 U.S.PQ.2D (BNA) 1362, 1365 (Fed.
Cir. 1997) (quoting In re Soni, 54 F.3d 746, 750, 34 U.S.PQ.2D (BNA) 1684, 1687 (Fed. Cir.
1995)). "When unexpected results are used as evidence of nonobviousness, the results must
be shown to be unexpected compared with the closest prior art." In re Baxter Travenol Labs.,
952 F.2d 388, 392, 21 U.S.PQ.2D (BNA) 1281, 1285 (Fed. Cir. 1991).

See Inre Mayne, 104 F.3d 1339, 1343, 41 U.S.PQ.2D (BNA) 1451, 1455 (Fed.
Cir. 1997) (citing In re Johnson, 747 F.2d 1456, 1460, 223 U.S.P.Q. (BNA) 1260, 1263 (Fed.
Cir. 1984)).

See Johnson, 747 F.2d at 1460, 223 U.S.PQ. (BNA) at 1263.

Rouffet, 149 F.3d 1350, 1355, 47 U.S.PQ.2D (BNA) 1453, 1456 (Fed. Cir.
1998).

See 98-1531 (Fed. Cir., August 31, 1999), 1999 U.S. App. LEXIS 20827, at 8-9.
See 98-1531 (Fed. Cir., August 31, 1999), 1999 U.S. App. LEXIS 20827, &t 10.

See MPEP (Manual of Patent Examination Procedure) 2111.03 Transitional Phrases[R-2], at

http://www.uspto.gov/web/offices/pac/mpep/documents/2100 2111 03.htmi#sect2111.03
(visited on 08/04/2005.)
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1. A wrapper for the tobacco charge in a smoking article comprising
a combustible cellulosic sheet containing at least 15% magnesium

oxide and at least 0.5% of a chemical adjuvant salt . . ., both
percentages by weight based upon the weight of the wrapper. ¥
CAFC Cline
3 CAFC
comprising Cline
29
CAFC Cline
0 CAFC CAFC Cline
15 CAFC Cline

See 98-1531 (Fed. Cir., August 31, 1999), 1999 U.S. App. LEXIS 20827, at 10-12.

See 98-1531 (Fed. Cir., August 31, 1999), 1999 U.S. App. LEXIS 20827, at 12.
Cling, col. 6, lines 58-64 (emphasis added).

See 98-1531 (Fed. Cir., August 31, 1999), 1999 U.S. App. LEXIS 20827, at 12.

See 98-1531 (Fed. Cir., August 31, 1999), 1999 U.S. App. LEXIS 20827, at 13-14.

See Inre Gurley, 27 F.3d 551, 553, 31 U.S.PQ.2D (BNA) 1130, 1131 (Fed. Cir.
1994) ("A reference may be said to teach away when a person of ordinary skill, upon
reading the reference, . . . would be led in a direction divergent from the path that was taken

by the applicant.").
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history estoppel ® CAFC

31

32
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36 37

See In re Woodruff, 919 F.2d 1575, 1578, 16 U.S.PQ.2D (BNA) 1934, 1936 (Fed.
Cir. 1990) (holding that patentability cannot be found in the difference in ranges between the
prior art and the claimed invention unless the applicant shows "that the claimed range
achieves unexpected results relative to the prior art range").

See Cybor Corp. v. FAS Techs,, Inc., 138 F.3d 1448, 1456, 46 U.S.PQ.2D (BNA)
1169, 1174 (Fed. Cir. 1998) (en banc); In re Donaldson, 16 F.3d 1189, 1192 (Fed. Cir. 1994).

See 98-1531 (Fed. Cir., August 31, 1999), 1999 U.S. App. LEXIS 20827, at 14-16.
either literaly or under the doctrine of equivalents

about 14% 15

18% CAFC about 14%
about
14% 15

18% CAFC

SeeInreZletz, 893 F.2d 319, 321-22, 13 U.S.PQ.2D (BNA) 1320, 1322 (Fed.
Cir. 1989) (stating that the broadest reasonable construction of claimsis used to identify
ambiguities in claims during prosecution when the claims can be amended).

See 98-1531 (Fed. Cir., August 31, 1999), 1999 U.S. App. LEXIS 20827, at 16.
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from about 4% to about 14%

about 14%
Cline 40
about 14% 14%
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See 98-1531 (Fed. Cir., August 31, 1999), 1999 U.S. App. LEXIS 20827, at 16.

See MPEP 2111 Claim Interpretation; Broadest Reasonable Interpretation [R-1], at

http://www.uspto.gov/web/offices/pac/mpep/documents/2100 2111.htm#sect2111 (visited

on 08/04/2005.)
See MPEP 2144.05 Obviousness of Ranges [R-1], at

http://www.uspto.gov/web/offices/pac/mpep/documents/2100 2144 05.htm#sect2144.05

(visited on 08/04/2005.)
See MPEP 2131.03 Anticipation of Ranges [R-2], at

http://www.uspto.gov/web/offices/pac/mpep/documents/2100 2131 03.htmi#sect2131.03

(visited on 08/04/2005.)
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(See Gerard A. Messinaand Aaron Grunberger (June, 2004),
Post-issuance Experimentation as Evidence of Unexpected Results, at

http://www.kenyon.com/pubs/detail _pubs.aspx?pub_id=321226605 (visited on
08/04/2005.))

3 See 98-1531 (Fed. Cir., August 31, 1999), 1999 U.S. App. LEXIS 20827, at 19.
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See MPEP (Manua of Patent Examination Procedure) 2142 Legal Concept of Prima Facie
Obviousness, at
http://www.uspto.gov/web/offices/pac/mpep/documents/2100 2142.htmi#tsect2142 (visited
on 08/01/2005.)

4 See MPEP 2143 Basic Requirements of a Prima Facie Case of Obviousness, at

http://www.uspto.gov/web/offi ces/pac/mpep/documents/2100_2143.htm#tsect2143 (visited
on 08/01/2005.)
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43

3 common
knowledge
A

capable of instant and unquestionable B

4 See MPEP 2144 Sources of Rationale Supporting a Regjection Under 35 U.S.C. 103, at

http://www.uspto.gov/web/offices/pac/mpep/documents/2100 2144.htmi#tsect2144 (visited
on 08/05/2005.)

See MPEP 2144.01 Implicit Disclosure, at
http://www.uspto.gov/web/offices/pac/mpep/documents/2100 2144 01.htm#tsect2144.01
(visited on 08/05/2005.)

See MPEP 2144.02 Reliance on Scientific Theory, at
http://www.uspto.gov/web/offices/pac/mpep/documents/2100 2144 02.htm#tsect2144.02
(visited on 08/05/2005.)
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49" See MPEP 2144.03 Reliance on Common Know! edgeintheArt or "Well Known" Prior Art

[R_ 1] ’ at
http://www.uspto.gov/web/offices/pac/mpep/documents/2100 2144 03.htm#tsect2144.03
(visited on 08/07/2005.)

See MPEP 2144.04 Legal Precedent as Source of Supporting Rationale [R-1], at
http://www.uspto.gov/web/offices/pac/mpep/documents/2100 2144 04.htm#sect2144.04
(visited on 08/07/2005.)

See MPEP 2144.05 Obviousness of Ranges [R-1], at
http://www.uspto.gov/web/offices/pac/mpep/documents/2100 2144 05.htm#tsect2144.05
(visited on 08/07/2005.)

51
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%2 See MPEP 2144.06 Art Recognized Equivalence for the Same Purpose, at
http://www.uspto.gov/web/offices/pac/mpep/documents/2100 2144 06.htmi#sect2144.06
(visited on 08/07/2005.)

%3 See MPEP 2144.07 Art Recognized Suitability for an Intended Purpose, at
http://www.uspto.gov/web/offices/pac/mpep/documents/2100 2144 07.htm#tsect2144.07
(visited on 08/07/2005.)

> See MPEP 2144.08 Obviousness of Species When Prior Art Teaches Genus, at
http://www.uspto.gov/web/offices/pac/mpep/documents/2100 2144 08.htm#tsect2144.08
(visited on 08/07/2005.)

% See MPEP 2144.09 Close Structural Si milarity Between Chemical Compounds (Homologs,
Analogues, Isomers), at
http://www.uspto.gov/web/offices/pac/mpep/documents/2100 2144 09.htm#tsect2144.09
(visited on 08/07/2005.)
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advantage

% See MPEP716.02 Allegations of Unexpected Resullts, at

http://www.uspto.gov/web/offices/pac/mpep/documents/0700 716 02.htm#sect716.02
(visited on 08/05/2005.)

" See MPEP 716.02(a) Evidence Must Show Unexpected Results [R-2], at

http://www.uspto.gov/web/offices/pac/mpep/documents/0700 716 02 ahtmi#tsect716.02a
(visited on 08/05/2005.)
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1

See MPEP 716.02(f) Advantages Disclosed or Inherent, at
http://www.uspto.gov/web/offices/pac/mpep/documents/0700 716 02 f.htmitsect716.02f

(visited on 08/07/2005.)

See MPEP 716.02(g) Declaration or Affidavit Form, at
http://www.uspto.gov/web/offices/pac/mpep/documents/0700 716 02 g.htm#sect716.02g

(visited on 08/07/2005.)

See MPEP 716.02(b) Burden on Applicant [R-2], at
http://www.uspto.gov/web/offices/pac/mpep/documents/0700 716 02_b.htm#sect716.02b

(visited on 08/05/2005.)

See MPEP 716.02(c) Weighing Evidence of Expected and Unexpected Results [R-2], at
http://www.uspto.gov/web/offices/pac/mpep/documents/0700 716 02 _c.htmi#tsect716.02¢

(visited on 08/05/2005.)
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62 See MPEP 716.02(d) Unexpected Results Commensurate in Scope With Claimed Invention
[R_Z] ’ at
http://www.uspto.gov/web/offices/pac/mpep/documents/0700_716 02_d.htmisect716.02d
(visited on 08/05/2005.)

%3 See MPEP 716.02(e) Comparison With Closest Prior Art [R-2], at
http://www.uspto.gov/web/offices/pac/mpep/documents/0700 716 02 e.htmi#sect716.02e
(visited on 08/05/2005.)
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http://www.ti po.gov.tw/pcm/pro_show.asp?sn=148 8/15/2005
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