Procedures to file a request with the Taiwan Intellectual Property
Office (TIPO) for Patent Prosecution Highway (PPH) Program
between TIPO and the Spanish Patent and Trade Mark Office (SPTO)

Amended and enacted on April 15, 2016
The Patent Prosecution Highway (PPH) MOTTAINAI program enables an applicant,
whose claims have been determined to be allowable/patentable in the Office of Earlier
Examination (OEE), SPTO, to undergo an accelerated examination under the PPH in
the Office of Later Examination (OLE), TIPO, with a simple procedure according to a
request from an applicant.
The PPH MOTTAINAI program between TIPO and SPTO commence on April 15,
2016 and end on April 14, 2019. After three years, the program will be automatically
implemented under the same conditions unless, at least two months before the end of
the program, either Office gives the other one written notice of its intention to end the
application of the program.

1. Request with TIPO for accelerated examination under PPH

An applicant should file a request for accelerated examination under the PPH with
TIPO by submitting a completed “Request for Acceleration Examination under
TIPO-SPTO PPH Program” request form accompanied by the relevant supporting
documents. The requirements for filing accelerated examination with TIPO under the
PPH are given in paragraph 2. Relevant supporting documentations (paragraph 3) and
procedure for accelerated examination under the PPH program at TIPO is discussed
under paragraph 4. The PPH request form is available on TIPO’s web site,
http://www.tipo.gov.tw/pph.

2. Requirements for requesting accelerated examination under the PPH Program
at TIPO

There are four requirements for requesting accelerated examination under the PPH
program at TIPO. These are:

(a) Both the TW application on which PPH is requested and the ES application(s)
forming the basis of the PPH request shall have the same earliest date (whether
this be a priority date of a filing date).
For example, the TW application may be either:
(1) an application which has validly claimed priority under Taiwan’s Patent Act 828
to the ES application(s) (see Figures A, B and C in Annex 1), or
(i) an application which has validly claimed priority under Taiwan’s Patent Act
828 to the PCT application(s) entering without priority claim (see Figure D and
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E in Annex 1), or
(iii) an application which provides the basis of a valid priority claim under Spain’s
National Law for the ES application(s) (see Figures F, G and H in Annex 1), or
(iv) an application which shares a common priority document with the ES
applications(s) (see Figures I, J and K in Annex 1).
The TW application which has validly claimed priority to multiple ES or PCT
applications, or which is a divisional application validly based on the originally
filed application that is included in (i) to (iv) above, is also eligible.
The program is not applicable to utility model applications and design applications.

b) At least one corresponding ES application has one or more of those claims
that have been determined to be allowable/patentable by the SPTO
Claims are “determined to be allowable/patentable” when a SPTO examiner clearly
identifies the claims to be allowable/patentable in the latest office action, even if
the application has not been granted for patent.

c) All claims on file, as originally filed or as amended, for accelerated

examination under the PPH must sufficiently correspond to one or more
claims indicated as allowable in SPTO
Claims shall be considered sufficiently corresponding where, accounting for
differences in translations and claim format, the claims on file are of the same or
similar scope as the claims in SPTO, or the claims on file are narrower in scope
than the claims in SPTO. In this regard, a claim on file that is narrower in scope
occurs when a SPTO claim is amended to be further limited by an additional
technical feature that is supported in the specification (and/or claims). When
possible, the claim on file should be presented in dependent form.
A claim in TIPO that introduces a new/different category of claims to those claims
indicated as allowable in the SPTO is not considered sufficiently corresponding.
For example, where the SPTO claims only contain claims to a process of
manufacturing a product, then the claims in TIPO would not be considered
sufficiently corresponding if the TIPO claims introduce product claims that are
dependent on the corresponding process claims.

d) The applicant has been notified that a substantive examination will begin
shortly; and TIPO has not issued a first examination report on the application



3. Documents to be submitted for accelerated examination under the PPH
program:

Documents (a) to (d) below should be submitted by attaching to “Request for
Accelerated Examination under the PPH Program”. The request form is in Annex 2.

a) A copy of all office action(s) relating to the corresponding SPTO application(s)
and translations of them if they are not in English

The translated copy could either be in Chinese or English. The applicant does not
have to submit a copy of SPTO’s office actions if these documents are provided via
SPTO’s Expedientes Digitalizados system.! If these documents could not be obtained
by TIPO examiner via the SPTO‘s Expedientes Digitalizados system, the applicant
may be notified and requested to provide the necessary documents. However, the
translations of these documents must be submitted by the applicant because such
translations are not provided via SPTO’s Expedientes Digitalizados system.

b) A copy of the claims determined to be allowable/patentable by SPTO, and
their translations

The translated copy could either be in Chinese or English. The applicant does not
have to submit a copy of claims indicated to be allowable/patentable by SPTO when
the documents are provided via SPTO‘s Expedientes Digitalizados system. If these
documents could not be obtained by TIPO examiner via the SPTO’s Expedientes
Digitalizados system, the applicant may be notified and requested to provide the
necessary documents. However, the translations of these documents must be
submitted by the applicant because such translations are not provided via SPTO’s
Expedientes Digitalizados system.

c) Copies of the references cited by the SPTO examiner

If the cited reference is a patent document, submission is not necessary, as they are
usually available to TIPO. If TIPO could not access these relevant patent documents,
the applicant must then submit these documents at the request of TIPO. If the cited
reference is a non-patent literature, the applicant has to submit it.

A translation of the references is not required.

d) A claim correspondence table

The applicant must submit a claim correspondence table which explains the claims of
the TIPO application for accelerated examination under the PPH program are
sufficiently corresponding to the claims determined to be allowable/patentable by

! http://archivoenlinea.oepm.es/register/regviewer?Ing=en
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SPTO.

If the claims on file do not sufficiently correspond to one or more claims determined
to be allowable/patentable by SPTO, but the applicant would like to amend the claims
to sufficiently correspond to the allowable/patentable clams in the SPTO
application(s), the applicant should amend the claims to fully comply with the
corresponding terms at the same time as the request for accelerated examination under
the PPH program. The claim correspondence table is given in Annex 3.

4. Procedure for accelerated examination under the PPH Program at TIPO

The applicant files a form requesting accelerated examination under the PPH program
with TIPO, including relevant supporting documents. If the requirements are met,
TIPO will conduct the accelerated examination. If the application does not qualify for
participation in the PPH program, the applicant will be notified accordingly and given
opportunity to perfect the request. If not perfected, the applicant will be notified and
the application will await action in its regular turn.

The applicant must use the “Amendment Request Form under the PPH Program”
(Annex 4) to make amendments during and after the request for accelerated
examination under the PPH program. Other relevant documents must also be specified
in terms of their connection to the request for PPH to ensure prompt and proper
processing by TIPO.
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Annex 2 (English translation added)

2+ HH EE FI| PPH B A HH 55 £

Request for Acceleration Examination under the PPH Program
FHZ5ZE5E © Application number K - 24714

(]| —BfEsE PPHEEE [ | —OFEsEsETE

Check if requesting for amendment under PPH program / correction of translation
errors at the same time

—_ > ’éﬁj?%%fﬁ . Title of the invention

. EF'%% . (&£ A Applicant information

& PERE CPRESE (CIRRE ~ LIE - LIRFT)

Nationality R.O.C Mainland area Mainland Hong Kong Macau
[ PMERE
Foreign nationality
SotEE s [JEAA LVEAN ~ AF] - PR - B2
Natural person Juristic person, business entity,
organization, school
ID:
Name Last name in Chinese First name in Chinese
(natural person) % o _
(signature or seal) (&)
ﬁz‘ﬁi : (E[jj{) (Name of juristic person, business entity, organization or school in Chinese)
Name
(3*1:;‘{) (Name of juristic person, business entity, organization or school in English)
(%=)
N o . [ I
RZFT A+ (FB32)  (Name of representative in Chinese) (signature or seal)
Representative
(L)  (Name of representative in English)
(FH=)
. . . (signature or seal)
Mok @ (FF30)  (Address in Chinese)
Address e
(BL3Z) (Address in English)
SEA B AL S T

Phone number and extention number
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@{Jﬁfi ]\ . Patent attorney information

ID:

W4
Name
HETE

Certificate number
il

Address

Ji

CE A&y

Phone number and extention number

—_—
—_— ~
[N

Vg ~

(%

e ()2 APt o e s 5 -

The corresponding application(s) is/are [L1US [1JP LIES LIKR application(s)
URSZCEER © FHEEZESE - AFdmIt - AE4mIE  TEFPEEC  MEI AR
AR A SHRIEE - FAEERC]

1 [ Application number / Publication number / Patent number of the
corresponding application(s) ]

Bﬁ,ﬁ_é%ﬁ: Attached documents

Privacy Act Warning:

Petitioner/applicant is cautioned to avoid submitting personal information in documents
filed in a patent application that may contribute to identity theft. ~Please be aware that
when you apply for a patent registration you are making a public record.  Accordingly, all
of the specification, scope of claim(s), drawing(s) and supporting explanation(s) and
supplementary documentation(s) shall not contain confidential personal information. Any
individual may directly or indirectly employ this information.)

L1 FrE®EBRER ARG T RALIEER) -

1-

Check if copies of all office action(s) (which are relevant to substantial examination for
patentability) issued for the corresponding application(s) (and translations of them) are
attached or could be obtained from the dossier access svstem

1| s R #3545 H USPTO Public PAIR 245 HUE(5 2 PPH)

(FHE)

(signature or seal)

Check if TIPO is to obtain the documents from USPTO Public PAIR (TIPO-USPTO PPH Program)

AT Document name HHH Date

1-2] &S RE R R AL JPO AIPN 245 HIS(4 H PPH) ©

Check if TIPO is to obtain the documents from JPO AIPN system (TIPO-JPO PPH Pilot Program)

Kﬁz%ﬁi Document name H ,HH Date
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13 JE#E & REH4H SPTO Expedientes Digitalizados Zx4FHUfS-(4 75 PPH) -
(CJEELIRES - eI B E R RLE 2 FEER)

Check if TIPO is to obtain the documents from SPTO Expedientes Digitalizados system
(TIPO-SPTO PPH Proaram) (The translations of the documents have to be attached still.)

31@%%% Document name HHH Date

1-4 |t L2 R A 4K KIPO K-PION 4 HUS(&54% PPH)
Check if TIPO is to obtain the documents from KIPO K-PION system (TIPO-KIPO PPH Pilot Program)

thF%ﬁi Document name HHH Date

[P~ FEEs o 2 HEENEEEAE P EASIER) -
Check if a copy of the claims determined to be allowable/patentable (and translations of
them) is attached or could be obtained from the dossier access svstem

2-1[ |HE B R 5548 B USPTO Public PAIR 245 HU{5(53% PPH)
Check if TIPO is to obtain the documents from USPTO Public PAIR (TIPO-USPTO PPH Program)

A4 TE Document name HHA Date

2-0[ | B i e SRR 3B 4EFH TPO ATPN £ HIUfS(& H PPH) -
Check if TIPO is to obtain the documents from JPO AIPN system (TIPO-JPO PPH Pilot Program)
A4 Document name H HA Date

23 | E A EE 545 SPTO Expedientes Digitalizados Z &8 HUS(5 75
PPH) o (a)2EILTERT > AT FEAG T FR 35 B M [E 2 BEEA)

Check if TIPO is to obtain the documents from SPTO Expedientes Digitalizados system
(TIPO-SPTO PPH Program) (The translations of the documents have to be attached still.)

AT Document name HHH Date

24| |FREE R R B A5 4C T KIPO K-PION Z 4GS (&4 PPH)-
Check if TIPO is to obtain the documents from KIPO K-PION system (TIPO-KIPO PPH Pilot Program)

| N As4TE Document name ‘ H HA Date ‘
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| |
(13~ SRR - BEHIER KIS 5 15808 -

Check if copies of the references cited in the office action(s) are attached
G5 B SUR BB AR e R - )
Check if the cited references are patent documents; submission is not necessary
[ b sEEEAmE s e
Check if a claim correspon@ce table is attached
[ |5~ HAEFIFYARS PPH Fa S0 - (BT
Check if other supporting documents are attached (please write down the name of documents)
[ l6 - #9A=F] PPH (B IEHIZEE -
Checliif&anf\mendnlent Request Form under the PPH Program is attached
[V~ SHE T RS -

Check if an Request Form for correction of translation errors is attached
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Annex 3 (English translation added)
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Annex 4 (English translation added)

S HHHEAPPHE 1 I &5 &5

Amendment Request Form under the PPH Program

A5 ZE5E ©  Application number W g 24716

g £ H H(O ) EEHE FE SRR
When amendment is submitted according to notification from TIPO, write down the notification number
and its date

— ~ SEHHALFE ¢ (/@) Title of the invention

TN HHEEA S (E A) Applicant information

& PERE PREEE (CEREE ~ [L1EH - LIEF)

Nationality R.O.C Mainland area Mainland Hong Kong Macau
W E
Foreign nationality
ot AN [ PEA -~ ] - HERE ~ 22
Natural person Juristic person, business entity,
organization, school
ID -
Name Last name in Chinese First name in Chinese
(natural person) = Fist .
¢ name (signature or seal) ( gz
éz‘ﬁi : (E[Jj{) (Name of juristic person, business entity, organization or school in Chinese)
Name
(;Er.:j{) (Name of juristic person, business entity, organization or school in English)
(FH=)
RFE A (FF3Z)  (Name of representative in Chinese) (signature or seal)
Representative e
(ZL3Z)  (Name of representative in English)
(%=)
signature or seal
Mok @ (FFS0)  (Address in Chinese) 1o )

Address .
(BL3Z)  (Address in English)

W& B ah e ok
Phone number and extention number
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@{Jﬁfi )\ Patent attorney information

ID :
Name Last name in Chinese First name in Chinese (FE)

e . (signature or seal)
ek A

Certificate number

Hlk

Address N

B¢ B RS o

Phone number and extention number

= ﬂ%ﬂi%lﬁ . Comments on amendment

Check to specify the nature and purpose of the amendment.  If more space is needed, use
separate A4 sheet(s), typed, left to right and prepare 2 copies.

[ FREIE T HE - BE RS A TS TR -
Check to specify the inserted new page(s) of specification with respect to the numbering of page(s),
section(s) and claim(s).

[ | AFE S T T RS TEHE
Check to specify the claim(s) and explanation(s) of amendment. (Patent applications filed after January
1, 2012 shall apply for scope of claims and application fee.)

[ BRI sk R I
Check to specify the drawing(s) and explanation(s)
| [ B TE A

Check to specify supplementary documentation and appendices

Vg ~ Bﬁﬂé%ﬁ: : Attached documents

(Use only for filing attached documents relating to applications)

(* Privacy Act Warning:
Petitioner/applicant is cautioned to avoid submitting personal information in documents filed in a
patent application that may contribute to identity theft. Please be aware that when you apply for a
patent registration you are making a public record.  Accordingly, all of the specification, scope of
claim(s), drawing(s) and supporting explanation(s) and supplementary documentation(s) shall not
contain confidential personal information.  Any individual may directly or indirectly employ this
information.)

1 ~ 3$89F] PPH (EIEHFHE—R 2 (1 -
Check to specify if two copies of request form for amendment are provided.

[P~ ARSI B4 SRS s A EmE S T E = L -
Check to specify two copies of specification or scope of claim(s) with underlined portions of
amendment. (Filing date appears in the upper right corner)

(Applicant must indicate the precise point where each amendment is made. The matter to be
omitted by reissue must be shown by strike-through. The text of any added subject matter must
be shown by underlining the added text.  All underlined changes shall be made in comparison to
the original patent. The numbering of patent claims preserved. The numbering of any claims
added in the reexamination proceeding must follow the number of the highest numbered patent
claim.)

[ B~ #HEFSIEEREG Y s E s A s E i E (E AR
RBHIEERT—R 3 (- FEERBHEER 2 0 WEERE
JFER A B R A s R BB N H B A8 - el B IR R =0y
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st 2 R o A [ e A (R R B AR R — 3 > FEE
RmAIEER N 2 0) GEREBEA LA A FHEEIEZH ) -

Check to specify if replacement sheet(s) of specification, claim(s) or drawing(s) that have no
underlines are provided. In case the page numbers of specification or drawings are not
consecutive, a complete set of specification, claims or drawings of amendment shall be submitted
in three copies. (Please send 3 copies before receiving office actions, and 2 copies after receiving
office actions) (Filing date appears in the upper right corner)

L h-z=EELH-
Check if Power of Attorney is attached
L5~ srgE—2 4
Check if two copies of response are attached
(o~ Bt FIREEE ER 1 -
Check if a claim correspondence table is attached
~ HAth

Check if other documents are attached

> BH 3 BRI B 5 oK T S 2 2 5B

Explanation of clalms and fee

(AR R 99 £ 1 F 1 Hillie 2 S HEFHEE A )

M >
(only for invention applications filed after January 1, 2010)

(—) HEEERGEE —REER B LB IfEATEIEH BB E#HEE
If first office action has not been issued, substantive examination fee shall be calculated
in accordance with the amended claims:

[ REERHERE SR ARSI RIE » KA iR
HZIEH - MEGURE A EE -

Request for substantive examination has been made, but amended claims do not include
newly added claims or deleted claims; fee unchanged

[ ARZEER IR A AR MR Rk

Request for substantive examination has been made and the amended claims include
newly added claims or deleted claims:

A ( ) T fiHER ) o IR ¢ ) IH -

Newly added claims, deleted claims, total claims after amendment
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NT $ [ added [ refunded
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Where a first office action has been issued, substantive examination fee shall be

calculated in accordance with the newly added claims and pending claims before first
office action:
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Amendment only amends or deletes claims and does not add any new claims; fee unchanged
| e kEE
The amendment adds new claims:
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Newly added __ claims, total ___ claims after amendment
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NT $ added
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