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M 2 (Description of the invention) #e ¥ 35 & 4] # (Claims) ° B > KIPO 7
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AIRRE S LR B H R AL 2R SR 0 L HHE - USPTO 7
MPEP. 2173.05 (u) & # " F KB P Y AL R F % & 4% (Trademarks or Trade

*KIPO A% EIKAE - F 2T 5 4 5 0 2023 R
J7 % " The name of a person, trademark, nickname of a product, expression indicating only abstract
functions or the word ‘patent’ itself shall not be included in the title of the invention. ; °

® KIPO $ A% EIRAE - 5 3 FH 5 8 0 2023 S -
J& X " In principle, stating the trademark or name of a product is not allowed in a specification.
However, even though the trademark or name of a product is disclosed, where the concerned
product can be easily obtained; the change in quality or composition of the product with the
trademark and name is less likely to change the content of the invention, stating the trademark or
name of the product shall be exceptionally allowed. ; °
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https://www.uspto.gov/web/offices/pac/mpep/s2173 . html#d0e219126 (FH&EZE B : 2024/09/03)

J& X "2173.05 (u) Trademarks or Trade Names in a Claim [R-07.2022]

The presence of a trademark or trade name in a claim is not, per se, improper under 35 U.S.C. 112 (b)

or pre-AlA 35 U.S.C. 112, second paragraph, but the claim should be carefully analyzed to determine
how the mark or name is used in the claim. It is important to recognize that a trademark or trade name
is used to identify a source of goods, and is not the name of the goods themselves. Thus a trademark
or trade name does not define or describe the goods associated with the trademark or trade name. See
definitions of trademark and trade name in MPEP § 608.01 (v) .

If the trademark or trade name is used in a claim as a limitation to identify or describe a particular
material or product, the claim does not comply with the requirements of the 35 U.S.C. 112 (b) or
pre-AlA 35 U.S.C. 112, second paragraph. Ex parteSimpson, 218 USPQ 1020 (Bd. App. 1982) .
See also Eli Lilly & Co. v. Apotex, Inc., 837 Fed. Appx. 780, 784-85, 2020 USPQ2d 11531 (Fed.
Cir. 2020) ("Following Patent Office procedure, the Examiner in this case rejected the claims of
the '821 application as indefinite because they improperly used the trade name 'ALIMTA.' In response
to the rejection, Lilly canceled its claims reciting the trade name and pursued claims using the generic
name for the same substance, which mooted the rejection. Additionally, as the district court observed,
the Examiner 'explicitly noted that pemetrexed disodium was 'also known by the trade name
ALIMTA' ' in the contemporaneous obviousness rejection." ) . The claim scope is uncertain since the
trademark or trade name cannot be used properly to describe any particular material or product. In
fact, the value of a trademark would be lost to the extent that it became the generic name of a product,
rather than used as an identification of a source or origin of a product. Thus, the use of a trademark
or trade name in a claim to describe a material or product would not only render a claim indefinite,
but would also constitute an improper use of the trademark or trade name. If the applicant responds
to such a rejection by replacing the trademark or trade name with a generic term, the examiner should
determine whether there is sufficient support in the application for use of a generic term. See MPEP §
2163, subsection II.LA.3 (b) .

If a trademark or trade name appears in a claim and is not intended as a limitation in the claim, the
question of why it is in the claim should be addressed. If its presence in the claim causes confusion as
to the scope of the claim, then the claim should be rejected under 35 U.S.C. 112 (b) or pre-AIA 35
U.S.C. 112, second paragraph. ; °
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J& X "1. PERMISSIBLE USE IN PATENT APPLICATIONS

A mark as defined by 15 U.S.C. 1127 (i.e., trademark, service mark, collective mark, or certification
mark ) or trade name may be used in a patent application to identify an article or product, service, or
organization if:

(A) its meaning is established by an accompanying definition in the specification which is
sufficiently descriptive, enabling, precise and definite such that a claim including the mark or
trade name complies with the requirements of 35 U.S.C. 112, or

(B) its meaning is well-known to one skilled in the relevant art and is satisfactorily defined in the
literature. ; °

* )& x "IL. PROPRIETARY NATURE OF MARKS USED IN COMMERCE

Although the use of marks having definite meanings is permissible in patent applications, the
proprietary nature of the marks should be respected. Marks should be identified by capitalizing each
letter of the mark (in the case of word or letter marks ) or otherwise indicating the description of
the mark (in the case of marks in the form of a symbol or device or other nontextual form) . Every
effort should be made to prevent their use in any manner which might adversely affect their validity
as marks. ; °
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Lemon (registered trademark ) ", manufactured by Lion Corporation) «----- J * EPO

#2020 #F84 " Annex to the communication ; * " European search opinion ; & &%
AAg T H KA PR AR LT L B R AR AR R AT R AR 2
T RFEELE (FIVAS) ZHE©o | W2 A A 2021 FM L EA B2 45
ey E KA -
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EPO /7 X "detergent ("Mama Lemon ( registered trademark ) ", manufactured by Lion Corporation) | ;

JPO R Tik#l ( Tw~wVL Yy (BEME) 3 ~ 7144 Y HRA2#H) | -

J7 X " This above-mentioned parameter is based on a condition which implies the use of a detergent,

called "Mama Lemon". This detergent is indicated in the claim as a registered trade mark and.

therefore, has no Precise meaning as it is not internationally accepted as a standard descriptive term,

thereby rendering the definition of the subject-matter of this claim unclear ( Article84EPC; see

GuidelinesF-IV, 4.8) . -
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BX T (L) CORBR HHFROEADRZERL TROLET HFHHEE36K5F6E
F2FIREFTIRMEFmEL TRV -
FHRALI TRHRA (TevlbEYy (BEER) 0 745 YHRRXESAER) 5, ORI TH
hr)THd -
(a) T(PewlL ey (BEEMAR) T4 A YHRAGHRE) S LHERES I hzTR1BH
FEREZESINEZAZVRAFTEAL L TLEINZ2ONENVFRAN L) THD -
(b) Tewlb®y (B4R 1 3 BEHIETH I BEHIZEIHLOR G R 2%
KEFERAINEZBOLEERLST HETOoOFRIEAINZHETY » Bk is &
LI ZORHEHREN—ZTTLEVIENH DL - |
EPO &4 w359k : 16192598.7 » USPTO &4 ¥ 338 1 15/296,507 °
12 MAL S T £ Pty A PR 3 B ey 7 5 & KE-101A/B ~ KE-1285A/B » KE-1803A/B/C ~ KE-
1854 ~ KE-1880 #4 & &t VA R AZHFALE Rk Ay A P 8] B 6 77 0 & SK-1425 & & ©
J& 3 " wherein said adhesive material is at least one selected from KE-101A/B, KE-1285A/B, KE-
1803A/B/C, KE-1854, KE-1880 (all available from Shin-Etsu Chemical Co., Ltd.) and SK-1425
(available from Soken Chemical Co., Ltd.) ;| °

42

43

113.11 BEE#AT voL.311

25



26

XAEHE

LB THEZHEEROIHRT (L)
— LI RIER A i RN dn 2 R A Bl

HAFRAP 2 B0 % 444 » EPO ¥2 USPTO B9 E R BAZ 5] 4 -

EPO #* 2017 F 69 B A & & L (European Search Opinion) 15 & '35 KA+
BERGE LA TR B R ADARER WAHTE - BRAMAENESE T EA
FEEE (FIVAS) ZHE - HIRFEIREMFIAT ™ FRAN 2017 F
6 AMEIE W 2F Z A S E - SR B A 4L A 7 ob & A& SE KR - EPO 34 £ AT A 0y
W o R $5 [ IR A T e S ARG KR -

USPTO #2017 o9 % £ & Rids Z 5 " 35 K8 b 42 A 1 o % A5 0 A3 %
ST RERETRE  THARBETFRAFHNEE » BRFLARGTR
BAE e WEEAFN 2017 SR 12 AMSE R E RAVSE - MR B L AReE KR -
B ARk T HE USPTO R4 Z Pt fe ey W 35 LAV 85 B 4 H 5 4 A0 35 K78 -

AZWITHE » EPO #2 USPTO Rk AT HF AL RBMHZIALT 2% &
A R R B X R R R o EPO % 530 4 kB B B A 22 0942 M s i b
#7%& » USPTO % R AR L Z LB E R A0 LM BRE SR B ERRE RS » B
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44

J& %X " The terms KE-101A/B » KE-1285A/B » KE-1803A/B/C ~ KE-1854 » KE-1880 and SK-
1425 employed in claim9 and appearing to be reglstered trade marks have no precise meaning
as they are not internationally accepted as standard descriptive terms, thereby rendering
the definition of the subject-matter of this claim undear {Article84 EPC; see Guidelines F-
IV4.8) 5 °

*  J& X " Claim contains product names or possibly registered trademarks. This is improper since the
specific components of these materials can be changed by the manufacturer, and are not specifically
pointed out in the specification. This renders the claim lacking in written description. ; °

JP 6669464B2 -
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B % R4 E] (Veeco Instruments, Inc) #i&) -+ - DT EMEEA g
Mtk 2 REAFERE TS (BRE "H-7600, » Bz () #it) - 7
Ao it IR 80 KV _HAFF 20 B 16915 1F T HIRA: TR - A B E I #ei (B
& "Image-Pro (M #E1#E) Plus , * B X &% (Roper) (&) &) - °

HAFRAF ARG K E B G ke E S e T LA
TLeica EM UC74 * #F# &% (Leica-microsystems) (%) ## , T4 54
KB AR B A BR8] (Veeco Instruments, Inc) ## |, ~ T % 445 TH-7600, -
B (%) #i# )~ T &4% T Image-Pro (ZEM 4% ) Plusy * B K& (Roper)
(M) #i& | » EPO #1 USPTO 3384 7 iF &t &t -

EPO 7> 2023 FoyBk AR A E A TH KA AT R LM FFEHE
B (F-IVA8) ZHE | > FHAMN 2023 4 10 A5 EPHEHE - HEm
FR7 S &A% o USPTO 742022 FoF A R B TR BF LA T A B ® LR
AT A b2 3 & it (identify or describe)  HEGEFRARF R EH A
T T e GRS AR A 0 AR SR LA AR R A S 0 T e AR R A
B R WA e by RIR B RTAE BT e AT 0 A 0 BT S S A I R R K
R 3% M & Rk EE o 5 3L USPTO 324 35 K8 b M) X P4k A % 8 Rk pr &
T e A TRGERATRRE o WFH AN 2023 F4 AMGIERF LA EHE
3t MR B AR TR e B AR KR .

Y EBPO $#] ¥ 39 : 22198233.3 » USPTO &4 ¥ 343% : 17/102,517 -
F# et Tleica EM UC74 - #F# % % (Leica-microsystems) (k) #xk , ~ T4 5 A4
AR BRI A PR 8 (Veeco Instruments, Inc) #H# | ~ T3 & % TH-7600, » B = (pg) #H# |
"% & % "Image-Pro (ZEMA4%) Plusy * A AZE#H (Roper) (fE) ik o
J& X T The claim contains features in parenthesis which render the scope of the claim unclear since
it is not clear whether they are features of the claim or not:-- it is also reminded that tradenames in a
claim is not allowable (EPO Guidelines F-IV,4.8) . -
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