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&

£ B RADREHE T8 % 7% (Inter Partes Review * IPR) & B ##24T
VAR RS & By i by B o B8] 0SB4 47 B 8 B (follow-on drug makers ) #3647
B AR A G T A R I AT ) ek R o YT — & 2 IPR Fl 45 4R A5
TAIIH R E LTt FhmE R ERTE - KX PR Bk s E Lo

KGEFE > REZHEG TR R Z X RAK LR RERRES L LB
A G F Rk Loy A A S KB B R B 5 5 e BUR R R AR B
FE A5 o

ety : 27 M%  SAFHELEFRER G  REEAE - FAlRAMETA A F
ERSE AL R
Inter Partes Review * Patent Trial and Appeal Board * Pharmaceutical
Industry » Precedential Opinion Panel » Claim Construction * Motion to

Amend
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2B B &M ET (TR )2011 44| € Leahy-Smith £ B % 1 7% £ (Leahy-Smith.
America Invents Act * AIA) » FE#» E B %5 R #E 425 (United States Patent and
Trademark Office * USPTO) 44T 2R A Alsk LA al kL H 04 5 7% ~ B E T &
W #1# %E (Covered Business Method Patent Review * CBM ) iz 4 # % (Post
Grant Review * PGR) F 8 £ A4 2otk e 425 1 o L B oy AR RFFA 5 474
FEANFELEH AR EKEE I E 24 (weak patents ) * ~ Hi#BA2 5 & AKX
T ATBAZR » (3L A 888 FARFEREL L H A REGHKRTE » A
BB T IR FAZ A

TH A > B 2012 FH] L AIA R > TPR #5 81 A7 28 B4 30 8 IR AR & T &
Ao HEREEEFAEMRAGI G RIE T REART LRIV ENEEZ
— 5 IPR B R AR RN RE - BRI &R RIS A TR SRt B ER > &0
Byt F e Rk AT By o B Sk 0 IPR AR R e RHIE R 6 B F 0 AT AR R B A
# f& (brand-name drug makers) $147 W #E g (6 HE oy TR E LG R EY
PLERARER S TAMES G R EG AR ER) ZHBEEH A RE
(patent linkage ) * & % A$&5% (patent dance) © 5| & T2kt £ £ M4 -

VAR A BF RS 09 FR &) 0 PGR ARGR A FAMA R B L SR PR X SR AL 0 IPR 2 CBM Al AAA AR B
BRI E - M CBM 4330 £ ik £ A48k B3 A % B &3k 0 ¥ A i8I (transitional )
MR - FRKREH - ZBESARESE AR AR FRPARN—A S FTME (IPR) &P
o EMAEMATI2IZM AT -
Gene Quinn, Why should we encourage generics to challenge pharma patents?, IPWATCHDOG,
http://www.ipwatchdog.com/2018/06/17/why-encourage-generics-challenge-pharma-patents/
1d=98493/ (last visited Mar. 26, 2019).
*  Mark Consilvio & Jonathan R.K. Stroud, Unraveling the USPTO's Tangled Web: An Empirical
Analysis of the Complex World of Post-Issuance Patent Proceedings, 5821 J. INTELL. PROP. L.
33, 43-44 (2013); Press Release, The White House, President Obama Signs America Invents Act,
Overhauling the Patent System to Stimulate Economic Growth, and Announces New Steps to Help
Entrepreneurs Create Jobs, http://www.whitehouse.gov/the-press-office/2011/09/16/president-
obama-signs-america-invents-act-overhauling-patent-system-stim (last visited Mar. 26, 2019).
Brian J. Love, Shawn P. Miller & Shawn Ambwani, Determinants of Patent Quality: Evidence from
Inter Partes Review Proceedings, 90 U. CoLO. L. Rev. 69, 164 (2019).
POk RAREZBEE R ARABRR FEMAEMAT 196 0 B 5-19; KikF
£ B S AR B E b S A B SR B RIRST - R M AN AT 196 41+ ' 20-33
¢ B ARG EEP? R B AMAREE £ IR 0 A 8-47 0 2018 SFAIME o
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M ZHEE (IPR) GIEEEHREEXTE

Z BB Qe LA R fe ARG L0 2R & AANRR P ASBE RiLs
WE R RAGF o ERESIF LT ATHEN > AR ERGFAES (IR
IPR) Ak o R » f£B@ % A3 IPR 1% - B 45 B 88 B AF 2 B AR iR TR I s A2 /- 4h
FH A PR > H IPR A& W 3 £ 5] $u B A% (claim construction ) ¥% & 2 % 4] £ 2L
BB PVBER R A LR ATIRT » M EFLFEESHRT - L IPR &R EE
R e BB R B Bl A 0 A AR B - R ZFEH S5 LB SR AH PR
STAREBOR B Gt sset AT AR B 2R Rt B R A 5 o BTk A R
HIRIGH R R TR G Rk B4y B AR A IPR RBUR S SR R A7

% B IPR #]Z 8248 Bl $) R 8 H 2L B A5 R 1B L XA & ° 0 12 KA K% 4
BEHAEER (ALEZRZHEOREER) EXRA AR FRE EBENLT - 7
BEHAANR R REEEAREERE MR LB THABIE LA THRE
FRERFARFHEFEOGIRAHELENPE - WL 5 0 TAAE A
REFRAEHRGEREARNOTERATARERFO T N ETREEE -
e B FVA ZOME SRR A BB ° 0 R XU T PR B 4615 8 T SR i w4 oY R AR
FEAT S B R E e AR KRB AETE - AL KRB KA M R 0

s -

A\ IPR kTR FR £Z R

A EBIPRAIE F R LB JALDRIPR kR HRAZ £
C HReilE— 5 TR B E E PR B B Ry B e AT R AE R R 6Y B R AR
( jurisdiction ) » Fw IPR ] & 89 15 iE o 4] 55 288 & B i M5 7 3o SRowk b el 4 o

7

S. 974, 115th Cong. (2018). (To promote competition in the market for drugs and biological
products by facilitating the timely entry of lower-cost generic and biosimilar versions of those drugs
and biological products.) ; FF & - Bk M AE SR AR EH LS L R LA R
Mt Ae A M EF 0 b EHHER 215 B 0 http://www.naipo.com/Portals/1/web_tw/Knowledge
Center/Industry_ Economy/IPNC_180711_0703. htm”fbclid IwAR2qwchIWyTodp514ETN1Qng

5L8vxlro6 wnZaGkWCDCOFSF3c15TW36Y (R#ZZEE R : 2019/3/26)
8 ks Bl 0 HS5-255 BREF %l?ﬂw?%&zm%ﬁ AR AR EFERLS
'Jﬂ*#%rﬁ“ SATIFE R R KRIFESIFH 2 M 0 8 1-62 0 2017 F 12 J=] ; FM= 0 AR %R

H % 75 A E W S AR B R PR F ok %%%éﬁﬂﬂms%’ﬁﬂﬁm
 RAEBREERFREHE G éﬁzﬁf‘i‘-éﬁ*" % Ha‘é/% 2019 %+ 2 A - https://www.tipo.gov.
tw/public/Attachment/92201203648.pdf ( #x 1% % $2019/03/26)
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Jo AT 0 E BB G KA 2012 364700 ATA 34 4T BURE A £ USPTO £ 3% A%
) vEMEH 09 PR 5 2B 7T & Bl A8 R A 2 a9 4T A B w E » A s &
ﬂ%ﬂﬁAml Gy BB o AREIHIREFRTF R IPR EV L SHAZF - Bl fe

HE ¥ $amw ey =AEE 0 (1) AR Rk ARG EFR] - S & AR
&%ﬂﬁ&&%% o A8 B Y R AZHE T2 04 B 2T I B g R He e 2 T35 30
BA *REEZIPREZREK ISMEA » L& H 2 I# 270 £ 450 ¥, £ THEKRE 30

éjoﬁiﬁuzQ)%E@%%ﬁﬂz%%ﬁ&&%%ﬁﬁ%{mwoﬂﬁ&m
H w078 &A% BF (Administrative Patent Judge * APJ) &2 »®» H Ik IF T 5>

) (trial) @42 E & USPTO &Lk ;5 (3) USPTO A& &R G4 T A4
%’%%%ﬁkéﬁﬁ%ﬁ&&?ﬁ%%zﬁﬂﬁ&»%iﬁ%%ﬂi#%ﬁ%
o HHFE IPR Z AR E A EHE USPTO #IE A THAEE LA b F Feyshk
IPR 75 °T ffj 3% ~ 48 TR HLAE 0 A 20tk -k L AIAE AL IPR 4ty 34 F 20 1%
R G R RATRENM AR T H R A EBHRNER  BRMEL PR 4iiF
B RFIRE RFIEANGEIR TSR F - REE EHEER " AXAT 55
WAZ R BAF ~ W A S E A RRARE O BRETIE R R FEHF F @Ik £ B PR
kIR FAEE -

R ¥ X

I R A HEAYEAT F = AR FF 324 PR A8k A 20 o 5Rdm » IPR =
Z W F A (petitioner) 145 24 B AT 2 B o) SR R FI 40 K 5835 KA L G AT AN H

Y OBRAZ  FIZES  A1-2-

" Chris Barry et al., 2014 Patent Litigation Study: As Case Volume Leaps, Damages Continue
General Decline 16 (2014), PWC, http://www.pwc.com/en_US/us/forensic-services/publications/
assets/2014-patent-litigation-study.pdf (last visited Mar. 26, 2019).

Nora Xu, AIA Proceedings: A Prescription for Accelerating the Availability of Generic Drugs,
66 EMORY L.J. 1007, 1023 (2017); See generally David A. Divine et al., 2013 Report of The
Economic Survey, AM. INTELLECTUAL PROP. LAW ASS’N, http://www.patentinsurance.com/
custdocs/2013aipla%?20survey.pdf (last visited Mar. 26, 2019).

3 Melissa F. Wasserman, The Changing Guard of Patent Law: Chevron Deference for the PTO, 54
WM. & MARY L. REV. 1959, 1974 (2013); Id. at 1025.

Jennifer E. Sturiale, Hatch-Waxman Patent Litigation and Interpartesreview: A New Sort of
Competition, 69 ALA. L. REV. 59, 88-89 (2017).

*  Gregory Dolin, Dubious Patent Reform, 56 B.C. L. REv. 881, 893 (2015).

* 35U.S.C. §311(a).
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14
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M ZHEE (IPR) GIEEEHREEXTE

JEER 5y LM o

BSh o B FrAE AR 0 IPR R W A S A 8 IPR W Sh AT % 48 4R AL
BRANA B AR R AR TR E R - PRIKAR
#2 [PR® » R » ATIGAERZF @ ARE L AT AEEE L 82 (actual ) #9 A2
HTFa sy F (controversy ) B 7 /F4RAe * c AR EZEm T » HRERAGER R
5% BE 4 % 72 B (United States Food and Drug Administration * FDA ) % & 244 £ 7
¥ oE AR £ B E AT T A2 (artificial act of infringement) | 174 » /R B
BB BT A 3k B 3 KA R AT TR N 7 0 SLIF IR A B HE LR BB B o MRS
RS ERIEEG R E RIS LT vF @it B REEITALE 0 & RAEF
RRERBEm AR 4y TILEES £ T A 2003 FEBRMRERE T HELR
#R/AXALE L (Medicare Prescription Drug, Improvement, and Modernization Act of
2003 * MMA ) HL#6JR B4 22 B d 0 AT L i@ 4n 1% 45 B N 35 RBRATTF A - 4 BB R
TRRACHEBZ AR 2 0 VO R AR G 1984 SFHEAIEARME LR RZIR © 5 —

T HH Ry TAWES 0 EBBE G AR 2000 F 4 M B o E A& 55 A Bk
% (Biologics Price Competition and Innovation Act of 2009 * BPCIA ) £1]#] 7T & 1
) 69 H G 2R ¢ R B A BE R AE BE R BRAC TR A AT L SR R AT R AR HE B AR
ZRIRMEET] ylﬁlié%éﬁé&igﬁ'liﬁﬁ 2o RFH B AERAR 0 R B BRI 30
AR FRALTR *  FBRBFI—HR - KRR B BE B B ARG o AU AE Ak o R 6224
A4 2 o T 4n BPCIA 3t AR TR T 47 B 38 e dR AL s 3R 2 3 a9 LA 1R
RFAERAGRZ B MR T IRBUR B SRR ARG RAEA] ) oy XAR4 R B

7 35U.S.C. §§ 311-319 (2012). In an IPR, a patent’s validity may only be challenged with respect to
novelty, id. § 102, or non-obviousness, id. § 103, and only based on patents or printed publications,
id. § 311(b).

¥ 35U.S.C. §315()(1).

¥ 35U.S.C. § 315(b).

2 R¥E 28 U.S.C. § 2201(a) * & £20A LAV HEA & B 7 12 09 L AVRHESF Ay F - AT E B -
LR T kTR i T #8323 ) (declaratory judgment ) » VA £ 5k & F £ ] B2 R K2R ©
BRE o EREAFRARE AR RME AL FEGAMAF 1318 B 74

* 35U.S.C. §271(e)(2).

2 21 U.S.C. § 355(c)(3)(D)(i)(T); 35 U.S.C. § 271(e)(5). #5 K ¥ » £ Bl R A4 L 4% sk E Aok
HER o KRRy Bt A B 103 SR RS 0 ' 72-74 (2014) o

2 42 U.S.C. §262(1)(3),(4).

2 42 U.S.C. § 262(1)(6).

> 35U.S.C. § 271(e)(6)(A),(B).
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RRAERATE) - o TR TREESMR Ry TAEMES - FRERE S
) 7 45 0 M) & BAT BT R T R BT & X PTAS TAE L B35 % (Bolar Exception)

A B HARE 0 R RO AR PR EL 0 4 B B R AT B ETRAZAE 0 bk
Z PP R AERA S 0 F A5 B R Rk A LB R AT FE SRR o

FH b o 250 FAG S 28 5 6945 B 2 ok £ B &3k 4546 2 F Paragraph IV #F
B RAZAHE SR I BER P A BB 5 A A RS » Ry T AW E S a7 1B R
R SR PR B RS B R R R A SRR TR 0 R B B 2 AR
Mo+ A BB RO AN B R B B e R AR AR A SR — SR ke
IPR ° &Rifn > % &G5 B ERERE (Flho o TS E R 045 53 i /e R RS 3
FAEFE I Paragraph IV A P38 404 45 B N oRITALF AR T ) HR A ERIE
SRRACHERZ R 0 RE AT B RO R R B B RAR R PR A R AR AR A AR —
Fizilig o PP T A4 PRV

G EEX IPREES SR FREAIRZGRETAIEAT < Joh > FRF
IPR &4 &5 % #| % L3k % B & (Patent Trial and Appeal Board * PTAB - &7 APJ #85%,
37 USPTO ) F-7AM#7 3 lig 3% FIE 5k #4 5 & & & (Final Written Decision )
£ BRI IR ZHE oy s b G AT KR4 PTAB AT B R 4175 B & A A
T¥ BFTEBERMNPTAB A IPR &L @k THR » S IPR F1E A HE
B B 5 R AR AR B P SRR 092 o
= A R AR
2018 4 11 A 13 A 237 » 45 & 478K Bl 09 USPTO 4 % & &4 35 £ & IPR
B o AR E AR 135 KA A S0 F & & & (plain meaning) & W 3% £ 4]
SE RS TRILZMBE Tk TR EL/EZRESEMHE | (Broadest Reasonable

Interpretation * BRI) #%#E » ; S Az A AR R EFRALZLS > A AA TEEZS
By W AR T OARRFE 2 B ARIE £ B FR R E E kT (US Court of Appeals for

%6 35U.S.C.§271(e)(1). k¥t > FI3E5 » A6

? 21 U.S.C §§ 355(c)(3)(D)D),(HH(S)NC)().

® FRA=CF o RBEEAEAMN TR FRALER ) X IR  £HFEFIZ0H 0 B 100
BAER YHELAEEORTLRSCERERTRCEME  SAFHEA208 > 87 -

2 MPEP, § 2111, Ren. 07.2015, November 2015.
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M ZHEE (IPR) GIEEEHREEXTE

the Federal Circuit * CAFC) & 2005 4 Ft ¥ i % #2 Phillips v. AWH Corp. £ * %
B ey T RIS AAE | (4% Phillips RARHE ) VB4 W 35 A ¢ B A FEAR 2R -

$€z’ﬁ%ﬁBm%ﬁ’%ﬁﬁi%%%wéﬁi%%ﬁﬁT’%%%%

FATARIR P A @ w sk A 3 K08 (claim) AR F @& & T F B P A5
i@ w B A, (ordinary and customary) MEE  BRTPHR R TLEAEN R

B 5 3 R4 A Rk KRR R TR S 2B & B A L ATH (prior
art) R BT FAIM @ %R R F ARG F R o R G
2 5Lk ook KA 7 o P4 Phillips XARAE - A HAH FRZFRANE - AV H
BB TR A A AR b LA R e AT T ARy TR LR R A B
ERASRRAE - PHELENBE L F B R R F 4
SRR TR oy F S5 AR ARAE > o R BRI R F IR 425 2 Phillips
KA oY 35 A 56 [B] A2 FE - 2 IPR 4% A 09 BRI AR MR o) R REJAMA K B 4 PR 45

K o B IPR SIS R AR ¥ 3 A S AR R R EAHH
AL T R B 2 F BT A ETR AT o AR AE 2016 F Cuozzo Speed Technologies,
LLCv. Lee £ * #lik ¥ » £ Bl ik &k Feds th ik 4% €48 T USPTO " & 3 IPR 694 A1 |
ﬂ%%i%ﬂ%@ﬁﬁﬁﬁ*%%ﬂﬁ@%%ﬁﬁ’l%auL&WO&%%@
B a4 B A7 5] AR B R AR A R 0 A2 Bl AN AR RO R R — MR R B T
% o CAFC # Z# 2017 4F Novartis AG v. Noven Pharms., Inc. & ¥ ¥ & 7 IPR 4
BRI FAF R EA - IR — B IPR #k 330 B B 347
PR E R A B RO -

% Phillips v. AWH Corp., 415 F.3d 1303 (Fed. Cir. 2005) (en banc).

31 Phillips, 415 F.3d at 1303. A& &K * Fl3E28 * B4

32 Ri=F > F3E28 » A 110 °

3 Phillips, 415 F.3d at 1313. 5k4=-F » Fl3£28 * & 106-107 °

3% Cuozzo Speed Technologies, LLC v. Lee, 136 S.Ct. 2131 (2016 ) ; FIiRA4T S E B 4 « KiF
39 > £ B £ A4 FA2 A A Cuozzo Speed Technologies, LLC v. Lee & » £ A|6pEF] 2787 - B 35

3% Cuozzo Speed Technologies, LLC, 136 S.Ct. 2131 at 3. %k F55 > 2BEWHR RS EIERAEERE
IPR il A 3% 5 f% & ¥ ###E )% B] (In re Cuozzo Speed) 3% & £ F I E 0 http://iknow.stpi.narl.
org.tw/post/Read.aspx?PostID=12097 (x#&# % B : 2019/03/26)

¢ Novartis AG v. Noven Pharms., Inc., 853 F.3d 1289 (Fed. Cir. 2017 ) kAT 5 # kT 55 >
RAVH M e — Bk 0 & CAFC ik Fes 9 USPTO %414 % & R & F MBI AR A — %K
(Novartis AG v. Noven Pharmaceuticals ) * # 4% & ¥ % 3R ¥ * http://iknow.stpi.narl.org.tw/Post/
Read.aspx?PostID=13362 (&% 5 A : 2019/03/26) °
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bW A S B AR RE AT AR T ) SR At R B R 63k 4 L% USPTO 84

~~~~~ ¥ TRE 2018 4 11 A 13 A » USPTO 4 PTAB % 32 IPR %4 FAZ 7 0¥ ¥

3 &R 56 [ AR FE 09 BRI AZ M5 iE % 917K 15 3 38 — 589 Phillips XAZ % » # M
PTAB /& F 05 JE# BAEAT L& RO B AL/ PraE s 2 W 35 R A S5 18 A FE -

= REME

B AR P48 IPR LIRS A A MR R - &4 (— ) IPR 8R4 3] %
MH » HFH IPR X PTAB XA /T F A% B0 5 M IPR 1345 475088 & » 14
ITHMH R ETARERE L AR FRE AR LA R F LA
A7 (=) IPR R PHAH A F A A M ZRE TR L EEIEH
(preponderance of the evidence ) FIAHAR 4 o

T2 FH AT W R B R B B R B o A UM ETRATIRBE R 0 R

£ PTAB 478 &A1 75 B s KRS 50% #E 28 FAZ ERR L2 OHEH » BlARE
ZATERFEB TR RZE FABF  mBHERHAARIFZHEEFZFR
Mo FARAE R AR A RE TR R LG HE R B ARRA (clear and
convincing) FIAEARAE =« Fgb > B4 FBEFEAE RS  TRERSFEZEA
BRI PIHE6Y TPR BBk S 2 kbt B L HAF R T AR AL R %
FaomE o RAEEREIBAEG R — >

~ FERE A

IFAZ 7 @ PTAB 0 A7 Wkt B 6 A Wik 2 2 FH IPR = % » 4
SEH - FRBMEBERELETERET Y, wh — R FXEHRZHEFR HEEH
T3> PTAB # h R & & @ ok € 4T > AT & Bk 09 B K i 474 A% (Joint motion for
settlement ) * ¥ IPR £ & W 35 ASFAEATH 7  H LIUF SR A Ly F 095 H] 2 -
AR BE S AR AT AN H LA TFA L F IR WA 0 R B R KT
HPFHERIFM L 30MA 2 AIA X EHE PTAB 78k %] IPR W 3% ~ :B4E 4 &4

¥ 35U.8.C. § 282 (a).

3% 35U.S. Code § 316(e). Sturiale, supra note 14, at 92-93.
3 Xu, supra note 12, at 1024.

© 35U.S.C. § 316 (a) (11).

4 35U.S.C. §§ 317, 327.

42

Barry et al., supra note 11, at 16.
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HMAMBRRHBEERTEE s AL EZE2FHERELETRAEACS K FE 18MEA @ AF
T E BRI F AR 1218 A A L My R R TR
WGIETHATY -

%~ A HAHI B A5 B

2018 F 4 A » £ B ¥ #5k & % 2 4 Oil States Energy Servs., LLC v. Greene's
Energy Grp., LLC £H iR A B &) EM T IPREFLE Y BAZEERBR T
AT % IPR A2 5 7 5 £ £ § 42/ (Due Process) ## > ¥ 5% USPTO — % 7|
Fe IPR BRAZ R BE 5 b o BIRETTH IPR 89 355 F A7 4& 2 F )& AL 4]

FAS B BB BOR o AU LB AR ¥ IPR ARE RN FEEFE
T Z 5| Fe PTAB A 5381509 E 2 HA] - AIETis e o L7 A #4 22 % 2 & 5] 4y

< ,_klﬂgil " /’é\ .

— 2017 ¥ 10 A ° CAFC 4 Aqua Products, Inc. v. Matal ( f# # Aqua Products )
2% (enbanc) FlifE IPR A2 P AF R EF KA REBETLE SR
R A T RAHEAGARRGE I R B KA R A LAR 0 ik s d TIPR
S RWHFAREEF R F AR C

— 2018 FF 4 H » EB IR 5 kLA SAS Institute, Inc. v. lancu £ 45 & USPTO
5 EWHAF K PTAB £8909 £ AF KB 2 T AL ERLHRIEL
’ Z— 57\;}){1: 46 o

\

1

H

= 2018 8 A > USPTO # M 43 Ml #] #] & # » ¥ # PTAB % #£ 35 3] (Trial
Practice Guide ) * 3% IPR Wi £ B @42 P oY B F A2 Fo T v o

©ORPeMEMAZRE Bl FEHFEEIM -

* (il States Energy Servs., LLC v. Greene's Energy Grp., LLC, 138 S.Ct. 1365 ; H| ik 83T %% 45
A A E I ROR ﬂi‘-ﬁ SR KAERRLLREE ? 2018 £ £ B 5 % k% Oil States Energy
Services v. Greene’s Energy Group % * b %7 # 4R 229 #1 - http:/www. nalpo com/Portals/1/web
tw/Knowledge Center/Infringement Case/IPNC_ 190123 0502.htm (&% B : 2019/03/26) -

% Aqua Products, Inc. v. Matal, 872 F.3d 1290 (Fed. Cir. 2017) (en banc); #| A&+ L E#-4= >
FlZ£8 » A 54-59 -

% SAS Inst., Inc. v. lancu, 138 S.Ct. 1348 (2018).

4 ﬁbﬁﬁ?ﬁi}/\?— MAR USPTO MO 42X M REFF -~ Fra B MEFM gL T ER2 516
3t % o See PTAB, Trial Practice Guide August 2018 Update, USPTO, https://www.uspto.gov/sites/
default/files/documents/2018 Revised_Trial Practice Guide.pdf (last visited Mar. 26, 2019).
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IMHEEZSEE (IPR) GIEBENRBEEXZE

v~ 2018 59 A » PTAB sk & #] & & ] & JL s 42 (Precedential Opinion Panel °
POP) » B &2 A&k FEXBAMERATEREREE  RAIE TR E
YE %742 (SOP) * POP T #) By USPTO 45 & 7F & PTAB #y 4 & & ik & &
A A # % /1 (binding authority ) #49 #| 3z 247 (precedential ) - #F 2k A 4% A4
F5 M (informative) * *» A3 iw PTAB & Z W ik by 7T FAR A S $R B -

Z 2018 11 A 13 B 4% > PTAB 7 & 32 IPR ¥ 4 FA42 /- 05 7 35 £ 5] & [ 4%
49 BRI AZ4E » 5 iE & ¥k [ 3 2% — 569 Phillips XAZ % ; USPTO 3t 3% & £ &
ALAMEARFIF  PTAB BA BEMULERFFAXRLIARARET S LR @

(International Trade Commission * ITC) 337 &Rk S AR I FHE T
¥ 2E LA S B ARG R T Y o

7%~ 2019 4 03 A 15 B 4% > USPTO RXAT#7 09 R B35 RAF AL © - FAIHA
Je IPR 23 A2 5 i B o E3 K@y $ . (Motion to Amend * MTA ) 4% »
FEFFEPTABA THIAZ P EFKBAR T AT &R w5 K5 7]
(preliminary feedback or guidance ) * H R F|H# AT #H A F # PTAB # L
Ko BHABREEFLARNENHRE  RRETHFRLFEEIAEARS EE
HARIARI Y F

B RGIBEESWHEBREEZZE
R4 LB s i EB VAR H IPR 0y 8 kB R ey F % E 44 PTAB B H,
Blegf5=T » M EEE £ Py F Rk g AMEBE? Ry R4 T w3 48

L)

SOP 2(rev. 10): Precedential opinion panel to decide issues of exceptional importance involving
policy or procedure, USPTO, https://www.uspto.gov/sites/default/files/documents/SOP2%20
R10%20FINAL.pdf (last visited Mar. 26, 2019).

49 83 FR 51340.

Notice Regarding a New Pilot Program Concerning Motion To Amend Practice and Procedures in
Trial Proceedings Under the America Invents Act Before the Patent Trial and Appeal Board, 84 FR
9497.

> Matthew Bultman, Patent Amendments Face Better Odds Under New AIA Plan, LAw360, https://
www.law360.com/articles/ 1140532 (last visited Mar. 26, 2019); See also Emily L. Rapalino, Marta
E. Delsignore and Khurram Naik, USPTO Creates Pilot Program For New Motion To Amend
Practice, https://www.goodwinlaw.com/publications/2019/03/03 26 _19-uspto-creates-pilot-
program (last visited Mar. 26, 2019).
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BRI Eg— T ¢ EFRARB RIS BEIE | o T PTAB A5 &5 4
BRI E ) FAF @SR E LB BB N -

— R G AR AR S —

Jo AT » 2018 ¢ 11 A 13 A AT  IPR & £ B = A2 F 2 LA F3ke92 5+ (IPR
kTR ITC X 337 MR EAMRAMEF F 2) » "k — £ ¥ 35 £ 405 B A%k BRI
IR P AR AR E RS X SRR - AL 2018 F11 A 13 8
#% > PTAB /£ % 32 IPR A543 T 3 £ A 20408 5 47 ) BF > 12 USPTO #5374 %
2 4 B AR 6 & 5By i e A ITC 6y ARAE = o kTR e ITC HF AR T 09 AL
L F A G B MR R A AR T LG — 0 B AA RS T & R TR
MEEABRTHRABL Y EF » X324 PTAB 94T RAUE B A V3 R AR mMER
AL EHERT > kR ITC T €% ﬁFMBEER%%?$ﬂ$$%@@%
R R E A SRR FAA — 2 - ERBIE ST 55 bR B R
M RER AL

e B ERM S > WA S TR EGE £ 15 B B Bl TPR Fu 2 4]
R 4 SR A FRES T 6 R T A B BUR B A B A e A Bk 0 ITC 98 & )R B A5 3
B ML SN B i eyt WEERGEAN B R B T 00 R W 0 ¥ 1A d6 B A EEAT
BMA-—REEZREZSLB T VHAIMNREBBELF IR AR RE2THA TR
Bl B R BR a9 7T et o B b JR B 2E B MR AR T-A A B RS By 2 W 3 R 5
3t 2 B A BB BN A TR IR A K IPR 3 3 A 20M e BB - F B A B MR K
FF > PTAB 2 IPR #v ITC 2 337 1 R R AR HEFE I =X 2 — B /o) F
HEAGE AR AR WAL OB -

Py W R A X R R AT BB B i 4T IPR A2 5 BF 0 A Phillips AR 4y
FRFERR BRIAZHE fe W 35 4 S0 B AR IR 45 > S R AR 3] A e e AT il 2

COREMRME EEAEAEARBARE S LZHAG A FRAIT R FEMAMA T
177 3+ B 58-66 ¢
B Fl3E49 ¢

> Love, et at., supra note 4, at 69.
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BRIy o BRI S FR AT S B RAEF 314 14 ()" B R
BRZIERT > 357 IPR L EP# > HILBKELFRANGRER > TAE
SRBNFEERFFRAF LA TG LANHEE > TFIILAT A7 B 4 B TPR 49
FILAL A B AR B R R AR R I a4 2 o B RBP4y B B T &
A IPR Z JRBEAZ B 2 )ik 4 3 R A 3G S AR A A2 5 R BF 34T > A2 B 52 £ 7
WS HRBEERGRE XA WAL EAT (pre-institution) 84 Fa ##
T REME BOI FEAK ©

= REFRFRE RS BEBR

fe PR % 22 A2 F £ R M AT A2 3 0 OEF KA Bk 0 A = Bt 4k iy
R A3 K8 o 1248 USPTO %5t 0 & 2012 4 10 A IPR ‘B 36 24 2R & i 90% #4 ¥ IE
#HROAG R PTAB B © § 5% » RAMAFTIL 09 L EFH RAHRMEA 75|
10% #&4#% PTAB 4% 4 3% 4% /& (granted or granted-in-part) * 7& IPR %3242 ¢
EFRAHEEES > Rd > A 2017 4 10 A CAFC £ Aqua Products £ 2 K23t /%
Fliktg o) — £ 7 H] LA IPR F A A 09 537 - SbFHHEH 7THE > ATR

FPN48 e

2017 % 10 A > CAFC 7 Aqua Products % 2 P25t /f ¥ k4% IPR 42 5 ¥ 3%
RARBEREE > i LAEATREE R P EF KBAH 2 Bl d IPRF R
AR P ERE KA RN Y L5 PTAB AR 11 ARZAE LM EHLE
WP OEFRKAERAF YA = - 2018 5+ 3 A PTAB £ Apple Inc. v. Realtime Data,
LLC % » 4& 4 Aqua Products £ JUA# » AR & Ed k2 b M LA AL EF
KA RGBETIERE S - ZRAPAEA (1) RFBHHHAKA (substitute

55

35 U.S.C. § 314(a) (“(a)Threshold. —The Director may not authorize an inter partes review to be

instituted unless the Director determines that the information presented in the petition filed under

section 311 and any response filed under section 313 shows that there is a reasonable likelihood that
the petitioner would prevail with respect to at least 1 of the claims challenged in the petition.”).

% Patent Trial and Appeal Board Motion to Amend Study, USPTO, 7, https://www.uspto.gov/
sites/default/files/documents/ptab_%20mta_study_ %28installment 5 - %20update_through
fy2018%?29.pdf (last visited Mar. 26, 2019).

7 R4S e

*® David P. Ruschke, Guidance on Motions to Amend in view of Aqua Products, Memorandum,

USPTO, https://www.uspto.gov/sites/default/files/documents/guidance_on_motions_to_

amend_ 11 2017.pdf (last visited Mar. 26, 2019).
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claim) AHE® » (2) RFARARFRAGZHEE » (3) BRIA KA FE
(new matter) ~ (4) 2B 248 % % B AT £4F (supported) ° PTAB #4354
JEAZ 73 RA R R A e S 2 R 097847 BT B TTBAR A - HET 373 B A
ARG AN

Btsh > PTAB 7R A A% & IPR A2 /5 3t i & R F A2 L& 3069 ® ESF KA F 3L
AZF o FHAZFY 2019 £ 3 A 15 BARRAT » #lde e IPR LIEF KARFIEFE R
P FER S FEAAAMEEKAH - I 5 RAHEAN EIEF LA RA £
KEAGE  AwAFHFRAFERME > ARKEFHAZRRXEE T T8 LR
B oy R AT HATVE R E B F %335 (Examiner Advisory Report) 1F & & F 4 A1
IPR FHAZF FIREZEFLAG RO T D ERIET] - ZBARSEHIAHA
it #49 % /1 (non-binding ) 78 7~ 7T #2 42 & & (non-appealable) * 12€ & N & F
B R AIHEA 8 B OESE KRB R A G A M 0 S IR T AR - AR R AHE A BB
HRAFEAS Y BEEABRARENFT ZAFEGFEHETER  ABKEE
AR R G R LR o

THMFEHFHFRIELE > A 2017 10 A 4 B CAFC £ Aqua Products £
FEJh i F1 4% 2201943 A 3 Bk » 324 99 4 IPRAZ 5 P 3% th 0 ® B S5 KA E) R
H 19 #H4k PTAB R B R Mok - £ 19.1% » 44 ATl 1< 3] 10%
OYEAE VA L O o 3R R EAT R R T fe 3 U e vb R s SR oL b BR 4T 28 4]

R EREMME 0 HZ 99 MEEHIFE2EMAREZE X WA RBLILTHENA
f& Aqua Products % 694 E37 0 TA RS ZAMAL IPR 25 F R £ EZA]
HARAME M -

ARA VA L R e RRAS IR L B 3T 0 TAR ML P R R A AR Rk ik o
AR AFAE & LA HEA GG JR BB BE B /e Aqua Products 8 A 8 5 69 # € 2 B IS

> Apple Inc. Vs. Realtime Data, LLC, Case IPR2016-01737, Paper 57 (PTAB March 13, 2018).

8 Supra note 51.; Also See J. Derek McCorquindale and Trenton A. Ward, The USPTO Creates a
Sweeping New Pilot Program for Motions to Amend, AIA Blog, https://www.finnegan.com/en/
insights/blogs/america-invents-act/the-uspto-creates-a-sweeping-new-pilot-program-for-motions-to-
amend.html (last visited Mar. 26, 2019).

Justin Krieger, Promising Signs For Patent Owners Amending At PTAB, LAw 360, https://www.
law360.com/articles/ 1141409 (last visited Mar. 26, 2019).

2 Id.

61
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KB AMEHE gy EA BT G RERAAM T 0 AR AR ERE
1F3— B EERANESE 0 ST AR B IPR 09 TR G MK o R 7 BE R
R B2 38 5] % 0 JR B BE RROME A R S 3 0 Bl B R BE RFRE RS R AT 4R R B
I CRCR R A5 R R R JA TR SR R A AR $H52 Y 09 B ) N R SRR A B R SE
i%%ﬁﬁoﬁé EH o PEFRAETRRERG EAGE - BRI R
i HEHENZH G E LA G AL By A PR RERLS T R R
BFEE & E EHN AR FR Loy LA 1124 (non-infringement ) #6935 % -

= > PTAB HI#|H s iF B HCGAR B

2018 49 F * PTAB sk =i #) ik 7] & S/ 40 #  9F 2k ik 42 F o o T 350
BEAELAM RN - L F > PTAB #F 2017 F General Plastic Industrial Co., Ltd. v
Canon Kabushiki Kaisha ( ff # General Plastic) & © 4§ & & & # 4% i 35 K ¢4 IPR
ZHEd o B IPR AT SR 09 A0 o Z Pk B LB BT IR - RN R
4 PTAB £ 34551 RAEXRA > &4 1 (—) REFELF —FRAHNE — &4
Z R —#HKARBIPRF KL= (=) AR IPR TR EF » ZFRARL G E X
f&4n & 4% IPR R EIRZ AaT#slr ©~ (=) & IPR R4 A > A7 [PR T2 E Lk
RERMNBARE T ETRRPTAB RGO EE 2 FhE > (W) FLRAKRA
1% IPR £ EIROYBATHM R R BEZ IPR LM KELZ G SR Y (R) 3
A PR ATEEZREFHMBEAGT LG HEES (55) PTAB%E5ERA

FReyFE = (b) Rk HAZAFRENZIHEHE > 4248 IPR M BT
AR iB— 5 7 o

8  General Plastic Industrial Co., Ltd. v. Canon Kabushiki Kaisha, Case IPR2016-01357 (PTAB Sept.
6,2017) (Paper 19), Section I1.B.4.1.

1d. (“whether the same petitioner previously filed a petition directed to the same claims of the same
patent”).

1d. (“whether at the time of filing of the first petition the petitioner knew of the prior art asserted in
the second petition or should have known of it”).

e

/

5
o

64
65

% Id. (“whether at the time of filing of the second petition the petitioner already received the patent

owner’s preliminary response to the first petition or received the Board’s decision on whether to
institute review in the first petition”).

1d. (“the length of time that elapsed between the time the petitioner learned of the prior art asserted
in the second petition and the filing of the second petition”).

1d. (“whether the petitioner provides adequate explanation for the time elapsed between the filings

67

68

of multiple petitions directed to the same claims of the same patent”).

% Id. (“the finite resources of the Board”).

70 Id. (“the requirement under 35 U.S.C. § 316(a)(11) to issue a final determination not later than 1
year after the date on which the Director notices institution of review”).
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AT F) BT KA £ A L@ Al IPR 4 2018 £F Shenzhen Silver Star Intelligent Tech. v.
iRobot Corp. ( ff#% iRobot) % ™ #» 2018 % NHK Spring Co. v. IntriPlex Techs., Inc.
£ 7B MR 7 o filde e 2018 4 iRobot & » iRobot 2 3] & £ B 7,155,308 5%

(7845 308 352 A]) £ R0y LAIHEA > 2 F170FE M IR ™ Fo ITC AL iR 9|48 2
%7 Z#F3# (Shenzhen Silver Star Intelligent Tech. ) 5 11 K2 &) s 48 & L Ak =2 HE A
AT 11 R 8 F a9 & R 374 2017 5 9 A # 308 5% %4142 th IPR 5 K » IRI| 4R
2% BA AR 2018 4 3 A AR ¥ 308 5% £ 4148 5 +h KA & IPR 35 K - PTAB
#2018 4 9 A1k General Plastic 5 LA B = RIIR 2o BAIGERFL " -

4 » PTAB & 2017 % General Plastic %5 75 B 2L 7T 48 KA © /8 A R 3F 38 3%
ITC F ey L - R4 st3apE 2410y IPR s £35 K o #lde PTAB 42 2018
$F Facebook, Inc. v. EveryMD.com., LLC % 7 BP 4% General Plastic % #] 7] L ##% -
FIFR IR FI R A F A 2% 0 PTAB BP &L E B3 IPR A2

W A8 #E $) ) 88T PTAB Yt 43 7770 IPR A2 5 20 R 810 T o pLIRIR R 639
i PR A2 - 0 48 M o 5 48 BEAE ML A AR (cross- jurisdiction and tribunal ) #%
Flik— 20 - A2 AR H KRR > TBRAITEAEFAEARE AR E ERBRE a5 A0
P AR A2 IRA] T B @ R T A R AR Bl B 7 AT A BB A A 2ot ey 4
B AERGREREZ A F R -

/fﬁ N 2R

e vy

YA/ IPR — A& 2] Pl Fe FL A 2T » 57 AR 28K £ B 75 PTAB 2k Pk & £ R
FTHERAIPRIEDR B LA HARNRAERE  HEIAITEREZEHAGARER

7t Shenzhen Silver Star Intelligent Tech. v. iRobot Corp., IPR2018-00761, Paper 15 (PTAB Sept. 5,
2018).

72 NHK Spring Co. v. IntriPlex Techs., Inc., Case IPR2018-00752, Paper 8 (PTAB Sep. 12, 2018).

73 Kelly Duncan and Emily Kokoll, 4 Recent PTAB Decisions Attys Need To Know, LAW 360, https://
www.law360.com/articles/ 1094149 (last visited Mar. 26, 2019).

74 Trobot Corporation V. Bobsweep, Inc. Et Al, Case 1:17¢v10651 (US District Court for the District
of Massachusetts).

7 Bl 6l e

76 Facebook, Inc. v. EveryMD.com., LLC, Case IPR2017-02027, Paper 24 (PTAB Oct. 9, 2018).
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Bl & AR H 40 B B A A A3 H PR B B E k0 HOIPR T RPIEAARA - LA
FEh B AT W AT 0 MR M6 SRR R A Oy A0 B B e 1R 4 R M 3R
IR o MR AR B FAA R R BER 0 R A B3 PR &R
KA EEERE TR ANT MR Em G ES TR B E BB ZE R 2R (estoppel
effects) 5 sbdh > REAEERIFTERN L IPR FEEZF T L LR L EF LA
Ve & ¥ vk » AR R B EF KA FAY T A HAG SRR EHESL T
FN R RAS R G E AR

/

42 EPrif > YidA IPR &Y 803 Bl R AR5 9 22 B e TPR B3R 4] A 20 vd R o)
MR MGHERMR AR ERALTGES R BHEEE 5 LA EaHGR
RA oAl JE 0 B A FEF RE L o
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