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Procedures to file a request with the Taiwan Intellectual Property
Office (TIPO) for Patent Prosecution Highway (PPH) Program
between TIPO and the Japan Patent Office (JPO)

Amended and enacted on May 1, 2020
The Patent Prosecution Highway (PPH) MOTTAINAI program enables an application,
whose claims have been determined to be allowable/patentable in the Office of Earlier
Examination (OEE), JPO, to undergo an accelerated examination under the PPH in
the Office of Later Examination (OLE), TIPO, with a simple procedure according to a
request from an applicant.
The PPH MOTTAINAI program between TIPO and JPO will be fully implemented
on May 1, 2020.

1. Request with TIPO for accelerated examination under PPH

An applicant should file a request for accelerated examination under the PPH with
TIPO by submitting a completed “Request for Accelerated Examination under
TIPO-JPO PPH Program” request form accompanied by the relevant supporting
documents. The requirements for filing accelerated examination with TIPO under the
PPH are given in paragraph 2. Relevant supporting documentations and procedure for
accelerated examination under the PPH program at TIPO are discussed under
paragraphs 3 and 4. The PPH request form is available on TIPO’s web site,
https://topic.tipo.gov.tw/patents-tw/cp-721-870867-dfb82-101.html.

2. Requirements for requesting accelerated examination under the PPH Program
at TIPO

There are four requirements for requesting accelerated examination under the PPH
program at TIPO. These are:

a) Both the TW application on which PPH is requested and the JPO
application(s) forming the basis of the PPH request shall have the same earliest
date (whether this be a priority date or a filing date).
For example, the TW application requesting PPH must meet one of the following
conditions:
(i) an application which has validly claimed priority under Taiwan’s Patent Act §28
to the JP application(s) (see Figures A, B, C and D in Annex 1), or
(i1) an application which has validly claimed priority under Taiwan’s Patent Act
828 to the PCT application(s) without priority claim (see Figures E and F in
Annex 1), or
(iii) an application which provides the basis of a valid priority claim under Japan’s
18
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National Law for the JP application(s) (see Figures G, H and | in Annex 1), or
(iv) an application which shares a common priority document with the JP
application(s) (see Figures J and K in Annex 1).
The program is not applicable to utility model applications and design applications.

b) At least one corresponding JP application has one or more of those claims that

have been determined to be allowable/patentable by the JPO
Claims are “determined to be allowable/patentable” when a JPO examiner clearly
identifies the claims to be allowable/patentable in the latest office action, even if
the application has not been granted for patent.
The office action may be either:

(a) Decision to Grant a Patent

(b) Notification of Reason for Refusal

(c) Decision of Refusal

(d) Appeal Decision
For example, if the following routine expression is described in the “Notification
of Reason for Refusal” of the JPO, then the claims are explicitly identified to be
allowable/patentable.

“<No reason for refusal has been found for Claims >

At present, no reason for refusal is found for invention concerning Claim__.”

c) All claims on file, as originally filed or as amended, for accelerated

examination under the PPH must sufficiently correspond to one or more
claims indicated as allowable in JPO
Claims shall be considered sufficiently corresponding where, accounting for
differences in translations and claim format, the claims on file are of the same or
similar scope as the claims in JPO, or the claims on file are narrower in scope than
the claims in JPO. In this regard, a claim on file that is narrower in scope occurs
when a JPO claim is amended to be further limited by an additional technical
feature that is supported in the specification (and/or claims). When possible, the
claim on file should be presented in dependent form.
A claim in TIPO that introduces a new/different category of claims to those claims
indicated as allowable in the JPO is not considered sufficiently corresponding. For
example, where the JPO claims only contain claims to a process of manufacturing a
product, then the claims in TIPO would not be considered sufficiently
corresponding if the TIPO claims introduce product claims that are dependent on
the corresponding process claims.
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d) The applicant has been notified that a substantive examination will begin
shortly; and TIPO has not issued a first examination report on the application

3. Documents to be submitted for accelerated examination under the PPH
program:

Documents (a) to (d) below should be submitted by attaching to “Request for
Accelerated Examination under the PPH Program”. The request form is in Annex 2.

a) A copy of all office action(s) relating to the corresponding JPO application(s)
and translations of them if they are not in English

The translated copy could either be in Chinese or English. The applicant does not
have to submit a copy of JPO office actions and their corresponding translations if
these documents are provided via JPO’s dossier access systems (AIPN system or One
Portal Dossier (OPD) on J-platpat web page), since the office actions and their
machine translations are available for TIPO examiner via the JPO’s dossier access
systems. If these documents could not be obtained by TIPO examiner via the JPO’s
dossier access systems or if it is impossible for the examiner to understand the outline
of the translated office action due to insufficient translation, the applicant may be
notified and requested to provide the necessary documents.

b) A copy of the claims determined to be allowable/patentable by JPO, and their
translations if they are not in English

The translated copy could either be in Chinese or English. The applicant does not
have to submit a copy of claims indicated to be allowable/patentable by JPO and
translations thereof when the documents are provided via JPO’s dossier access
systems, since the claims and their machine translations are available for TIPO
examiner via the JPO’s dossier access systems. If these documents could not be
obtained by TIPO examiner via the JPO’s dossier access systems or if it is impossible
for the examiner to understand the outline of the claims due to insufficient translation,
the applicant may be notified and requested to provide the necessary documents.

c) Copies of the references cited by the JPO examiner

If the cited references are patent documents, submission is not necessary, as they are
usually available to TIPO. If TIPO could not access these relevant patent documents,
the applicant must then submit these documents at the request of TIPO. If the cited
reference is a non-patent literature, the applicant has to submit it.

A translation of the references is not required.
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d) A claim correspondence table

The applicant must submit a claim correspondence table which explains the claims of
the TIPO application for accelerated examination under the PPH program are
sufficiently corresponding to the claims determined to be allowable/patentable by
JPO.

If the claims on file do not sufficiently correspond to one or more claims determined
to be allowable/patentable by JPO, but the applicant would like to amend the claims
to sufficiently correspond to the allowable/patentable clams in the JPO application(s),
the applicant should amend the claims to fully comply with the corresponding terms
at the same time as the request for expedited examination under the PPH program.
The claim correspondence table is given in Annex 3.

4. Procedure for accelerated examination under the PPH Program at TIPO

The applicant files a form requesting accelerated examination under the PPH program
with TIPO, including relevant supporting documents. If the requirements are met,
TIPO will conduct the accelerated examination. If the application does not qualify for
participation in the PPH program, the applicant will be notified accordingly and given
opportunity to perfect the request. If not perfected, the applicant will be notified and
the application will await action in its regular turn.

The applicant must use the “Amendment Request Form under the PPH Program”
(Annex 4) to make amendments during and after the request for expedited
examination under the PPH program. Other relevant documents must also be specified
in terms of their connection to the request for PPH to ensure prompt and proper
processing by TIPO.
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Annex 2 (English translation added)

2EHHEL ] PPH B & H 5=

Request for Accelerated Examination under the PPH Program

FAZ5ZE9E ¢ Application number KZE e - 24714

[ | —pFEsS PPHEIE [ | —DFE s
Check if requesting for amendment under PPH program / correction of translation
errors at the same time

> é%%%*ﬁ . Title of the invention

— -~ HEE (& A Applicant information

& PERE [(PRESE (CIREE ~ LIEHE - LIEM)

Nationality R.O.C Mainland area Mainland Hong Kong Macau
[ PhEEE -
Foreign nationality
SotEE s [JEARA LVEN ~ AF] - HERE - B2
Natural person Juristic person, business entity,
organization, school
ID -
Name Last name in Chinese First name in Chinese
(natural person) ;ﬁc : mtc : _
(signature or seal) ()
éz‘ﬁgﬁ : (E[jj{) (Name of juristic person, business entity, organization or school in Chinese)
Name
(L) (Name of juristic person, business entity, organization or school in English)
(FH=)
RZFT A 1 (FB32)  (Name of representative in Chinese) (stgnature or sea)
Representative
(@ij{) (Name of representative in English)
(%=)
signature or seal
Mok @ (FFS20)  (Address in Chinese) e )
Address e
(BL3Z) (Address in English)
BrR&SEERE S o

Phone number and extension number

28



@{Jﬁfﬁ A . Patent attorney information
ID -

2

Name

i‘ZB’(EH—’D .
EOE Tt -
Certificate number

il

Address

BR TR R ¢
Phone number and extension number

=~ HEZ [ SR HARLIEEA L R TRz R
[ IInZ=REEEE -
=E 27 - The corresponding application(s) is/are [JUS [1JP [IES CIKROIPLLCICA
EE R R application(s)

[RS=CEBR - FREEZETE ~ ABdRIt - AEmIE  NEFFEEEC - HEEARAL
AR A S wITE > AR ]
1 [ Application number / Publication number / Patent number of the
’ corresponding application(s) ]

(%)
(signature or seal)

Ug ~ ]Kﬁ}i(%ﬁi Attached documents

(*k Privacy Act Warning:
Petitioner/applicant is cautioned to avoid submitting personal information in documents
filed in a patent application that may contribute to identity theft. ~Please be aware that
when you apply for a patent registration you are making a public record. Accordingly, all
of the specification, scope of claim(s), drawing(s) and supporting explanation(s) and
supplementary documentation(s) shall not contain confidential personal information. Any
individual may directly or indirectly employ this information.)

LI FrEREEREEAGE PEANIGER) -
Check if copies of all office action(s) (which are relevant to substantial examination for
patentability) issued for the corresponding application(s) (and translations of them) are
attached or could be obtained from the dossier access svstem

1-1]_J#e i R 354¢H USPTO Public PAIR Z&EHUSH(53% PPH) »
Check if TIPO is to obtain the documents from USPTO Public PAIR (TIPO-USPTO PPH)

1-2] [ R R R A4S TPO RSB FEIE 248 (ATPN B¢ OPD)EUS(& H
PPH) -
Check if TIPO is to obtain the documents from JPO’s dossier access systems (AIPN system or One
Portal Dossier (OPD) on J-platpat web paage) (TIPO-JPO PPH)
1—3D%§%%§§%@EE SPTO Expedientes Digitalizados Z4t ENf5-(& 74 PPH) ©

(BJERLLIARE - IfERI AR R & 2B
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Check if TIPO is to obtain the documents from SPTO Expedientes Digitalizados system
(TIPO-SPTO PPH) (The translations of the documents have to be attached still.)

1-4] g5t B R A 45 KIPO K-PION 24 BS54 PPH) -
Check if TIPO is to obtain the documents from KIPO K-PION system (TIPO-KIPO PPH)

1-5[_ | RE 3545 PPO Publication Server 248 HUS (& PPH) » (488l
THE - BRI EE B R E 2B

Check if TIPO is to obtain the documents from PPO Publication Server system (TIPO-PPO PPH) (The
translations of the documents have to be attached still.)

-0 JEEEREFKH CIPO Canadian Patents Database Z 4% HUS (51

PPH) -
Check if TIPO is to obtain the documents from CIPO Canadian Patents Database (TIPO-CIPO
PPH)
R4S Document name H A Date

[P~ s Tt 2 S A RE A (S TEARIGEA) -
Check if a copy of the claims determined to be allowable/patentable (and translations of
them) is attached or could be obtained from the dossier access svstem

2-1[ |H S EFFEE 5548 B USPTO Public PAIR 24 HU{5(%& 3% PPH)
Check if TIPO is to obtain the documents from USPTO Public PAIR (TIPO-USPTO PPH)

20| PR SRR R SRR A S AE  TPO M5 R 2475 (AIPN X, OPD)HX
fFHUF (& H PPH) -

Check if TIPO is to obtain the documents from JPO’s dossier access systems (AIPN system or One
Portal Dossier (OPD) on J-platpat web page) (TIPO-JPO PPH)

23 |5 AIHEE 3548 H SPTO Expedientes Digitalizados 245 EUE(G 7
PPH) ° (%) tbIERE » A7) FEAG T R 55 A & & 2 BlEEA)

Check if TIPO is to obtain the documents from SPTO Expedientes Digitalizados system
(TIPO-SPTO PPH) (The translations of the documents have to be attached still.)

-4 | S A E R B A B 4CH KIPO K-PION Z&EHUS (A5
ChecllglinHT)IPO is to obtain the documents from KIPO K-PION system (TIPO-KIPO PPH)

2-5| |HEEE &R $545H PPO Publication Server Z 48 HUfE(& 3 PPH)
(BJEEPLIERS - hIEARET R a5 SR Ea E 2 BIEEA)

Check if TIPO is to obtain the documents from PPO Publication Server system (TIPO-PPO PPH) (The
translations of the documents have to be attached still.)

2-6 |FH A #IE 54X CIPO Canadian Patents Database 248 HUS(B 1T

PPH)
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Check if TIPO is to obtain the documents from CIPO Canadian Patents Database (TIPO-CIPO

PPH)

LT

Document name

HHA Date

LB~ SIFATEREFLE - BB 5[5 S08 -

Check if copies of the references cited in the office action(s) are attached

Cx[_5 (58 Rk E B SRR R bk < )

Check if the cited references are patent documents; submission is not necessary

[ W s R

Check if a claim correspondence table is attached

|5~ EftAFIFASS PPH &2 30 - GERUD

Check if other supporting documents are attached (please write down the name of documents)

[ ]6 - #HAEF] PPH (BIEHH3EE -
ChecKifLanf\mendnlent Request Form under the PPH Program is attached
L[~ SR TS E -

Check if an Request Form for correction of translation errors is attached

31




Annex 3 (English translation added)

s S F R E B E R

Claim Correspondence Table

£ mepazor | YWEZSNHHFHRGEETE | HERBFHEL

B 55 B S Z B A E Fy e A

S I Patentable/Allowable claims in the Comments on the
Claims in TW application . S

corresponding application correspondence
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Annex 4 (English translation added)

SHHHEAPPHE IE HEE &

Amendment Request Form under the PPH Program

FAZEZE9E © Application number KEE EH : 24716
kg £ A H(C )FEH T SRR -

When amendment is submitted according to notification from TIPO, write down the notification number
and its date

SHH AR (dhsg/Eir ) Title of the invention

T CHBHEEA T (# L) Applicant information

& PERE [(PREStE (CIREE ~ LIEAE - LIEM)

Nationality R.O.C Mainland area Mainland Hong Kong Macau
| P -
Foreign nationality
ot AR LVEAN ~ AF] - R - B2

Juristic person, business entity,

Natural person P
organization, school

ID :
Name Last name in Chinese First name in Chinese
Last First
(natural person) - < e - )
(signature or seal) (E)
oy T (E[Jj{) (Name of juristic person, business entity, organization or school in Chinese)
Name e
(ZL3Z)  (Name of juristic person, business entity, organization or school in English)
(%F#)
N - . [ |
RFE A+ (FF3Z)  (Name of representative in Chinese) (signature or seal)
Representative .
(L)  (Name of representative in English)
(&)
. . . (signature or seal)
Mok @ (FFS0)  (Address in Chinese)
Address s
(BL3Z) (Address in English)
JREK BRI S T

Phone number and extension number 55



@{JQJI(E A Patent attorney information

ID -

Name Last name in Chinese First name in Chinese “ (gﬁl;
Slgnature or seal

7% = .

ekt

Certificate number
il

Address N
y["\“ﬂ% E& \*f&(

Phone number and extension number
= ~{EB1FETH : Commentson amendment

Check to specify the nature and purpose of the amendment.  If more space is needed, use
separate A4 sheet(s), typed, left to right and prepare 2 copies.

| FRAE BT B BEERIR R TR S TR ¢
Check to specify the inserted new page(s) of specification with respect to the numbering of page(s),
section(s) and claim(s).

| st s A EE S T ER R S TE L
Check to specify the claim(s) and explanation(s) of amendment. (Patent applications filed after January
1, 2012 shall apply for scope of claims and application fee.)

(B > B R TR
Check to specify the drawing(s) and explanation(s)

[ AR B BT b £ -

Check to specify supplementary documentation and appendices

U0 ~ Fff35E R ¢ Attached documents

(Use only for filing attached documents relating to applications)

(* Privacy Act Warning:
Petitioner/applicant is cautioned to avoid submitting personal information in documents filed in a
patent application that may contribute to identity theft. Please be aware that when you apply for a
patent registration you are making a public record.  Accordingly, all of the specification, scope of
claim(s), drawing(s) and supporting explanation(s) and supplementary documentation(s) shall not
contain confidential personal information.  Any individual may directly or indirectly employ this
information.)

|1 ~ #599%F] PPH B IEHEES 1 15 -
Check to specify if one copy of request form for amendment are provided.

[P~ SUAHFIE LS #1482 SR E s P A B S 117 -
Check to specify one copy of specification or scope of claim(s) with underlined portions of
amendment. (Filing date appears in the upper right corner)

(Applicant must indicate the precise point where each amendment is made. The matter to be
omitted by reissue must be shown by strike-through.  The text of any added subject matter must
be shown by underlining the added text.  All underlined changes shall be made in comparison to
the original patent. The numbering of patent claims preserved. The numbering of any claims
added in the reexamination proceeding must follow the number of the highest numbered patent
claim.)

[ 1B~ S IHELRINE T 4 A 005 2 50 B o8 o o o R R s U S 1 4 -

Check to specify one copy if replacement sheet(s) of specification, claim(s) or drawing(s) that
have no underlines are provided.
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[ B-Z=EE1-

Check if Power of Attorney is attached
5~ sEE—R 11

Check if one copy of response are attached
L6~ Bt ARE e 1

Check if a claim correspondence table is attached
17~ Ht -

Check if other documents are attached

>k B 5 S5 R i [ 55 DK TR B B 2 56
Explanation of claims and fee
(AMRL(E R 99 4F 1 H 1 HilEfRH 2 SRR EE = EA )

(only for invention applications filed after January 1, 2010)

(—) HEEERGEE - RNEFEEBRBHAT  IREAEIERFEFHEHE
If first office action has not been issued, substantive examination fee shall be calculated
in accordance with the amended claims:

[ AEERERSEE R AR EF RIE » R A s ok
HZIFH - MEgRE S -

Request for substantive examination has been made, but amended claims do not include
newly added claims or deleted claims; fee unchanged

[ AEER B E AR AR SRS RIE

Request for substantive examination has been made and the amended claims include
newly added claims or deleted claims:

Ao () I MHER ¢ ) e BiREEET (0 ) IH -

Newly added __ claims, deleted __ claims, total ___ claims after amendment
ARE st PRIBHEE IR G ( ) JTEE -
NT $ [J added [J refunded

() HHEEREE - RXEFEEBRBEAE e ATEIEH HEMHEE
Where a first office action has been issued, substantive examination fee shall be

calculated in accordance with the newly added claims and pending claims before first
office action:

[ R E MR K IE > AR 5 R IE > 5 - e B R -
Amendment only amends or deletes claims and does not add any new claims; fee unchanged
[ A xAEwskEg
The amendment adds new claims:

B () BIERHET (0 ) H-

Newly added __ claims, total ___ claims after amendment
AR IENWHRE L E ) JLEE -
NT $ added
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