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1. PLT Article 5 Filing Date
(1) Elements of Application

(@) Except as otherwise prescribed in the Regulations,
and subject to paragraphs (2) to (8), a Contracting
Party shall provide that the filing date of an
application shall be the date on which its Office
has received all of the following elements, filed, at
the option of the applicant, on paper or as
otherwise permitted by the Office for the purposes
of the filing date:




an express or implicit indication to the effect
that the elements are intended to be an
application;

indications allowing the identity of the
applicant to be established or allowing the
applicant to be contacted by the Office;

(iii) a part which on the face of it appears to be a

PLT % 5 i%

description.
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1. PLT Article 12 Reinstatement of Rights After a Finding of
Due Care or Unintentionality by the Office

(1) [Request] A Contracting Party shall provide that,

where an applicant or owner has failed to comply

with a time limit for an action in a procedure before

the Office, and that failure has the direct consequence

of causing a loss of rights with respect to an

application or patent, the Office shall reinstate the

rights of the applicant or owner with respect to the




application or patent concerned, if:

(i) a request to that effect is made to the Office in
accordance with the requirements prescribed in
the Regulations;

(ii) the request is filed, and all of the requirements in
respect of which the time limit for the said action
applied are complied with, within the time limit
prescribed in the Regulations;

(iii) the request states the reasons for the failure to
comply with the time limit; and

(iv) the Office finds that the failure to comply with the
time limit occurred in spite of due care required
by the circumstances having been taken or, at the
option of the Contracting Party, that any delay

was unintentional.
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2. p A FFFE % 483 iF Request for examination of

application

1)

Where a patent application is filed, any person may,
within 3 years from the filing date thereof, file with
the Commissioner of the Patent Office a request for

the examination of the said application.

Where a request for the examination of an application
is not filed within the time limit as provided in
paragraph (1), the said patent application shall be
deemed to have been withdrawn.

An applicant of a patent application that was deemed
to have been withdrawn wunder the preceding
paragraph, where there are reasonable grounds for
failing to file a request for examination of the patent
application, may file a request for examination only
within the time limit as provided in Ordinance of the

Ministry, Trade and Industry.
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Fupl e

> P AF* A7%k2 % 14-2 i Correction of description, claim

or drawing attached to the application

(1) Except for the following cases, a holder of utility model
right may correct the description, scope of claims, or
drawings attached to the application only once.

(i) where two months have lapsed from the date
when the first Report of Utility Model Technical
Opinion was served; and

(i) where the time limit initially designated under
Article 39(1) for a trial for invalidation of utility
model registration has expired.

(2) The correction under the preceding paragraph shall be
limited to those for the following purposes:

(i) restriction of the scope of claims;

(ii) correction of errors; and

(iii) clarification of an ambiguous statement.

(3) Any correction under paragraph (1) shall be made
within the scope of the matters described in the
description, scope of claims or drawings attached to the
application (in the case of correction for the purpose of
item (ii) of the preceding paragraph, the description,
scope of claims or drawings originally attached to the
application).

(4) The correction wunder paragraph (1) shall not

substantially enlarge or alter the scope of claims.
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(5) Article 4 of the Patent Act shall apply mutatis mutandis
to the period prescribed in paragraph (1)(i).

(6) Notwithstanding item (i) of paragraph (1), where, due
to reasons beyond the control of the person who
requests a correction under paragraph (1), the person is
unable to request the correction within the time limit as
provided in the said item, the person may request the
correction within 14 days (where overseas resident,
within two months) from the date on which the reasons
ceased to exist, but not later than six months following
the expiration of the said time limit.

(7) In addition to the corrections allowed under paragraph
(1), a holder of utility model right may correct the
description, scope of claims, or drawings attached to
the application as far as such correction is for the
purpose of deletion of a claim or claims; provided,
however, that where a trial for invalidation of the utility
model registration is pending at the Patent Office, the
description, scope of claims, or drawings attached to
the application may not be corrected after notice is
given under Article 156(1) of the Patent Act applied
mutatis mutandis pursuant to Article 41 (in the case
where the proceedings have been reopened under
Article 156(2) of the Patent Act, after further notice is
given under Article 156(1) of the Patent Act).

(8) A correction under paragraph (1) or the preceding

paragraph may be made even after the lapse of the

13



utility model right; provided, however, that this shall
not apply after the utility model registration has been
invalidated in a trial for invalidation of the utility

model registration.
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1. p &gz

> % 131 i¥ Formal requirements of appeal/request for

trial

(1) A person filing appeal/request for trial shall
submit a written request stating the following to

the Commissioner of the Patent Office:

(i) the name, and the domicile or residence of the
party and the representative thereof;
(ii) the identification of the appeal/trial case; and

(iii) object and statement of the claim.

(2) When a request for invalidation trial is filed, the
facts on which the invalidation of the patent is
based shall be specified in concrete terms, and the
relationship of each fact that is required to be
proved with the relevant evidence shall be stated
in the grounds for the request as provided in item
(iii) of the preceding paragraph.

(3) Where a request for correction trial is filed, the
object and statement of the claim listed in
paragraph (1) item (iii) shall be stated as provided
by Ordinance of the Ministry of Economy, Trade

16



and Industry.
Where a request for correction trial is filed, the
corrected description, scope of claims or drawings

shall be attached to the written request.

% 132 i% Joint trial

(1)

Where two or more persons file a request for
invalidation trial or a trial for invalidation of the
registration of extension of duration concerning
the same patent right, the request may be filed
jointly.

Where a request for trial is filed against patentees
jointly owning a patent right, the demandees in
the said request shall be all the joint owners of the
said patent right.

Where appeal/request for trial is filed by a joint
owner or owners of a patent right or a right to
obtain a patent, with regard to the right under
joint ownership, all of the said joint owners shall
jointly file the request.

Where there is a ground for suspension or
termination of appeal/trial procedures on any of
the demandants of appeal/request for trial under
paragraph (1) or (3) or any of the demandees of
appeal/request for trial under paragraph (2), the
said suspension or termination shall have effect on

all of the demandants or demandees.

17



> % 174 i¥ Application mutatis mutandis of provisions

regarding trial, etc.

(1)

Articles 114, 116 to 120-2, 120-5 to 120-8, 131(1), the
main clause of 131-2(1), 132(3), 154, 155(1) and (3),
and 156(1), (3) and (4) shall apply mutatis
mutandis to a retrial against a final and binding
revocation decision.

Articles 131(1), the main clause of 131-2(1), 132(3)
and (4), 133, 133-2, 134(4), 135 to 147, 150 to 152,
155(1), 156(1), (3) and (4), 157 to 160, the main
clause of 167-2, 168, 169(3) to (6), and 170 shall
apply mutatis mutandis to a retrial against a final
and binding trial decision in an appeal against an
examiner's decision of refusal.

Articles 131(1), the main clause of 131-2(1), 132(1),
(2) and (4), 133, 133-2, 134(1), (3) and (4), 135 to 152,
154, 155(1) to (3), 156(1), (3) and (4), 157, 167, 168,
169(1), (2), (5) and (6), and 170 shall apply mutatis
mutandis to a retrial against a final and binding
trial decision in an invalidation trial or a trial for
invalidation of the registration of extension of the
duration.

Articles 131(1) and (4), the main clause of 131-2(1),
132(3) and (4), 133, 133-2, 134(4), 135 to 147, 150 to
152, 155(1) and (4), 156(1), (3) and (4), 157, 165,
167-2, 168, 169(3) to (6), and 170 shall apply

18



2.

mutatis mutandis to a retrial against a final and
binding trial decision in a correction trial.
(5) Article 348(1) (Scope of proceedings) of the Code

of Civil Procedure shall apply mutatis mutandis to

a retrial
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1. p A
» % 38 i% Joint applications

Where the right to obtain a patent is jointly owned, a
patent application may only be filed by all the joint

owners.
> % 49 i¥ Examiner's decision of refusal

The examiner shall render an examiner's decision to
the effect that a patent application is to be refused
where the patent application falls under any of the

following:

(vii) where the applicant for the patent does not have

the right to obtain a patent for the said invention.

> % 74 i%¥ Special provisions pertaining to transfer of

patent right

24
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1)

Where a patent falls under the requirements as
provided in Article 123(1)(ii) (limited to cases
where the patent is obtained in violation of Article
38) or the requirements as provided in item (vi) of
the said paragraph, a person who has the right to
obtain a patent for the invention pertaining to the
said patent may request the patentee thereof to
transfer the said patent right as provided by
Ordinance of the Ministry of Economy, Trade and
Industry.

Where the transfer of a patent right has been
registered based on the request under the
preceding paragraph, the patent right shall be
deemed to have belonged to a person who has
obtained the said registration from the beginning.
The same shall apply to the right to claim
compensation under Article 65(1) or Article
184-10(1) on the invention pertaining to the said
patent right.

Paragraph (1) of the preceding Article shall not
apply where the share of a jointly owned patent

right is transferred based on the request under

paragraph (1).

% 79-2 i¥ Non-exclusive license due to the working of

the invention prior to the registration of transfer of

patent right

25
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A person who had a patent right, or an exclusive
license on the patent right or a non-exclusive license
on the patent right, or the exclusive license at the time
of the registration of transfer of the patent right based
on the request pursuant to Article 74(1), who is doing
a business working an invention in Japan or preparing
such business, before the registration of transfer of the
patent right, without knowledge that the patent falls
under the requirements as provided in Article 123(1)(ii)
(limited to cases where the said patent has been
obtained in violation of Article 38) or the requirements
as provided in item (vi) of the said paragraph, shall
have a non-exclusive license on the patent right only
to the extent of the invention and the purpose of such

business worked or prepared.

% 123 i% Invalidation Trial

(1) Where a patent falls under any of the following, a

request for invalidation trial may be filed. In the
event of two or more claims, a request for

invalidation trial may be filed for each claim.

(i) where the patent has been granted in violation
of Articles 25, 29, 29-2, 32, 38 or 39(1) to 39(4);
(where the patent has been obtained in
violation of Article 38, excluding the case

where the transfer of a patent right pertaining

26



to the patent has been registered based on the

request under Article 74(1));

(vi) where the patent has been granted on a patent
application filed by a person who has not had
the right to obtain a patent for the said
invention; (excluding the case where the
transfer of a patent right pertaining to the
patent has been registered based on the

request under Article 74(1));

(2) A request for invalidation trial may be filed only
by an interested person (in a case where a request
for invalidation trial is filed on the ground that the
patent falls under item (ii) of the preceding
paragraph (limited to cases where the patent is
obtained in violation of Article 38) or item (vi) of
the said paragraph; a person who has the right to
obtain the patent).

2. HEE A

(1) In order to avoid the substantive examination of
the patent application being delayed due to the
need to establish the identity of the inventor, the
applicant shall be deemed, in the proceedings
before the German Patent and Trade Mark Office,

27



to be entitled to request the grant of the patent.

(2) If a patent is revoked on account of opposition
tiled on the ground of usurpation (section 21 (1)
no. 3) or if opposition results in the surrender of
the patent, the opponent can himself file an
application in respect of the invention within one
month of the official communication thereof and

claim the priority of the earlier patent.
¥ 8 if

The entitled person in respect of whose invention an
application has been filed by a non-entitled person or
a party aggrieved by usurpation can require the patent
applicant to assign to him the right to the grant of the
patent. Where the application has already resulted in a
patent, he can require the proprietor of the patent to
transfer the patent. Subject to the fourth and fifth
sentences, the right can be asserted by bringing an
action only within a time limit of two years after
publication of the grant of the patent (section 58 (1)). If
the aggrieved party has filed opposition on the
ground of usurpation (section 21 (1) no. 3), he can still
bring an action within one year of the final conclusion
of the opposition proceedings. The third and fourth
sentences shall not apply if the proprietor of the patent
did not act in good faith when obtaining the patent.
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¥ 21 ix

(1) The patent shall be revoked (section 61) if it

emerges that

3. the essential content of the patent has been

taken from the descriptions, drawings, models,
implements or equipment of another person or
from a process used by this person, without

his consent (usurpation)

(1) Within nine months of publication of the grant of

the patent any person may give notice of
opposition to the patent, in the case of usurpation
only the aggrieved party. Notice of opposition
shall be given in a written reasoned statement. It
may only be based on the claim that one of the
grounds for revocation set out in section 21 exists.
The facts justifying the opposition shall be detailed.
The particulars shall, in so far as they have not
already been included in the notice of opposition,
be submitted in writing within the opposition

period.

(1) Proceedings for revocation of the patent or
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invalidity of the supplementary protection
certificate, or on account of the grant or
withdrawal of the compulsory licence, or on
account of the adjustment of the remuneration for
a compulsory licence determined by court
judgment shall be initiated by filing an action. The
action shall be directed against the proprietor of
the patent entered in the Register or against the
holder of the compulsory licence. An action
against the supplementary protection certificate
may be consolidated with an action against the
patent on which it is based and may also be based
on the fact that there is a ground for revocation
(section 22) of the patent on which it is based.

An action for revocation of a patent cannot be filed
as long as a notice of opposition can still be filed or
opposition proceedings are still pending. An
action for the declaration of invalidity of the
supplementary protection certificate cannot be
filed in so far as requests in accordance with
section 49a (4) can be filed or proceedings for a
decision on these requests are pending.

In the case of usurpation, only the aggrieved party

shall be entitled to file an action.
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1. 27 %42 % 226 i Documents open to public inspection
do not infringe copyright
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(1) If a document mentioned in subsection (2) is open to
public inspection, doing any of the following in
relation to the whole or part of the document does not
constitute an infringement of any copyright subsisting
under the Copyright Act 1968 in any literary or artistic

work:

(@) reproducing the document in two-dimensional
form;

(b) communicating (within the meaning of that Act)
the document to the public

(c) translating (within the meaning of that Act) the

document.
(2) The documents are:

(@) a provisional specification; and
(b) a complete specification; and

(c) a prescribed document.

(3) If a reproduction of an unpublished work is made as a
result of a document being open to public inspection,
the supply or communication of the reproduction does
not constitute the publication of the work for the

purposes of the Copyright Act 1968.
2. FRENZER

» 37 CFR §1.71 Detailed description and specification of
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the invention.

(d) A copyright or mask work notice may be placed in

a design or utility patent application adjacent to
copyright and mask work material contained
therein. The notice may appear at any appropriate
portion of the patent application disclosure. For
notices in drawings, see § 1.84(s). The content of
the notice must be limited to only those elements
provided for by law. For example, “© 1983 John
Doe” (17 U.S.C. 401) and “ *M* John Doe” ( 17
U.S.C. 909) would be properly limited and, under
current statutes, legally sufficient notices of
copyright and mask work, respectively. Inclusion
of a copyright or mask work notice will be
permitted only if the authorization language set
forth in paragraph (e) of this section is included at
the beginning (preferably as the first paragraph) of
the specification.

The authorization shall read as follows:

A portion of the disclosure of this patent
document contains material which is subject to
(copyright or mask work) protection. The
(copyright or mask work) owner has no objection
to the facsimile reproduction by anyone of the
patent document or the patent disclosure, as it

appears in the Patent and Trademark Office patent
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file or records, but otherwise reserves all

(copyright or mask work) rights whatsoever.
» 37 CFR §1.84 Standards for drawings.

(s) Copyright or Mask Work Notice. A copyright or
mask work notice may appear in the drawing, but
must be placed within the sight of the drawing
immediately below the figure representing the
copyright or mask work material and be limited to
letters having a print size of .32 cm. to .64 cm.
(1/8 to 1/4 inches) high. The content of the notice
must be limited to only those elements provided
for by law. For example, “© 1983 John Doe” ( 17
U.S.C. 401) and “*M* John Doe” ( 17 U.S.C. 909)
would be properly limited and, under current
statutes, legally sufficient notices of copyright and
mask work, respectively. Inclusion of a copyright
or mask work notice will be permitted only if the
authorization language set forth in § 1.71(e) is
included at the beginning (preferably as the first
paragraph) of the specification.
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(1) Where a patent applicant or the person entered in the
Register as the proprietor of the patent (section 30 (1))
declares to the German Patent and Trade Mark Office

in writing that he is willing to allow anyone to use the
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invention in return for equitable remuneration, the
annual renewal fees due in respect of the patent
following receipt of the declaration shall be reduced to
one half. The declaration shall be recorded in the
Register and published in the Patent Gazette
(Patentblatt).

The declaration shall be inadmissible as long as there
is an entry in the Register regarding the grant of an
exclusive licence (section 30 (4)) or an application is
pending before the German Patent and Trade Mark
Office for such entry to be made.

Any person who, subsequent to the declaration being
entered, wishes to use the invention shall inform the
proprietor of the patent of his intention. The
information shall be deemed to have been effected if it
has been dispatched by registered letter to the person
entered in the Register as the proprietor of the patent
or to his registered representative or the person
authorised to accept service (section 25). The
information shall indicate how the invention is to be
used. Subsequent to the information, the informing
party shall be entitled to effect use in the manner he
has indicated. He shall be obliged, after the expiry of
each calendar quarter, to inform the proprietor of the
patent of the use effected and to pay the remuneration
for that use. If he does not fulfil this obligation in due

time, the person registered as proprietor of the patent
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may set him a reasonable extension of time for
payment and, following expiry without the obligation
being fulfilled, may prohibit further use of the
invention.

The remuneration shall be fixed by the Patent Division
upon the written request of a party. Sections 46, 47
and 62 shall apply mutatis mutandis to the procedure.
The request may be directed against more than one
party. When fixing the amount of the remuneration
the German Patent and Trade Mark Office may make
an order requiring the party opposing the request to
bear the costs of the procedure in whole or in part.
After the expiry of a period of one year following the
last fixing of remuneration, any party affected thereby
may apply for its adjustment if in the meantime
circumstances have arisen or become known which
make the remuneration fixed appear obviously
inappropriate. In other respects, subsection (4) shall
apply mutatis mutandis.

Where the declaration is made in respect of an
application, the provisions of subsections (1) to (5)
shall apply mutatis mutandis.

The declaration may be withdrawn in writing vis-a-vis
the German Patent and Trade Mark Office at any time,
as long as the proprietor of the patent has not been
informed of any intention to use the invention. The

withdrawal shall take effect when it is filed. The sum
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by which the annual renewal fees have been reduced

shall be paid within one month of the withdrawal of

the declaration. If the difference is not paid within the

time limit specified in the third sentence, it may still be

paid together with the surcharge for late payment

before the expiry of a period of a further four months.

2. ERL I

> % 46 i Patentee’s application for entry in register that

licences are available as of right.

1)

At any time after the grant of a patent its
proprietor may apply to the comptroller for an
entry to be made in the register to the effect that
licences under the patent are to be available as of
right.

Where such an application is made, the
comptroller shall give notice of the application to
any person registered as having a right in or under
the patent and, if satisfied that the proprietor of
the patent is not precluded by contract from
granting licences under the patent, shall make that
entry.

Where such an entry is made in respect of a

patent —

(@) any person shall, at any time after the entry is

made, be entitled as of right to a licence under
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the patent on such terms as may be settled by
agreement or, in default of agreement, by the
comptroller on the application of the
proprietor of the patent or the person
requiring the licence;

the comptroller may, on the application of the
holder of any licence granted under the patent
before the entry was made, order the licence to
be exchanged for a licence of right on terms so
settled;

if in proceedings for infringement of the patent
(otherwise than by the importation of any
article [F27from a country which is not a
member State of the European Economic
Community]) the defendant or defender
undertakes to take a licence on such terms, no
injunction or interdict shall be granted against
him and the amount (if any) recoverable
against him by way of damages shall not
exceed double the amount which would have
been payable by him as licensee if such a
licence on those terms had been granted before
the earliest infringement;

the renewal fee payable in respect of the
patent after the date of the entry shall be half
the fee which would be payable if the entry

had not been made.
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(BA)An undertaking under subsection (3)(c) above may

be given at any time before final order in the

proceedings, without any admission of liability.]

The licensee under a licence of right may (unless,
in the case of a licence the terms of which are
settled by agreement, the licence otherwise
expressly provides) request the proprietor of the
patent to take proceedings to prevent any
infringement of the patent; and if the proprietor
refuses or neglects to do so within two months
after being so requested, the licensee may institute
proceedings for the infringement in his own name
as if he were proprietor, making the proprietor a
defendant or defender.

A proprietor so added as defendant or defender
shall not be liable for any costs or expenses unless
he enters an appearance and takes part in the

proceedings.

> % 47 ix Cancellation of entry made under s. 46.

(1)

At any time after an entry has been made under
section 46 above in respect of a patent, the
proprietor of the patent may apply to the
comptroller for cancellation of the entry.

Where such an application is made and the

balance paid of all renewal fees which would have
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been payable if the entry had not been made, the
comptroller may cancel the entry, if satisfied that
there is no existing licence under the patent or that
all licensees under the patent consent to the
application.

Within the prescribed period after an entry has
been made under section 46 above in respect of a
patent, any person who claims that the proprietor
of the patent is, and was at the time of the entry,
precluded by a contract in which the claimant is
interested from granting licences under the patent
may apply to the comptroller for cancellation of
the entry.

Where the comptroller is satisfied, on an
application under subsection (3) above, that the
proprietor of the patent is and was so precluded,
he shall cancel the entry; and the proprietor shall
then be liable to pay, within a period specified by
the comptroller, a sum equal to the balance of all
renewal fees which would have been payable if
the entry had not been made, and the patent shall
cease to have effect at the expiration of that period
if that sum is not so paid.

Where an entry is cancelled under this section, the
rights and liabilities of the proprietor of the patent
shall afterwards be the same as if the entry had not

been made.
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(6) Where an application has been made under this

section, then —

(a)

(b)

in the case of an application under subsection
(1) above, any person, and

in the case of an application under subsection
(3) above, the proprietor of the patent, may
within the prescribed period give notice to the
comptroller of opposition to the cancellation;
and the comptroller shall, in considering the
application, determine whether the opposition

is justified.
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