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Where the applicant for the patent is not the inventor, the applicant has not succeeded to the right to
obtain a patent for the said invention.

P23 FRE (PR FEEE63T) MIAFTR 2 FHRBMFITF L HAHE O KM,
http://www.jpo.go.jp/cgi/link.cgi?url=/shiryou/hourei/kakokai/tokkyo_kaisei23 63.htm ( & & #| &
B :2013/10/01) -

Where the applicant for the patent does not have the right to obtain a patent for the said invention.

8 Where the patent has been granted in violation of Articles 25, 29, 29-2, 32, 38 or 39 (1) to 39 (4);
(where the patent has been obtained in violation of Article 38, excluding the case where the transfer of

)

a patent right pertaining to the patent has been registered based on the request under Article 74 (1));
Where the patent has been granted on a patent application filed by a person who has not had the right to
obtain a patent for the said invention; (excluding the case where the transfer of a patent right pertaining
to the patent has been registered based on the request under Article 74 (1));
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' Where a patent falls under the requirements as provided in Article 123 (1) (ii) (limited to cases where

the patent is obtained in violation of Article 38) or the requirements as provided in item (vi) of the
said paragraph, a person who has the right to obtain a patent for the invention pertaining to the said
patent may request the patentee thereof to transfer the said patent right as provided by Ordinance of the
Ministry of Economy, Trade and Industry.

Paragraph (1) of the preceding Article shall not apply where the share of a jointly owned patent right is
transferred based on the request under paragraph (1).

11

> Where the transfer of a patent right has been registered based on the request under the preceding

paragraph, the patent right shall be deemed to have belonged to a person who has obtained the said
registration from the beginning. The same shall apply to the right to claim compensation under Article
65 (1) or Article 184-10 (1) on the invention pertaining to the said patent right.

Amendment to the Patent Act of Japan, Year 2011, http://www.itohpat.co.jp/e/ipnews/amend_8.html
(last visited Jul.14, 2015); “F m& 23 SF4F FE & £ (F 24 4 A 1 B 3647 ) , http://www.sun-
group.co.jp/column121107.html (3REZE B : 2013/10/01)

13
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' Any person may file a request for invalidation trial; provided, however, that where a request for
invalidation trial is filed on the ground that the patent falls under item (ii) of the preceding paragraph
(limited to cases where the patent is obtained in violation of Article 38) or item (vi) of the preceding
paragraph, only a person who has the right to obtain a patent on the invention pertaining to the said
patent may file a request for invalidation trial.

> A person having the patent, exclusive license of the patent, or nonexclusive license of the patent or of

the exclusive license thereof, and who is engaged in the business by working the invention or making
preparations for such business in Japan without notice that the patent fulfills the requirements set forth
in Article 123, paragraph 1, item 2 (only in the event that the patent is obtained in violation of the
provision of Article 38) or item 6, at the time when the registration of the transfer of the patent based
on a claim under the provision of Article 74, paragraph 1 was made, shall have a nonexclusive license
of the patent within the scope of the invention and the objectives of the business which are being
worked or being prepared to work then.

'® The patentee shall be entitled to receive reasonable consideration for the license from the nonexclusive

licensee according to the provision of the preceding section.
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7 Usurpation and Protection of Inventors: The amendment to the Patent Law ("Amendment") realized the
protection of inventors, http://www.yuasa-hara.co.jp/english/news/pdf/ipnews034.pdf (last visited Oct.
1,2013).

The proviso to Article 123 (2) shall not preclude any person other than a person who has the right to
obtain a patent on the said patented invention from submitting a method of allegation or defense as

18

provided in paragraph (1).
¥ To avoid delay of substantive examination of a patent application owing to the need to determine the
identity of the inventor, in the proceedings before the Patent Office the applicant shall be the party

deemed entitled to request grant of a patent.
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** The essential contents of the patent have been taken from the descriptions, drawings, models,

appliances or equipment of another, or from a process used by another, without the consent of said
person (usurpation).

* Within three months of publication of grant, any person, but only the injured party in the case of

usurpation, may give notice of opposition to the patent:--.The opposition may be based only on the

assertion that one of the grounds for revocation mentioned in Section 21 exists:**** (L& & 2009 F

HAZ B F AR ) ©

2 fR B A kN 2013 S EAT AR RN L AN EHIMEMA N - 9B A Z R
ZfEEA2014F4 A1 ALz ARKECHARTHRIMAZRMM G RAEB R
o L A2014 51 A1 8 (&) RN %2 %4 - Amendments to the German Patent
Act and their Impact on Everyday Practice, http://kluwerpatentblog.com/2014/01/31/amendments-
to-the-german-patent-act-and-their-impact-on-everyday-practice/ (last visited Nov. 5, 2014); Recent
amendments of German patent law - Harmonizing improvements, http://www.lexology.com/library/
detail.aspx?g=6105a15d-9a10-4¢c6¢-b938-0ad0939f05b0 (last visited Nov. 5, 2014).

** When a patent is revoked by reason of an opposition based on usurpation (Section 21 (1), no. 3) or

when said opposition results in a waiver of the patent right, the opponent may file an application for the

invention within one month after the official notification of said waiver, and claim the priority of the

earlier patent.
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Proceedings regarding a declaration of nullity of a patent:--shall be instituted by bringing legal action.
The action shall be directed against the person recorded in the Register as patentee:**

> An action for declaration of nullity of a patent may not be brought as long as opposition may still be
filed or opposition proceedings are pending---

In the case of usurpation, only the injured party shall be entitled to bring an action.

An entitled person whose invention has been applied for by a person not entitled to do so, or a person
injured by usurpation, may demand that the patent applicant surrenders to him the right to the grant

of a patent. If the application has already resulted in a patent, the entitled person may demand that

26

27

the patentee assigns the patent to him. This right may only be asserted, subject to sentences 4 and
5, by legal action within two years of publication of the grant of the patent (Section 58 (1)). Should
the injured person have filed an opposition on the grounds of usurpation (Section 21 (1), no. 3), said
injured person may bring the legal action within one year of the final conclusion of the opposition
proceedings. The third and fourth sentences shall not apply if the patentee did not act in good faith
when obtaining the patent.
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% Carpmaels&Ransford, http://www.carpmaels.com/documents/2010-07-26 Advising_the Japanese
Patent Office.pdf (last visited Oct. 11, 2013) 5 &% & — A HE FiHPT#H A B K 2011 FHEEAT 4
FIRIFIRBRAE B KA -
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