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35 U.S. Code § 112(a) : The specification shall contain a written description of the invention, and of

the manner and process of making and using it, in such full, clear, concise, and exact terms as to enable
any person skilled in the art to which it pertains, or with which it is most nearly connected, to make and
use the same.

35 U.S. Code § 112(b) : The specification shall conclude with one or more claims particularly
pointing out and distinctly claiming the subject matter which the inventor or a joint inventor regards as

12

the invention.
* MPEP 2164.08(c) : A feature which is taught as critical in a specification and is not recited in the
claims should result in a rejection of such claim under the enablement provision section of 35 U.S.C.

112.
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4 MPEP 2164.08(¢c) : --*In determining whether an unclaimed feature is critical, the entire disclosure
must be considered. Features which are merely preferred are not to be considered critical.

> Therefore, an enablement rejection based on the grounds that a disclosed critical limitation is missing

from a claim should be made only when the language of the specification makes it clear that the

limitation is critical for the invention to function as intended.

** In re Mayhew, 527 F.2d 1229, 1233, 188 USPQ 356, 358 (CCPA 1976).
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21 EPC Article 84 Claims: The claims shall define the matter for which protection is sought. They shall be
clear and concise and be supported by the description.

22 Guidelines for Examination in the EPO, Part F - Chapter IV 4.5.2,2015/11.

** Guidelines for Examination in the EPO, Part F - Chapter IV 4.5, 2015/11.
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