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* OB M O AZ IS 4 B WO AZ R B L R 3R Bk 3 35 - See Article 4(1)(g) of DIRECTIVE (EU)
2015/2436 OF THE EUROPEAN PARLIAMENT AND OF THE COUNCIL of 16 December 2015
to approximate the laws of the Member States relating to trade marks (hereinafter “EU Trademark
Directive 2015”)(“trade marks which are of such a nature as to deceive the public, for instance, as to
the nature, quality or geographical origin of the goods or service; ”); Article 7(1)(g)Council Regulation
(EC) No 207/2009 of 26 February 2009 on the European Union trade mark (hereafter “EUTM 2009”)
(“trade marks which are of such a nature as to deceive the public, for instance as to the nature, quality
or geographical origin of the goods or service; ). & B %t #5 f A% 7% B R 4F % 5 SR 2L 86 o & B R
HAREZABMME > 342 15 U.S.C. § 1052 (“No trademark by which the goods of the applicant
may be distinguished from the goods of others shall be refused registration on the principal register on
account of its nature unless it—(e) Consists of a mark which--+(3) when used on or in connection with
the goods of the applicant is primarily geographically deceptively misdescriptive of them,” ).
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8 943 of Judgement of the Court of First Instance, Nordmilch eG v. OHIM, 15 October 2003 (“With
regard to the applicant's comment that the Board of Appeal was careful to avoid confirming that the
contested mark OLDENBURGER designates the geographical origin of the goods claimed, it must be
observed that the Board of Appeal has established to the requisite legal standard that the connection
between the name of the place and the goods may enable the relevant class of person to perceive the
sign in question as an indication of the origin of those goods without there being any need to know in
that connection whether the name actually designates the true geographical origin of the goods.”)
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1 In re Cal. Innovations, Inc., 329 F.3d 1334, 1341 (Fed. Cir. 2003)(“Thus, due to the NAFTA changes
in the Lanham Act, the PTO must deny registration under § 1052[e][3] if [1] the primary significance
of the mark is a generally known geographic location--+”) ; & & /T E A KE 98 /4 H] F % 1000 5% F|
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% J. THOMAS MCCARTHY, 2 MCCARTHY ON TRADEMARKS AND UNFAIR COMPETITION 8
14:11 (4th ed.)(Westlaw database).
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B In re Cal. Innovations, Inc., 329 F.3d at 1341 (Fed. Cir. 2003)(“Thus, due to the NAFTA changes in
the Lanham Act, the PTO must deny registration under § 1052[e][3] if --:[2] the consuming public
is likely to believe the place identified by the mark indicates the origin of the goods bearing the mark,
when in fact the goods do not come from that place,*-”) ; & 4T H %R 99 & H]F % 1324 35 3]
RTAME  BHRAEHRBREIEA BZIFE - BRREAEARAL B FEMGIT - B
SRAFFRE > SLHARS T HEH O £ w ERBARIE T & RIRFF I - F T
M X RELETHIHGZEREEF > AB LW SRR H EHZRH - Bob R #REAEA
B R LB EMAE - R EHEHMRBF R AN REN R4 AT B
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TR B A T L3S T e R M R BT R SR AR A X — o 2R F
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4 McCARTHY, supra note 11, at 8§ 14:33 ; A8 & %% 100 SFEATAFFH 2 Ak T 451
CEREN-EYE VYT RIS CES ENS Y Y PSS L
Mg BT MARBAA R FEAREMATE L B AERAY - BAMA TR ERE ) X RERA
AERMFE  H4E T Rida, LBARTS ML AL AR THH ;) HE - B
REZGEATHFMEFZR "B RFN S pAedany s, TR TR BEdE, F8 AR
LAARAREEZFT  TMELMBEEET S BFRARE S -

* In re Save Venice New York, Inc., 259, F.3d 1346, 1355 (Fed. Cir. 2001) (“The related goods test
measures whether a reasonably prudent consumer would believe that non-competitive but related
goods sold under similar marks derive from the same source, or are affiliated with, connected with,
or sponsored by the same trademark owner.” and “In its application of the ‘related goods’ test, the
Board found that many of applicant's goods ‘reflect product types, decorative themes and material
compositions’ associated with the city of Venice, Italy. As a result, the Board concluded that consumers
would make a goods/place association between Venice, Italy and applicant's related goods. We agree
with the Board that certain derivative ‘related goods’ carrying a distinctive geographic mark would
likely confuse consumers as to the source of the “related goods.”)
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McCARTHY, supra note 11, at § 14:29.
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8 [8]3£ 13 ; see also European Union Intellectual Property Office, Guideline for Examination of European Union
Trade Marks, Part B Examination, Section 4 Absolute Grounds for Refusal, Chapter 8, Descriptive Trade
Marks Article 7(1)(g), at p.6 (“The sign could evoke in the consumers’ minds some impressions/expectations
as tothe geographical origin of the goods or of the designer thereof that may not correspondto reality.
For example, trade marks such as ALESSANDRO PERETTI or GIUSEPPE LANARO (invented
examples) covering clothing or fashion goods in general may suggest to the relevant public that
these goods are designed and produced by an Italian stylist, which may not be the case.”)(hereinafter
“Guideline for Examination of EUTM).

1 See In re Miracle Tuesday, LLC. 695 F.3d 1339, 1344 (Fed. Cir. 2012)(“The second inquiry under

this element asks whether the goods will in fact originate from the named place. It is undisputed that

goods may be deemed to originate in a geographic location if they are manufactured there. Origin

can be predicated on factors other than manufacture, however, where the circumstances justify such a

connection. Indeed, at oral argument, the PTO conceded that, in appropriate circumstances, ‘the place

of design can be enough.” Similarly, if the goods contain a main component or ingredient from the
place identified in the mark, that connection can be sufficient to find that the goods originate from that
place. And, a product might be found to originate from a place where the applicant has its headquarters
or research and development facilities, even when the manufacturing facilities are elsewhere.”)

(Citations omitted).

Id. at 1345 (““Accordingly, the fact that Mr. Klifa lived in Paris over twenty-five years ago is insufficient

to establish that the goods to now be marketed under the proposed mark originate there. On this record,

there is no evidence that Mr. Klifa's activities while he lived in Paris had anything to do with designing
handbags or the other goods identified in the application. Nor is there any evidence that Mr. Klifa

20

exhibited any of the types of goods at issue at the Parisian trade shows he attended. Given the statutory
focus on the geographic origin of the goods, Miracle Tuesday's attempts to shift the inquiry to the
historical origin of the designer must fail.”)
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2! In re Cal. Innovations, Inc., 329 F.3d at 1341 (Fed. Cir. 2003)(“Thus, due to the NAFTA changes in the
Lanham Act, the PTO must deny registration under § 1052[e][3] if---and [3] the misrepresentation
was a material factor in the consumer's decision.”)

2 McCARTHY, supra note 11, at § 14:33.

Z Id.
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