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AGE KAsk V2 BB AT AIRFE R

A FXE T R
LR S
AX EBIRK » FH KAV L BHATHFET » AT H BN ERAEL
ApBE HEBGERAFERALLIEATR - AN TRV F LA EEMAE
SEERFER  2ERE > FRAZWAR XA gRATLRANHELASB
FERF o fT AR K ASH KCAPTHAE Y o M KCASRR L B AT BT TR
FEARZE - R KRR A e AT A B SR 2 A S oy o KRS b B M 4%
Bl R HREFRA TR F A REMZMMG c RIRF TR E
L BN B RS Rk Y os B (SRARUT TR AR AR AIR
BIVE AR BRARSE KRS U L BB » BTSRRI AT RRH
KIAREE = AR REHZRR - BZEH R AT R ER > BT
FRl o F A Ao AT 3R 2 i — F i R iB K A Vb B AR AT AR RY 0 R T
B FEERRAXZI oMK BRHEAREAR AP G

Bl @ oo AR sk  TIHATIH > AR 1

T RLBRAIEME RN G AR ELE -
YOI B R F
TR AERAREES AR M F R A SREEST A K -
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REZAZE 1R ZARBTRAFE RS T B  FRER AR R
R AME > AMREE KRR > AERMAELEB 0 > AR BREHANET B
FAFHRZ RGN E AR ZE AR E > mREEEZHER > AR
FRANEAELAS BTN AL PTB AT AR T B A E 7 fe ik AR
RANR ETIHRATH -

LTHEIL—B REEAXE F260645F 1R " RAZRAELL
ST AT BT AT R A R el AR R TR
B, o RESHEELE BT BT R 454520 0 AT s AR P B
HBFrBA  ERAE  FHEANEEAE X = H IR L - 5870
ZBF e RABET R MRARALNE B ERE A b FH AR
FRRPIAE > 3b HE A FAR R Th Ak o 3 e BAAR AR R 3F KR L S8 ST O R P R AT R
TR ATHEBL 0 B oL B AR AT o

F  RAEZLARBIFEATIRFRLARNE &5 K08k 2 20 B HATHF T
R Z48 TR F AT R T X b B RERAE KRB T olTA
TR %05 B H AT B DU R AR R AR B R TRIN e R 2B BT B AT
RBP AR B F redE o HREFBEATRFRLAMARIEANE  BHTEH
BRAAEEAEF260046F 1AIRE A REANEERE24128 —FHF:
T B RN R AN AR L B AT T T AR RGE KA 0k A
T A REHRVF A B AERTHEAT RS

Rin o BATE AL > &35 KOA8 2 0 B AT Rl BHATHFBKRARER
R ZAHRBAERKBE EA LS 2665 2B REZFAER KA E
Fr&4% > Y AREEEZERFEATRZAM  HAREEZ MR FAKR=F
R MR RBEES - AN E AR =5 B Mk KB s

KB F 4]k ¢ https://www.tipo.gov.tw/public/Attachment/75120143882.pdf > 2017 #Fhe (k£ #E
B :2017/10/26) °

2 RERAFEELESE B  https://www.tipo.gov.tw/public/Attachment/76281002788 .pdf * % — % -

1.3.1 » E2-1-6 * 2017 %7 A1 B (RABBHER :2017/10/26) °
S KRB RAEEREF B F—F23.1.1 » B2-1-13 20177 A1 B °
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FREE
AWENAEUEREZ LB RIERDD BRI BRI

BARAE ~ RORBAEFT X AFEATRA L ETH R HAHRAFEAAMRHEF
2 5% -

2\ > USPTO #shi5 K=A5k V2 B AT R T £ 15
— ~FAHRA

EB &AL 112 (a) * A > BHRAEARA L (specification) f& L3549 E
w At - A BRGEREEEAE R 6y ik AR ZRGE R B RAE R T e
T WEEG A E WA B R L B AR R S AR B BT AR IR AR A A B Ak R
TS e © B &AL 112 (b) * AIM 40 L AR A Z A Z A KA
A B35 0 3 B AE M R AR BRSSP AT B P A B

£ B &A% £ F M (Manual of Patent Examining Procedure, MPEP) % 2163.05
FERY P IFHFAA Y F TSR B O XA P i &b % (essential) =k B 42
(critical ) HF# % » FHAZ RTRAFRAN > ARFEF@IREL S mF
HHE@ETERA —ROLFLARFLEAZARAZT XFZMA TR
FEEATIREM - HABATREMHFZER - MPEP # 2164.08 (¢) ¥ i L it

35 U.S.C 112(a) The specification shall contain a written description of the invention, and of the

manner and process of making and using it, in such full, clear, concise, and exact terms as to enable

any person skilled in the art to which it pertains, or with which it is most nearly connected, to make
and use the same, and shall set forth the best mode contemplated by the inventor or joint inventor of
carrying out the invention.

35 U.S.C 112(b) The specification shall conclude with one or more claims particularly pointing out and

distinctly claiming the subject matter which the inventor or a joint inventor regards as the invention.

MPEP 2163.05 "---A claim that omits an element which applicant describes as an essential or

critical feature of the invention originally disclosed does not comply with the written description

requirement---." P.2100-253.

7 MPEP 2163.01 "---A written description requirement issue generally involves the question of whether
the subject matter of a claim is supported by [conforms to] the disclosure of an application as filed:--."
P.2100-249.

8 MPEP 2163.05 "A claim which omits matter disclosed to be essential to the invention as described

in the specification or in other statements of record may also be subject to rejection under 35U.S.C.

112(a) or pre-AIA 35 U.S.C. 112, para. 1, as not enabling---." P.2100-253.
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—F R R A RAR Y B B H PR SRS U BT Ak 1 B 60 2 A 2 AR
7 2 KRN S M S AT B R R SRR A AT RB X ER

4k MPEP % 2172.01 ¥ 8 8 $LE 35 K28 25 R RT3 5 A 2 b B 3l 4%
# (essential elements of the invention) ° H ¥ 3% T3 AT4F 1% P 3F A0 &
FRALT PR A Bl R T RS AT HERAZHFL (claim) ©° dRHFE
Bl &A% 35U.8.C. 112 (b) BEZHE = -

P EFEEABBE IR HIFa IR R
1~ ZAn B AR AR ARIE 7.30.01 = & 7.103 * ¢
2 A RE P AR EH AR
3 AT ARG BATHRF AN AR5 s RL & -

40 FEATIS R P FART DA - FH0 B B K R R A3
A T ARATAF AR A APT R & 06 BAFHL - MR By ok KA R RE
AL -

i
>\§.,

MPEP 2164.08(c) "---an enablement rejection based on the grounds that a disclosed critical limitation
is missing from a claim should be made only when the language of the specification makes it clear that
the limitation is critical for the invention to function as intended---." P.2100-279.

MPEP 2172.01 ":--a claim which fails to interrelate essential elements of the invention as defined by
applicant(s)in the specification may be rejected under 35 U.S.C.112(b) or pre-AlIA 35 U.S.C. 112,
second paragraph, for failure to point out and distinctly claim the invention---." P.2100-285.

Id. "---Such essential matter may include missing elements, steps or necessary structural cooperative

10

11

relationships of elements described by the applicant(s) as necessary to practice the invention. In
addition, a claim which fails to interrelate essential elements of the invention as defined by applicant(s)
in the specification may be rejected under 35 U.S.C.112(b) or pre-AIA 35 U.S.C. 112, second
paragraph---."

2 MPEP, Chapter 700, 7.33.01, https://mpep.uspto.gov/RDMS/MPEP/e8r9#/e8r9/fp7.33.01 .html (last
visited Oct. 25, 2017).

B Id. 7.30.01, https://mpep.uspto.gov/RDMS/MPEP/e81r9#/e81r9/fp7.30.01.html (last visited Oct. 25,
2017).

1 1d. 7.103, https://mpep.uspto.gov/RDMS/MPEP/e8r9#/e8r9/fp7.103 .html (last visited Oct. 25, 2017).
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FREHE
HEAEUER B L RERD BB B

WZERE T FRALABEERAZI LR HMFH > $EEAERL L
Fl W E S E B b B TR AR AL 112 (a) E@BEFTEEK
SEBEATRM 112 (b) RAELEZFLE > mTRAER -

= RN E

AZE B & 527F2d 1229 (C.CPA.1976) " A Z L 2B 2 A WHEF
46825 3% » EHFAHANER A HAZEHEEER AL 112 (1) » BARAANR
PR T2 et M AR RAFRE > P AER > BT L3 o

RYFRFLRA L TR RMTRERET K a5 (a) BiheLeEE
A5 0.30% X Rk 54 (b) 3] Shw A2 40 BN GRIR Rk ST 4% 0b 0 SRR
WAL AE S T AR A A A (o) A arsi4 i 49 890°F £ 950°F (d)
#% By B Z AR B L R e B 2 (e) A4 890°F & 950° F )5 @k

S 0 ARG L AT B ML (f) Rbzmig (g)
B S RAMIBIL o | BENBRLFRARZAE RN L5 BT AL TR

B 3R b B AT 0 AR LR AR B AR R A 47 i B iR B M5 B JE b B A i
Bk A2 EHFRAMBEARPER ZHI—H MR FEABARALFEES
R REZRNE  RATAH S HAME & BRATES - Bk 5 MR A
L3k (CCPA) RMEFEARREFEAGIRERL  ARARIFRAR
RUME L BB R A B B F KARFIHEAT R - $4EH
RAGRERZ Y - FIBF > BALDWIN A B4 AEFEZFRKAREREZAR
Ak 112 (1) #BFFAT RIS FARFERERSAE 112 (2) RAERL ELFLE

527 F.2d 1229 (C.C.P.A. 1976): https://casetext.com/case/application-of-mayhew-2 (last visited Oct.
25,2017).

The examiner contends that what applicant refers to as his "invention covered by the appealed claims"
* * is not supported by the specification disclosure without the step of cooling a zone of the metal at
the exit side of the bath.

"Although appellant now strenuously argues that the cooling bath is optional, his specification not only
fails to support this contention, but leads us, as it did the examiner and board, to believe that both it
and its location are essential. We therefore conclude that claims which fail to recite the use of a cooling
zone, specially located, are not supported by an enabling disclosure. Rejections (1) and (2), supra, will
therefore be sustained."

16

17
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BARBREG ;T BE S REEAREOARNETGER FEARRAF
BERATRMFEREBRZA K 12 EREZH—F% (B4) PREFERAF
o RHFIRN B HEEABEANETAE  FEARRE A F LA ZF
KIBHE R VST B o A RIK B LA TP LA .

=~mW

W b F A T 4w 0 kR Ak A BALDWIN % B & A2 4 & F A% KA
BRIk B XA B B AR BGER BB RALE 112 (1) &k
TATHR 112 (2) RAHETRFLE - RARFARNETH > FEARNEFE
3 L A SR T8 b BB © Ak B T AR B A2
ik AIZBFEH/HASLENEBRZAE112 (1) TR TR L2 REeN > 2L
PRt o A5 AR AR R KA ER 6 B2 0 BHA B R AR A%
112 (1) ~ (2) BXARZ  AFFRE@maRERL (L) > TEATRAEFLK
TR HENE R Z R o AT AR T R s R BT AT AL 0 T AR AR AT ST R I R AR
HIALE - A1 512178 MPEP % 2163.05 (F@a & L) ~2164.08 (¢) (T
PAEH) B 2172.01 (RFAReEL) ZH -

FEAL BT A ATIRE 2 Rk EHFA (B RA) 9235 A) FH0R KA H
KA BB IR AL B AT L0 B 5 KA EETAE » Al d A 2430
) E R EATH RAL B E X LeaT i MPEP % 700 % 706.03 (¢) 7.33.01
Frig w2 58 R TN ERBEITHETFH LARSG TEAR T L BT -

' "I view the rejections to be both under the first and second paragraphs. In the past, when we have been

uncertain of the actual statutory grounds of rejection in this area, we have, for the sake of completeness,

treated the claims on appeal as if they were rejected under both the first and second paragraphs of §

1 12 oee, n

"---The examiner contends that what applicant re-fers to as his ‘invention covered by the appealed

claims' * * * is not supported by the specification disclosure without the step of cooling a zone of the

metal at the exit side of the bath---."

2 MPEP 2163.01 "--+A written description requirement issue generally involves the question of whether
the subject matter of a claim is supported by [conforms to] the disclosure of an application as filed:--."
P.2100-249.

19

106.12 HERE#EA T voL.228

37



38

FREHE
HEAEUER B L RERD BB B

2 ~EPO #HAF LA VL BRI HRZ R THED
—~HAERE

BRM RA AL F 83 M2 RE - BB A AR T 7 ek 217
AU PT B AR OF B R Sl AR B BLPT SR B 84 4R P AT
FRAR T R ARESE c BHFLAREMAE - §E 0 B3RP EZ -

Bk 4% £45 % (Guidelines for Examination in the European Patent Office )
Part F— 5% 4 F 451 L ZHERIHRZFTEH BT BN EA NS 84 1562 KF KA
s 78 oy AR B SRR P Z AT AR BOPT XA 0 AT A R PR BE AN S AR P 48 R
Hois TR KRB HHAE 0 I A 2 L BT O € R A A AR I
ZRZA52B/ T L BHMFBITRK  AFHBTH LA LR MR E T
HE LT RARAT R R AT B AP L F e A (A F AR e
ZEAL) o AR ZRE ARG S ARAPTR TR E AT LR
0 BT R BT > o

Feik Rl B AT T AR B AN E S IAM T L IAE L

E P Sh AR WU I 2 b AR B ARAF R AR BGE T Sk T AR RS AT
A& RnTAF 2 BEIRR - & — BT B A A4 5 3 E R & 5T

— BRSBTS AT HEBRMEANE 8415 CHTR B LALR
AN LB~ FlAAy  de RZ L BB E R RAF LAY - MR
AT do AT A AR R SZ AT B IR U T AR R T 0y TARGE KRR TR A Al e
# R RN F 83 MR T e

21 EPC Art. 83 Disclosure of the invention: The European patent application shall disclose the invention
in a manner sufficiently clear and complete for it to be carried out by a person skilled in the art.

?2 EPC Art. 84 Claims: The claims shall define the matter for which protection is sought. They shall be
clear and concise and be supported by the description.

»* Guidelines for Examination in the European Patent Office, Part F - Chapter IV 4.5.1, https://www.epo.
org/law-practice/legal-texts/html/guidelines/e/f iv_4_5_1.htm (last visited Oct. 25, 2017).

2 Jd. Part F - Chapter IV 4.5.2, https://www.epo.org/law-practice/legal-texts/html/guidelines/e/f_
iv_4 5 2.htm (last visited Oct. 25, 2017).

» Id. Part F - Chapter IV 4.5.3, https://www.epo.org/law-practice/legal-texts/html/guidelines/e/f
iv_4 5 3.htm (last visited Oct. 25, 2017).

% Id. Part F - Chapter IV 6.4, https://www.epo.org/law-practice/legal-texts/html/guidelines/e/f iv_6 4.
htm, 274 paragraph (last visited Oct. 25, 2017).
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A% 2016 F 2> A FHI3FFH2HLBHMHFRZIBEFHR  RIE
BUAT 09 R ik o BN A1 A2 5% 84 MM R H R R R L A4 Fh Aty B AR AR R AR
b AR FHERBENZINE LR TR FEITA LRI PTA R L AR
PR AT PR L B F R P A BRI RIERAE B4
B RES Bk T B YRR R T R0y BN R 0 A TR BB AR B T A
B2 b B AT 0 B L AS 2 e — HARAE A R CF R LT R
BT 457 o

W EHRE T EEARRFEEEHLARLE CAPTA LRI 6L B Halg
B FE 2 BHATRBOT 0 i RN AN F 84 AR X HZ K
F) B R R B AN F 83 AR E RZBE AL LR -

=~ EBN &

A Z 4] T0O409/91 = ZER M 4] d 35 R 5 873084362 5% » #1991 -1 A 7 A
W EPO £ R4 » A BRI AF K ART AT RFHEZ MR E 7
dm o ARYE P SF SR AT A RR i A B e B U 0 W RN R AN R
84 M2 T > Hib o FIHAIE LK o

REFKA 1 2R E L T3 120°C ~500°C 8% % 56 B A& 49 orh ol > 30
Fig AATHRE AT 10CH  BHZE 5 03% T2 A M M i AR
BEAF B L35k F R~ 4000nm |, 0 F R\ 2S5 E—SREETRINE
1000nm ° EFARLF KBZ N EHRfoZ BN H 5 L L AHE - O #EREK
M RF K G 84 4% 0 B B B AR AR L B0 18] A BORR S B KO B G AR R 3 R R A
&zl F8 0 LB AAEF KA » R EFAREITFHFGEM A A4
F 84 MEZ B o M BAMERIN A A2 F 83 4% 0 LR ARG AR ey B ) T
AAE R A ek T R EFR 0 B 0 LR AGRGRE AR T A5 & e A4 R e
B RFEAF AT R E R e B R T2 5h - R\ T HALE R T ik - d ez Al &

>’ Case law of the boards of appeal 2016, Part II A, 3.2: http://www.epo.org/law-practice/legal-texts/
html/caselaw/2016/e/clr_ii_a 3 2.htm, 15t paragraph (last visited Oct. 25, 2017).

28 Id. 4! paragraph, (last visited Oct. 25, 2017).

» T 0409/91, https://www.epo.org/law-practice/case-law-appeals/pdf/t910409ex 1 .pdf (last visited Oct.
25,2017).
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FREHE
HEAEUER B L RERD BB B

AR REZAERAMF R @ F Rk 0 Ry 0 IR AR L — BT R R E RS
BBP A GBI R A F 83MEX K MBA AT BE - LFATFRE  RIE
itz Aa Rl > FRATFREARALT L4 FE84BIRT » R EH
AP R — B R ik LERS > LIRS HTR BM ik B ek RiE
7 KT oy 1R SR IE R Tk e

ZBEGRSE  HRVFASHFRANEZ L BHMHBE BB R &
M R RAM AT AR G BB ER BT il WAV FEHB
BATARZ AR IF &k T &8 R AT b N T RTZ B8y
FH A RIRE P FAZSARAPITE TN EFIE - ARG &R Aeds TR m
W(%%%&W)’&“a%qﬁﬁﬁT%&%$%K¢’% B3 F B 5] %
WHERAERGMEZBES - L - kT3 R0 75 4000nm © #& B @kaR

RS PR B AN R i R - 09 A IR BB AR 0 SR B BT ML AR S
FRAN - REHR>AFRAFHR > B LI RMEAPTA L BHGHFRRE &
FRAE AT CERMERALE 84165 1 FAZHRE -

>\*

FiE— 0 BN R RN F 84 MR I B K KGR L JAMAS AR AT X 3 - BT
VA o — B A PRSP P AR EE R R b BT 0 AR RAT LB 0 A
ik RA R R o SRR PR R R A3 i Rk S R e 0 W PR
HHEPARALE I -4 BFPHABERCS TR eRmE ) am T 342578 " i
Bl > MBEAE  FEM BT FEF LA AR B R SRR
3R EFr e KA RA 2R Bl Z kAl o AR 0 R KA L R R A E AT
F A BE RN RAI N E A MEZHE -

kI B B B 2o KA A F AR S i o AR M AT A R AR AR, & 20 T A
B R R Z TR (fﬁ'Hwi?i‘\ﬁuﬂiﬁ"J) A SR AT MR AR AR K,
FEA R T s TG - REERNKT R AR LRI - T AL
ARAFBL 0 R IR T AR R AR T RN Tk B A
MR PAE] 0 B 0 R AT BT A I S A BT A AR S AR B b S il N e

%0 "...Therefore, the contribution which the present patent application made to the art was not this

principle of smallness, but rather a particular manner of achieving this desired result."
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RGN E] » B EFAN AT E—F IS R I R A Stk
b G Ak B A 2% A ot B iE b e R e KR AT RN E T AR
AL A Bl g R AR Lk 0 ARIE— R B RN 0 mA TR SRR
o BERERAER IR R K -

4

B HHRBLEREM EA NG LT RN A AL HE
83 I B4 AR BT F R F R FIER o » B RAI A& F 83 A7 A S A
BE > MM ERAYE QA MEGEHAF AT ERNZ R 2R AKRe B oy
RAAEARAPT X FTHEN T EARHAA LT B EZERLE — 4oy ik
FEAR R A SRy IREH T B AT AR BRE - EAR > BATH KA T RZHEW
T ABOM A A% % 83 MR R ey R H - L RGN A A2 % 84 15047 F 48
Bl o #hReh KA A PTIEAP 0 Y & 0 iR ESF AR S R SRS 0 BT BT AR IR
W F SR BRI AR A R BRI B 0 T R e B P 2 e
REBECRLEARARKIE 3 AT RBEF KA ERZHER > -

i

Y RIS

WARE T4 VHEAMIIFAFRIANZ L BRI SL BT R REL
MEF B LFE B CREARAPITB TAN R 32555 A A5 b AT s 2 TRk
Fe AT FEAF Sh B N RSP 2 ik 0 i 38 3 KRR M ik W B R o B A A
B ML B HM R REH X 0 e R E AT WA AT AR S s AT H T P
RAZ b BT T CRERA LT Z TR W EHMHFRR T ARE -

In

WRFRNEA B EFEENERL  AEIF LA L B HITH B EF TR
] o AT R Z AR E &b B A R ] 0 Rk R RPTH
Z AR 0 O R RN F AR — B MAF KAV EARAZIRT 5 X
BT A A 04 B e 3 st R 2T e > mBERARATRT s T RiFea
iy 0TI s T, o BT XEHT @R Z At X

31 ".--the invention extends to technical subject-matter not made available to the person skilled in the art

by the application as filed, since it was not contested by the appellant that no information was given
to perform the claimed invention successfully without using the structurally defined class of additives.
Therefore, the Board does not find that the description discloses the invention defined in the present
claims in the manner prescribed by Article 83 EPC."
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FREE
AWENAEUEREZ LB RIERDD BRI BRI

K38 FREM EFAGE 8415 X FHZ AT R > B L2 LR HAaTHHR -
hu b BT B SR ATAR R LA T sk R R R R AR AR AR 09 T DU F R h 8y
WP PR R B BRI N H 83X RE ; B4 ERASEE
RE T NBHEFLE > A BFA—BHEHRRT RTRITEI AR+ BRI
ZREMPHERE - BARAREOIRENERANTAR AT HRZIERERATIER
D RARBOM A% B4 Part F- % 4 ¥ 451 2 B HHHIR L - BAF TR
B S AL N4 5 84 MR AR T X HR -

2 EPT > A F RA X FHRAR BRI SR B 2 L B AT 0 M REL
W EANEE B3 84X AT RS ARBEATR BN I HFEHARFEKE
B R M B A 2 R o

BJPOHAFLABRKBR RS LT H{ BN
€ HLE 1]

— AR E

BARZEA X236 (4) (1) AT BHRALBEREHEEEESZIHRE
RO BAREH A0 LA A AT B A AR B F R AR A T A s B K RA
%36 (6) (i) MREFTHRIEF A 08B ARA P F ek » B REHX
36(6) (ii) MZPTSRIEST HA| 00 JE B RE o # R B K2 A% 36 (5) AMZE
HRCARR L RATH A b B AT 2 R AR AR 36 (5) B &R
FAE 2 o MOATF M BCGE KB AR F R R SOR AT R B K RA]
%36 (5) M ATRERFERTZER > ——F7 T

2 B R 4FFF % ¢ http://www.japaneselawtranslation.go.jp/law/detail/?id=42 &vm=04&re=01 - % & 8t
E B 2014 SFRRAFFF A EFF ¢ https://www.tipo.gov.tw/dl.asp?ilename=571318164971 .docx ( 3z 4% %]
A 2017/10/26) ©

3 Examination Guidelines for Patent and Utility Model in Japan, Part II, Chapter 2, Section 1, https://
WWW.jpo.go.jp/tetuzuki e/t tokkyo e/files guidelines e/02 0201 e.pdf, 5th paragraph (last visited
Oct. 25, 2017).
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FREH
HERTELERES L REHO LB RS RN R

AASAES ﬁ%lﬁ%l%“”*%i’%%%%@#m%ﬁ’
A 15 %ﬁﬂﬂﬁﬁ%ﬁm Bl wmdkE o REZEARARERANE » £ 4
B W A BF B sk ig 0 BT ERPTAZIAEN - A RERAAERBAKTA

E’%m?%%ﬁ%%ﬁmﬁ%ﬁﬁ@ﬁ%mﬁ%%%’M@’%%kﬁﬁﬁ%
09 F B A AR ARGRAE P 0 AL SO AU AT B A AR R B s T &
A GEE > AmRRATEAFEAL»BE > mERABAZHE36 (4) (1) %
T o

GRBRE2HFE2FF 1My FHBE > FF LA BREARRAEZTH
Blsh » AR BFREATRZIFRSEN AP FLAEATRERZIE
R &LBEMAN - B RICRKERZE R F A (FBEHR) > BPEREA
FTREHZIRET > FREEIRFE2FE2IFMHRE > FRA L P AT HAF R
AR R Ty R E B H AT (elements) RFZ|AFLARN - ZFLAL
FLHARNETR XAF - ERAARZAE36 (6) (1) IR -

TG W 2 E 3 R RANERERZ AR AR L
RBPTHAENZ B4 (matters) 78 FHilrsera ¥ L O R CENZ B4
W& Rk B BT AT AR T LA F ke A R T R AR EGE R
B ERAARARAK36 (6) (i) LR -

ALFTEIR B AR EKREZ M E N EGS BH KAL) s F R
MPAFBEE > IR B R RAIE 36 (5) M BERBALAE36 (6) (1) (&
RAERT XF) 236 (6) (i) GEKam#EE) 236 (4) (1) (THAEHR)
HEZZ R o

3 Id. Chapter 1, Section 1, https://www.jpo.go.jp/tetuzuki_e/t tokkyo e/files guidelines e/02 0101
e.pdf (last visited Oct. 25, 2017), 2. Basic Ideas of Determination of Enablement Requirement.

% Id. Chapter 1, Section 1, 3.2.2, (3) "When a claim is expressed by the Markush grouping or defined by
a result to be achieved, see 5.1 or 5.2, respectively."

% Jd. Chapter 2, Section 2, https://www.jpo.go.jp/tetuzuki_e/t_tokkyo_e/files_guidelines_e/02 0202
e.pdf (last visited Oct. 25, 2017), 2.2, (4) "No recitation of elements necessary for the solution of the
problem to be solved specified in the description".

1d. Chapter 2, Section 3, https://www.jpo.go.jp/tetuzuki_e/t tokkyo e/files guidelines_e/02 0203 _
e.pdf, 2.2 (last visited Oct. 25, 2017) (2) "The case where a technical defect is included in matters

specifying the invention, and as a result, a claimed invention is unclear."

37

38

Id. Chapter 2, Section 3, 2.2 (2) b "The case where the technical meaning of a matter specifying the
invention is incomprehensible to a person skilled in the art,---."
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"RAAFHRZ R ERHERE | c ZEVIEVNB N ERTE T RRAAN
HAT P F ok R F A R ar AR B (35 4h) RE  PTAE FHRX 2
FEHEE N —mil g A AU AARMAE RN S (H5dé)
Z AR S mER AR EFR AR R (FBds) B &
JAFEAIE ©

AREFFREAIRE T — R F BRI 2 LREFERE THRKELA
WAE AR (5 d4) X FH R LR B L ENNRRABATELE T
HFRAEAMBE | P  AAFRA2EA "WwHF KB 1FFHRZILE
BlHRE ZHaEA2 R A FRATAEAIHEE  THRKFHZA
L&, o

AEPIZFETRLE P H KA1 BIELAAT L -

MRS  RBEAZCINAZR T ER A AT AT AL
B % FEAEF RPN B RA R (FFdst) o MR R P A AR R
FEGATFRIZIEFEE Y X —ad AL R AL RRA
WEAFKFRA RS (FFwst) XL R - RREVHLAL
BRXREAFKERNEA#ATAELR L THFMRAE £ 80 F X HATH
B B B AT B R AR D T B AR AR 0 o

VAT S RAZ I 2y X2y MRk RBEAF KA1 TR B
hon TR AR A R R E A B IRLERE AL (Fddt) sk L

3 Annex A Cases pertinent to Description Requirements , https://www.jpo.go.jp/tetuzuki_e/t_tokkyo e/
files_handbook sinsa e/app_al e.pdf, Case 30 (last visited Oct. 25, 2017).

40 ... Accordingly, it cannot be said that the solution for the problem to be solved by the invention is
reflected in claim 1, and, thus, the invention according to claim 1 exceeds the scope stated in the

detailed description of the invention."
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X R ik b i o

AARANNBEEERLRL BHERABTImH L RO E
AHTPABHGRBETYERZIEREET > AZERDRBLE a-b%
Rin o FRANFZIREG N RER FRRRE > BhZRaER
REPTFHZRAG AN > EARRIEHEE - AT LRGSR E T ad
IRIZ 7 SH BF 64 38 % e 3K 0 T VA IR AR XA A 09 5 AR TR 2 T A 4k A 4 4

KERHPA LRGSR B ARG RBEITY #EH MR EFHE
B AP R A P b B T AR A — AL E — iR &8 1 AR AT — AE
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HAT i B RIEEAF KA I B TR ERFAR ML HFEEX
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M FFZ BT IR R Z AR A RFERA Y AR EY

“1 "If, by amendment, the means for solving the problem stated in the detailed description of the invention
is reflected in claim 1, the reason for refusal is resolved."

%2 Annex A Cases pertinent to Description Requirements, https:/www.jpo.go.jp/tetuzuki_e/t_tokkyo e/
files_handbook sinsa e/app_al e.pdf (last visited Oct. 25, 2017), Case 2.
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MaEATBEZHLMANE  $HFRE | REAELEZZTEN > FRE 1

FOEARE » R B AEAEZ6 (6) (i) AEZRAL o
R

BB ALY | ZAAREE The 0 L RFMIFRZIDL T X A% G R A EATRIEL
MR R ARk & (AT F ) RABCHIET » SRR HIH KA | SRR FHREFE
ERAA#AgALR L ERiE—F RN ZaE T E LR AT E A ALE
T ARBRKIbER R B (P b4t ) BRALSR X IRAIELE o o Bp AL R skl B 15
1K M 7 B R B AL T8 T G AR R R R F By AR AR R B P A b B AR AL
W H AN L BT RGO RA B E 2 R AT BB LA LR
T ARRAALAE36 (4) (1) @ BELAAI LHFIMRT -

BAZEE 1 F KB 14 r b Biesds > AR ARAEAK36 (4) (i) -
BELRNE XHFIRL - RAABRER 2 FHFARMNRAEZ AR Y 24
ZYEREEZ AT RRAE LA A EREIFR RS K36 (6) (i)
(BRAER LH) ~36 (6) (i) (FRAWAEM) & 36 (4) (i) (THA
FH) XRE - p A REFIMZ ZR LD BRER | 450 s BR85S ®
AARE 24 AR R ERZIER (HRRHE) » SR F& (Y #
FZIEHEE) - MFFRBARBEERNDELRRZMEANE? 5/H 5 —@
HHFREER IF—ERE B/ (ERRER) » s EEHEGF& - A
BRI BATABGHE R AR = EEH ; Bl A EEARMETRER
S THRAATARITHRII  BELTSHLBFHEATRZIEH] -

4 "Thus, the detailed explanation of the invention is not stated clearly or sufficiently as to enable a person
skilled in the art to work the invention of Claim 1."

106.12 HERE#FT voL.228



FRAESE
WEN TR ERZH— B RIBRIMDERAM B ARG D

RFRBAHREL BRI THTZFRAFFEAB B2 EEAT R
Bl MEERBARZHEZ36 (4) (1) BFHEATRIAL - MskBAL R
TR RARFEERER2HRF2EFIROMALT » 2R HAEARAF
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T ORI FROL AR Bl BRI  FRARR  F AR EHEFRAN
TR A o XF KA RTL BHATEH > R FERZRAZE > T ER
ARG el RERLGEE? ERTAFRALETAEZL A - Ty HF K
AR b B RATRFBL > R ER Z R B ZRT 0 25 T E B MPEP #
2163.05 (Z@mHKEK) ~2164.08 (¢c) (THREFHR) A 2172.01 (FKEHAE
M) FE BN R FE B Part F F 4 F 451 64 AFmR s B Th A
X E B F ) 527 F.2d 1229 #] 3k ~ B £ 4] T0409/91 o A s e v H 3680 © 8%
FRI0Y & ARARAXFFIRFT X B RER 12 ¥ T4 0 B RHF3H KA 500 T4+
B RER S ABARM TR (SREEFBEATRITHRY) FHART]
MHEER ZH B4 BEAN 2 REMFHER - Koo BHMHFRZIFLR
B RNHRAB ST EIBEAT AT (Fh0) B2 WEFmm %

* Examination Guidelines for Patent and Utility Model in Japan, Part IT Chapter 2, Section 3 2.2 (2)
"The case where a technical defect is included in matters specifying the invention, and as a result, a
claimed invention is unclear."
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