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(1) #hét% *;'éé# F) B 33t 4SS WAR AR TSR — A X B BMW v. RRM £ 4 F 0
"R ﬂa‘éﬁz‘ﬁl F1200 > H 45-66

(2) %4% BRUAREFAF TERIREISELZ I RSN Q S EHAF 110
#1 - A 30-47 -

judgment of the Tribunal de Commerce de Bruxelles (Brussels Commercial Court, Belgium), No

A/12/05787 of 16 February 2015; judgement of the Heojesteret (Supreme Court, Denmark), No

17/2010 of 10 March 2015; Landgericht Hamburg (Regional Court, Hamburg, Germany), GRUR-RS

2015, p. 16872; Landgericht Diisseldorf (Regional Court, Diisseldorf, Germany), GRUR-RR 2016,

p- 228; Audiencia Provincial de Alicante (Provincial Court, Alicante, Spain), judgment No 437/10 of

18 June 2010; Tribunale di Bologna (District Court, Bologna, Italy), judgment No 4306/2011 of 17

December 2013; Tribunale di Milano (District Court, Milan, Italy), judgment No 3801/2013 of 27

November 2014; Court of Helsinki, Finland, judgment No 15/149362, 19 November 2015, case file

No R14/5257; Svea Hovritt (Court of Appeal, Svea, Sweden), judgment of 29 January 2016, case file

No O 8596-17.
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b OB R A ARRE FAR A 2017 SR 12 A 20 B B Bk e (Court of Justice of the
European Union * T #% CJEU) W 4F & X i & » 3% & 47 3R ¥ (Preliminary ruling)
ST "M R WERKEERERT X TRARB LR HEE
RHARK AL LAY RATRR - HARE L RDREMF B ERE » o fTHER A
AR AP R CHBREFT I E  BANRILR - A EN TS R EK
Ry BAGERBEAFRG T A RBAZT AT - £EF KAGFRT - BREHK
%@ (European Commission) #7445 % k2t | e BOR R AR LNE - K
X — PR AARTT

i\ ™ Audi ~ Porsche 3E 2 Acacia E4# F4
— FERE

KR CIEU Z B oAk, | 415 % BA6 2k ) B EERBEYRE » £ 2R
A EA TR BINE | by R B MR iR A o

—REHNF FE Audi FHH 6 MM TR ERE ) oL F B
%%%%Awm(Tﬁﬁ@ﬁ%A)Eﬁ@im@m@&ﬁg%m%aﬂﬁﬁ
MR BB Be & XA KRBT R (THRBER) RAERHFD - KH

* Tribunale di Napoli (District Court, Naples, Italy), 11 November 2009, RG 35034/079; Tribunale della
Spezia (District Court, La Spezia), 21 September 2010, No 66/10/18; Tribunale della Spezia (District
Court, La Spezia), 29 September 2010, Proc. 75/2010 Mod. 18; Tribunale di Napoli (District Court,
Naples), 11 February 2011, No 5001/2011; Tribunale di Milano (District Court, Milan), 11 June 2012,
RG 24209/12; Tribunale di Milano (District Court, Milan), 11 October 2012, RG 46317/12; Corte
d’appello di Napoli (Court of Appeal, Naples, Italy), 25 September 2013, No 3678/2013.

> Judgment of the Court (Second Chamber) of 20 December 2017: Acacia Srl v. Pneusgarda Srl & Audi
AG, and Acacia Srl & Rolando D'Amato v. Dr. Ing. h.c.F. Porsche AG. Requests for a preliminary
ruling from the Corte d'appello di Milano and the Bundesgerichtshof Retrieve From: http://curia.
europa.eu/juris/document/document.jsf?text=&docid=198042 &pagelndex=0&doclang=DE&mode=re
g&dir=&occ=first&part=1&cid=380206(last visited Jan.24,2018).
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oA E Y H =& Porsche H A A E 1 FFr T ARHE | 2 EFEE
Mot - 8RB Ak RMEA (B Acacia) /2B 4934 7 B & Porsche TR
LR R 3 A 0 L RS B 0 A SE A A R B E R AEAR) TR R A
ML M5 i A EE Porsche R4E MR BRME & 0 (BB B RIKIE A — FAE
HARHE AR L0 SR T ARIERAEAAE ESFRFAR AR T 415 R TR R AR
G

gt

FRMEGEMS | AFMEAEGT | ARMEREGT | AR MR
000290770-0001 | 000267505-0001 | 000917588-0001 | 000167796-0001

PEAE & S

W1051 Tornado
Silver

1 Porsche 4% % Acacia 124 F1F & F-3 3t ok i & S R

® Acacia Srl v. Pneusgarda Srl (in bankruptcy& Audi AG.) (Case C-397/16) (2016/C 371/04).
7

www.wspitaly.com(last visited Jan.24,2018).
8 Acacia Srl & Rolando D’ Amato v. Dr.Ing. h.c. F. Porsche AG. (Case C-435/16) (2016/C 419/38).

38 107.11 HERE#AT voL.239



ga i
affg 3L
BB B R B GREE L — LR B AR ST AR BB R B [A) 7 /O

WAt H T R EAR ) S AR E GO AE L RIS AR KL
BABL LR F AL 0 LA AT R AR LSRR A 0 AR B A3 CIBU sk
ITRE R ERFAS G RRAMIER LA ERE » R BRI
B T — 8 AXER T

(—) THB etk REMEAMD TRMM | B4 2
(=) T #ets S Ftesk ) o9 M BAEA IR 2
(=) ZdotT £5k " &R AR, 2
—CJEU &4
(=) T@srfiks, FRD TRME, T4

F— AR RN TS R TR A S ER MR AR S AR
Fpst o TRMHE | (dependent) 1248 RSN RAA B AL & A AT R4
WE IR R R - REF ZARERBER AR g

ﬁyﬁmAm%& Pl de 6] — B RT R B A B R0 E - KE— %
BT TRRATR £ SHBEAL TR, - SEAFHNEEEY
Wk g ee (GAEWHE) L6 AEM RS F TR -

A TS R ) BT R RAIF R T H 110465 1 A5
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° Treaty on the Functioning of the European Union 5 267 144 »
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I KB oHHBE A RAERIREREERDFT
% 110164 18 R BRI R G AENAGIE S E B T LRI INER
LB MRS AERZ BRI

CJEU 5 4 1993 SF 12 A 3 B A » BRBMHATE B @RI AFie h L B 2Y
%3 # A (Regulation) 2 ¥ 3t B 8% 2% 3t 454 (Directive) - 84 LA
T AARZHR LA REEE Rk (BRI AR P
2% TRBEEL ) FREBSIT AL EBETAIER)  LEE
Wik SRR c RAZGHRBERF 3MGET T EL  EAHEA

1 COUNCIL REGULATION (EC) No 6/2002 Recital 13
“Full-scale approximation of the laws of the Member States on the use of protected designs for the
purpose of permitting the repair of a complex product so as to restore its original appearance, where
the design is applied to or incorporated in a product which constitutes a component part of a complex
product upon whose appearance the protected design is dependent, could not be achieved through
Directive 98/71/EC. Within the framework of the conciliation procedure on the said Directive, the
Commission undertook to review the consequences of the provisions of that Directive three years after
the deadline for transposition of the Directive in particular for the industrial sectors which are most
affected. Under these circumstances, it is appropriate not to confer any protection as a Community
design for a design which is applied to or incorporated in a product which constitutes a component
part of a complex product upon whose appearance the design is dependent and which is used for the
purpose of the repair of a complex product so as to restore its original appearance, until the Council has
decided its policy on this issue on the basis of a Commission proposal.”

" COUNCIL REGULATION (EC) No 6/2002 Article 110

“Until such time as amendments to this Regulation enter into force on a proposal from the Commission

on this subject, protection as a Community design shall not exist for a design which constitutes a

component part of a complex product used within the meaning of Article 19(1) for the purpose of the

repair of that complex product so as to restore its original appearance.”

Proposal for a European Parliament and Council Regulation on the Community Design (OJ 1994 C 29,

p. 20).

Proposal for a European Parliament and Council Directive on the legal protection of designs (OJ 1993

C 345, p.14).

12

13
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BB TN ARG RRERFHES (THXFHES) £
1998 410 A 13 Rl A 2k » RBA CHFRIEEE T oo THR bk | Mk
Higd - ERSURET RARBBETHRYGHAAEEHEGES T E
EARBIIMBREBGY  MEREESERIEML O R TSR RE
HRGEBR N ARG ENGEIS G EERGBAREE ® o T he
#tE e THiE AR WERBETAA ARG ERG TS B
Ao AT GO EFAA M TR | 0 IRAAEAE

B RE F R TR BB AR AETE 1999 F6 A 21 A48y
R BME B E FAR AN B 23 AEMIER 0 FTIEE 10465 178 o MR
SHE S5 1445 T4 TR | Mirk o SZEHRAMSIEE R 10455 1 2847
A TS R AR RE R A A S TR ) B

14

15

16

17

Article 23 — Use of a Registered Community Design for repair purposes

“The rights conferred by a Registered Community Design shall not be exercised against third parties

who, after three years of the first putting on the market of a product incorporating the design or to

which the design is applied, use the design under Article 21, provided that:

(1) the product incorporating the design or to which the design is applied is part of a complex product

upon whose appearance the protected design is dependent.
(2) the purpose of such a use is to permit the repair of the complex product so as to restore its original
appearance; and

(3) the public is not misled as to the origin of the product used for the repair.(Emphasis added).”

Article 14 — Transitional provision

“Until such time as amendments to this Directive are adopted on a proposal from the Commission in

accordance with the provisions of Article 18, Member States shall maintain in force their existing legal

provisions relating to the use of the design of a component part used for the purpose of the repair of a

complex product so as to restore its original appearance and shall introduce changes to those provisions

only if the purpose is to liberalise the market for such parts.”

Amended proposal for a Council Regulation (EC) on Community Design (OJ 2000 C 248E, p. 3).

Article 10a — Transitional provision

¢ (1) Until such time as amendments to this Regulation are adopted on a proposal from the
Commission on this subject, a Community design shall not exist in a design applied to or
incorporated in a product, which constitutes a component part of a complex product upon
whose appearance the design is dependent.

(2) The proposal from the Commission, referred to in paragraph 1, shall be submitted together
with, and take into consideration, any changes which the Commission shall propose on the
same subject pursuant to Article 18 of Directive 98/71/EC on the legal protection of designs.’
(Emphasis added).”
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B R BRI E— LR BR AR ST # IR BB ED R 25 G

E RS EF A RAGEDN FEEARKRY %€ (The European
Council) #miEKH#EF > SHRABERERRSE ERMFEELAASGZ
b B e pf BB wAEREKE B S (Coreper) # 2000 F 10 A 25 B R &%
AR E BRI R TARMME | BAR o LR R ETRAIN T S R
TR R E S e e Bk BRBA "HE R EMHRK ) BRS
WA EER T R S E B o MK G IR HBEHHRA AT E F 13 i
TS AR AR R R A Z AT A AN - RERR
SPAAIS 110 #5651 RBE RS RS RFHHEAH 14 45— B0 =23GHR
BIAT 5 5% 13 4647 R R MR

AE AT H TIREME ) T (Bl R R THEAN T
FTEHMER ) BIRERGREN > LR E T ISR TR, A THEM
Ty 8w R E AT B sk B MR M cCIEU R A RAEA | 4

&% EEzk ) R TIRMM ) B4 BFREEEARSEERS
e &l B R W Rk EA R TR ) BT e s G

B8R0k H b R R AR SN AR R 0 K B A A S 0 CIEU Ak | FRAIMEAL
Bt ; (limited monopoly) ° # R % E (Advocate-General) #9 &% A
WACPT R KR8 RH W& o s F K0 T % =AM E SR 8 B
TSN R SR -

42F > CJEUR S "I a4% Wl ARALSHA T 64
Z R RIRALIBERESE SN E (IR ) Z BBk -

¥ See of the Report from the Presidency to the Permanent Representatives Committee (Coreper), No
12420/2000, of 19 October 2000, paragraph 6 (available at:
http://data.consilium.europa.ecu/doc/document/ST-12420-2000-INIT/en/pdf): The great majority of
delegations called for the wording of Article 10a and recital 13 to be more closely aligned on Article
14 of the Directive, since the text proposed by the Commission was likely to exclude from protection
more component parts than those referred to in the latter Article. See also page 2 of the Report from the
Presidency to the Coreper, No 8107/2000, of 5 May 2000, available at http://data.consilium.europa.cu/
doc/document/ST-8107-2000-INIT/en/pdf (last visited Jan.24,2018).

19

Pages 1 and 2 of the Note from the Presidency to the Working Party on Intellectual Property (Designs),

No 12811/2000, of 27 October 2000, available at http://data.consilium.europa.cu/doc/document/
ST-12811-2000-INIT/en/pdf (last visited Jan.24,2018).
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M EAPAERG AR c BMEH 2B E TAS ) AL AS T T
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BRI RS TGRS, MEELRBNRL B Mk
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AFE TRk, wARKEZY] - Bk TS R TSR
BT 38 64 B AF I K L JA #4806 & o0 09 SN ) A8 A PT R RK

wAtE o TSR R EERA TR LR R REZ TR

(i) »mrk THEAS ) MR (AR) c mEMSE

oo 0 BAF 46 S8 e £ F A A (Normal Use) B A5 VA% sk 448 I % (End
User) M E] » FIRIFGHAMBBIFMEE - R EZX .

2 EPTi o CJEUM "4 S F4E% ) PHHELAEASRZI TN T &
LA N

* COUNCIL REGULATION (EC) No 6/2002 Article 4
“ (1) A design shall be protected by a Community design to the extent that it is new and
hasindividual character.
(2) A design applied to or incorporated in a product which constitutes a component part of a
complex product shall only be considered to be new and to have individual character:
(a) if the component part, once it has been incorporated into the complex product, remains
visible during normal use of the latter; and
(b) to the extent that those visible features of the component part fulfil in themselves the
requirements as to novelty and individual character.
(3) "Normal use" within the meaning of paragraph (2)(a) shall mean use by the end user, excluding
maintenance, servicing or repair work.”
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AAMH At REZIMIAGT  FRRERF T AHL
A BB R R KT AR ﬁi*&ﬁ%m%??z\ﬂ%:
MexctiEE o are TS AR dRKEZ -

{A4F— 3209 » AT CJEU 8722015410 A 6 B &2 » | #4145
GEMER ) R T B AT R AR R 0 B LA IT AW
B EERBEE AT ST SR TR SHeg 2 FAaLE—

' COUNCIL REGULATION (EC) No 6/2002 Article 19
“ (1) A registered Community design shall confer on its holder the exclusive right to use it and to
prevent any third party not having his consent from using it. The aforementioned use shall
cover, in particular, the making, offering, putting on the market, importing, exporting or using
of a product in which the design is incorporated or to which it is applied, or stocking such a
product for those purposes.

(2) An unregistered Community design shall, however, confer on its holder the right to prevent
the acts referred to in paragraph 1 only if the contested use results from copying the protected
design.

The contested use shall not be deemed to result from copying the protected design if it results
from an independent work of creation by a designer who may be reasonably thought not to be
familiar with the design made available to the public by the holder.

(3) Paragraph 2 shall also apply to a registered Community design subject to deferment of
publication as long as the relevant entries in the register and the file have not been made
available to the public in accordance with Article 50(4).”

22 (C-500/14 Ford Motor Company.
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3~ & &7 (Diligence Requirements )
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B o
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» See MUSKER, COMMUNITY DESIGN Law, 312(2002).

% BELDIMAN & DANA & BLANKE-ROESER & CONSTANTIN, AN INTERNATIONAL

PERSPECTIVE ON DESIGN PROTECTION OF VISIBLE SPARE PARTS, 68(2017).
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https://www 3.wipo.int/ipstats/index.htm?tab=industrial (last visited Jan.24,2018).
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%6 See Article 34 et seq., 45 et seq. TFEU.
7 Proposal for a Directive amending Directive 98/71/EC on the legal protection of designs.
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*® The French Competition Authority issued an Opinion in 2012 supporting liberalisation of spare
parts for repair, but advises that a transitional period would be necessary in order to give automotive
manufacturers time to adapt to the new legal framework. However, the Opinion is now 3 years old, and
has not been followed by legislative action. See Opinion no. 12-A-21 of 8 October 2012 on competition
in the vehicle repair and maintenance sector and the spare parts manufacturing and distribution sector/
Avis n°12-A-21 du 8 octobre 2012 relatif au fonctionnement concurrentiel des secteurs de la réparation
et de I’entretien de véhicules et de la fabrication et de la distribution de piéces de rechange, available at
http://www.autoritedelaconcurrence.fr/doc/12a21_en.pdf. (last visited Jan.24,2018).

The Romanian Competition Council also issued an Opinion in favour of the "repair clause" in 2013 -see
Tustinian Captariu, Toana Tirca, “The Romanian Competition Council publishes its final conclusions
regarding the automotive spare parts market”, February 2013, e-Competitions, N°51103, available
at www.concurrences.com; and ustinian Captariu, “Observations and conclusions to the Romanian
Competition Council’s report on the automotive spare parts market”, www.kinstellar.com.
COMMISSION OF THE EUROPEAN COMMUNITIES, PROPOSAL FOR A DIRECTIVE OF THE
EUROPEAN PARLIAMENT AND OF THE COUNCIL AMENDING DIRECTIVE 98/71/EC ON
THE LEGAL PROTECTION OF DESIGNS, SEC(2004)1097, Brussels, 14.9.2004.
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% OGH 13.02.2007, 4 Ob 246/06i — Mini-Berner, OBI 2007, 216.

* DKH Retail Ltd v. H. Young (Operations) Ltd [2014] EWHC 4034 (IPEC) (08 December 2014).
2 ANITA Grzegorz Mordalski v. Przedsi biorstwo Produkcji Lodow KORAL Naczelny Sad

Administracyjny on 20.03.2007 (signature II GSK 276/06).
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33 Proposal for a Directive amending Directive 98/71/EC on the legal protection of designs.
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34

35

36

37

Legal review on industrial design protection in Europe (MARKT 2014/083/D).

Members shall provide for the protection of independently created industrial designs that are new or
original. Members may provide that designs are not new or original if they do not significantly differ
from known designs or combinations of known design features. Members may provide that such
protection shall not extend to designs dictated essentially by technical or functional considerations.
Members may provide limited exceptions to the protection of industrial designs, provided that such
exceptions do not unreasonably conflict with the normal exploitation of protected industrial designs
and do not unreasonably prejudice the legitimate interests of the owner of the protected design, taking
account of the legitimate interests of third parties.

It shall be a matter for legislation in the countries of the Union to determine the term of protection of
photographic works and that of works of applied art in so far as they are protected as artistic works;
however, this term shall last at least until the end of a period of twenty-five years from the making of
such a work.
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3 ECAR, Why a few Member States should no longer block the liberalisation of the vehicle spare parts
market - Analysis of the legal, economic and political status of the “Repairs Clause”, 2011, at p.6,
available at http://www.ecar-eu.com/documents/ECARExtendedPosition-Analysis_1July2011doc.pdf
(last visited Jan.24,2018).
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