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YR RBECE AAS R LA PG RES RS S G R HF 6 A
Hib ERTFANXNER L8 REEBREH % 78 &4 )5 (Inter Partes Review )
BREZ R WA RE LA B E AR - MEAT B B3 % TR 0 1E
Ll R 2R - 2R R HHER T BRI a5 B R o B ey F5F o
AARER T2 "THFH, HEE  BAKRE EFREARE E 2022 55 4 #ER
HHEBRIA S TRERSF > | — L2 FEFHE EREE A A ERRLE
kT BHEARBEAFHEMMGEZIA > HREAFRAR RFRMETEY
et TeAZRIRE ) X TTHEBFTAZRIR B RITd ;) I AEATHAN
WRIEEAT et Ed 0 BROGERZHEER » AR FFR  ABRRE H £
BeRARHASLEY  TRIAMBIZFRANARMLE - ) AR EBTHE
BAEF S BHEERAINS FIMERFERTIHFRNER -

Maks : RAMEFERF - FH7HEF  BRT - ERFIHFEK
Post-Grant Proceedings * Inter Partes Review * Estoppel » Collateral Estoppel
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AT

ﬂu\

AT 2019 FR > KRB B E EAHRMEETAZ  REH LR FH B
SHEGERA RS BAS T HEHE ) TR HHIEEETIR AR RFRZE
SEAZ - ] T AR 04 49 B By B AR - SRR IR A 4 R B R AR O R R AR B8 8
FENERSH % 58 E42F (Inter Partes Review, IPR) P Ex#y (institution * 2,
AR TEE ) ERERERTHAELE T ERT ) ZFHERR  ATERE LAE
A E PR OGRT?

M ATB R R WL TR  AF AL R 2B - Rm PR A A TR
B 3R 2018 SF SAS Institute v. lancu £ (F#% SAS £) # » Rk & kKR
£ B &AM 4% 5 (United States Patent and Trademark Office, USPTO) 4738 & F
oy LA EH B LKA B @ (Patent Trial and Appeal Board, PTAB) # IPR Bx & $5 [#]
REHE - ERTREFEREEZZZAAMBAIPRANER SHEA T "HFE
A REREZLE  HERER A FRZF o B w AR B LA
THEAKBEERTFEARE R RO RERLREZRR » m# PR ZER T RE

Yok Eat s (TATEER ) T T R M EATERIS k048 A R EsE AR 0 T4
REERE  BHKERBAREHEFEZ LR & X5 FH 0 https:/topic.tipo.gov.tw/patents-tw/
1p-862-101.html (ﬂi?z%ﬁé EJ $2022/12/25) - BRIEATHERF ¥ > IR FAFGERLEZ

W HES] 0 A B2 EZR 32080 0 B 254202022 %F 1 A o
e S & M%@4&@ WHRBEZ EAFRHE  ABHETFR - BRERAR P EX 4L
LN - - WEA92 0 B 519200202006 A ; BIEMH®c #HERIPR =%

%ﬂ&ﬁd&l%ﬁ%%ﬂ%&i%ﬂ@iz%% s RAIEF 44 30 0 B 55-78 02021 -1 A sk E 4 0 &
B Ef e s 2 faAfe— T —FERBE | FAZ2EA PO | T8 320
1 A 43-60° 20221 A -

PO EABRGERAZENGI L PTAB #H 2 A MM TR ARG R EZ R SH - T AR E RS
WAEESE  — B R M KA EAZS  LBEERAY: A%?Hzﬁﬁm$ﬁéz ik
P A X A& BT o See SAS Institute Inc. v. Iancu, 138 S. Ct. 1348 (2018).

fOREMBAXN R ERE B A SR A FRAR TR PREEMEEHE
iﬁl/i‘;‘g 16 'f.k 21,5\%58,& R%”fﬁt’f&%‘]dilglﬁ)«iﬁ/@i r#aij’»’(J ’f§/§'§$/\?ﬂ‘j%§i§iﬂ ’
AR TR FF R B mITAAT R FRERAA A " H¥0 ) MBI AR &L - LR
EB 0 AR R AR R R P BT A 2 A RO R BT 0 93k PTAB BT 4 IPR (48 % 72 AT i 4%, B & A
MHBEATF) 2k o AEA THER  ARAR cMEFARMBAIH L TR ERTZHE
Z Pk REELHMMARNALZERAAHE EZ 2 - Mgk BRI RBEERL TS
Bt R RS R A RERHE A TR A X AR R B R e B X 3
RRFEEFHIM > B 97-158 2018 9 H -
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pu

ERAFRS S EERRE 2B HE—
DB HERRHRY

A LERFHEIR - HE 2022 F2 A » ZEABRKE EFEE (Court
of Appeals for the Federal Circuit, CAFC) 4%:i&4F h A5 AF M Atk > 2R B 7
THHER SIHFXRE ST F BREAL  HALXAEHHEZ YR
B b i E R 2 B .

HEHIL KX EARMANGZIPR Lo 280 $AMERA - Sk
TR AR - BRAAAB LA EERZSF IPR LER S AAH 6 EREARY A
X EREEREHH "IPRER T | WEEXEFRTBCRE RIER AR
BEABFLELFERRHEIPR BR T HE T 2@ - KRB AUHFBREHEL
B BUKER B AR B LI SR AR B R R A e ) i 2
RS AR B R AR h 2 ok A R BT A 2 -

N> 2R RAMEFARRF

% THEARFFAN  ARAXNRFEECH  HREE A @A
RS HAZ B iRk o9 TR AR B RIS R T £ B 8y 0 b
2011 SF#]2 £ B # 8 7% £ (the Leahy-Smith America Invents Act, AIA) - #E—
R AIA £ USPTO w947 8088 A T AR A4 al JA M 09 PTAB » %32 @4 IPR
MEFHiEEHME (Covered Business Method, CBM ) FrA83 1% # % (Post-Grant
Review, PGR) 33k £ A A 2tk o) LA M EARZ /7 - IR CBM B & B36iT 0 IE
B A HEAGYAEAT A3 154845 IPR % PGR A2 5 » A R F]35 KB A %45 (on a claim-

° 2018 4F SAS Institute Inc. v. lancu % » KB Xk £ B 4] % 5 & 2 R & 6 8 2 32388k
EH o O LRAZBEB FE2> B59 - BHKLKE > Ao RAFTEE FE2
A 519 ity Fsx2> BS5-

® &4 2022 52 A 4 34 Cal. Inst. Of Tech. v. Broadcom Ltd. % * #=F] A 11 3£#Y Intuitive Surgical,
Inc. v. Ethicon LLC & > £/ W & & M 423847 3% 418 4l - See Cal. Inst. of Tech. v. Broadcom Ltd.,
25 F.4th 976 (Fed. Cir. 2022); Intuitive Surgical, Inc. v. Ethicon LLC, 25 F.4th 1035 (Fed. Cir. 2022).

TN HU W S R B 09 FR A 0 PGR AR & B R B B TR IR X Rk A1L 0 IPR 12 CBM RIZAM K
Bl RAEHE 0 m i CBM /3308 £ ik SR B B3R % BAkak (2722020 F9 A 16
AR F3i7) > % EAA @) (transitional ) HF °
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by-claim basis) * B FIHE 0 H bk Mt B X AF M Fe PTAF R CE g ° o
IPR 2 PGR Ml Ff R~ 7 » ¥ 35 A (petitioner) 5 ¥ 35 PGR X BF IR 77 £ 4| 4 4% /&
BOMAN 2FETR LA F R R LRA - [PR A48 R » £ USPTO 42 41 £ 4]
9 18 A 1% 7 PGR 2 - #0845 » WA AR TR BV HF » 252 F 24 ‘?F’T%%?i'?
USPTO &% T2 %44 Rk % AT H il 2 ARG AR F A > P A2 F 14135

A& BFAAMILIEIET G L o

BEFTE RAEEAPHFEREZEPTAB R AT » A SAEHH
HZ R BFEAZ NS QRFAEARZS - "BA F PTAB ARIEATHE 7 6h £ 5k
Fo R BT REHERAPITRZITFF T 20— ARG LAFRER THE T,
WAL BN ) TG LA RHERF L TR BEE R S5
PR FEEAMLY  FAERTFRAEREM TR SHAFR - FE SN TAAF
L ERFABRT R ANZIERENZ— " RAI L » PTAB £ 52 % 2 it B
B8 1 SR T ARET R BRI RAZ 0 A4 R4 E @2 (final written decision )
%% FEAH PTAB & T @ AR TR » T L3fF 2AE & 5 F 09 CAFC ik &% 1%
FRBGR

R rd o BERLR S EANEBR LA R EZNLY » A ik HRA
Fro g o 42 dg 7 R 4] 28 B A7 o 28 /5 5% USPTO 89 PTAB VAATHEUHE # o F3k 2 £ 4]

P opifEsz T Fd, (ground) O BP LA BLERSRH BE R AIA sty (Hldedi M IERAT 5
ol S AR ) Ao AR A PRI oA A UM 2 SR AT A (prior art) FAE - ML > FHERAE
E¥ 0 FE20 A 5200

° AR BRI AZ R LR o VESRAR B XBR T £ kA 55 0 BB AR R A AR B R R
MA—x % 5% (IPR) T &P o FHEMEHAFI 2138 » B 5252016 F9 A ;s oy 4 -
W% 0 E B &AM FEAE A & Cuozzo Speed Technologies, LLC v. Lee % * A5 27 #1 - & 19-
222016 5F 10 A 5 BRieF > 2B Ry FM e M Er LB AR ERLFOEHY
BT L e M AL » RKRESIFH 28 0 B 132502017 45 12 A+ F 4 254 30MH) B
AT 2 AR MBI RREEFH S B 1470 2019 F9 A -

© Fwms Ry 0 EB EAEEH IPR X PGR 2 RITERR M ZHEPIEALT - #E 2 - LHIPR
ZHPIER A T H T 5 TaM ; (reasonable likelihood) * W3 AT AR HEH E b —
A8 4% Bl 3K 04 35 KA & &30y | See 35 U.S.C. § 314(a) (2018).; 12 ¥ PGR a9 FIAE B & T T3 7 7T 48 4
(more likely than not) ° £ 'V — A& PFKa9F KB AL L&Y | © See 35 U.S.C. § 324(a) (2018).
{2 e B #E/ET » PTAB B A mA it &85 7 F > Hisd PTAB LRI E & 4k TR E T
Fe kR RHE - MR AMBA FEM - See Align Tech., Inc. v. 3Shape A/S, IPR2019-00117,
Paper No. 8 (PTAB May 14, 2019).

' Megan M. La Belle, Public Enforcement of Patent Law, 96 B.U. L. Rev. 1865, 1890 (2016).

VoA E¥ o FEE20 H 5050
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BATA MY BRERS UL FREIAZ "L IFMAZ R FLAMEH 2 -
S R R HE B A A E AR P AR B T ey R A 0 R R 50%
#EZ T334 | (preponderance of the evidence ) FIABAR 4 ; KA R FFHH
FILHF AR T RAE R AT AF A AR ORI HE T5% ME

Z TAE#BAZRMRA | (clear and convincing ) FI4& * o

%~ 2BRANSFHEEF (IPR) BFERT

2R E 0 FEBRGLEBIAA OB SRR AR FRTIE
Z RARHER Ty 3k 0 AR IPR A2 B — R AR R F3R 5 3 25000 A 20t F3R 00 e R
Brw kIR A% £ PTAB » 70 2011 4o 4k AIA BF S A AR S R FMEBERTHAE - #5
Z »IPRAZ 7/ PTAB R F L EERRAL T @A TE » BAEAMBER T X
HEHR - ABA L ATHEERRTE L "HAZ M "HFEX, WEER
T HER N TAEEY» L —  HUSPTO AR FTXAREELER T » o= #
WA HIE R FHRAXKBEEE 5 & § € (International Trade Commission, ITC) 134
AR BMBRBERTRERER":

—~¥RTZ THAM.

"R ER1% A, (the real party in interest) F» " EFEHF & F , (privy) Z A
B AALEE (common law) LS - RERBE G RLH L mAEA > T4
IPR AZ 709k MR AP A AT > PHFEAHEFLAIEARA AN THAA
LA PTAB TR R T BEEMNAFHAEARLERA G MAERAE
FAMEFEBER S FoiF R (time bar) # &2 F -

B 35U.S.C. § 282(a) (2018).

¥ 35U.8.C. §316(e) (2018). Ftmzp v T 52K 4 > F3E 9 & 148-50 °

YoMl AL Ee c Rl AS3; RE¥ R AHS2 e

* 35 U.S.C. § 312(a)(2) (2018). (“A petition filed under section 311 may be considered only if—the
petition identifies all real parties in interest”).
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FEX IPRERFTIHAZNEE  TER LS A AH R REZ K
¥ RHAREHAAETMBARLRA G - RIEREL B 0y - 7 58 5 2AH 2%
BT — R IPR RAE - BPAL S &% Ko RBI/AL LA F MR AR

BEBEATEGEERS REIEE — R A KA A &tk FFAsE R
%l]#?ﬁ%/\” c MAMEREAFIITERER B RFMELEREEIAR 0 W
Bl AR R A Stk e B H B NAEA » F K T AMEARRLEE =2 (havea
second bite at the apple) * MK EF LA R EH L LR " -

REMREL A THEHMEA M TEARMNGE ) X AEH A FEL
PTAB Ao £ Bk $ B 45 % RIE KR T ML - BN FH)E - REF
fEr & RAHEA CAH 525 = A& LR F BIAR A SRE B A A RS RS
#1435 (aprima facie case) * # iy S L & B F O REBHETIEY -

(=) "HEBRBEA,

FEMBAGIR EAEIERELEHAE "L XML PHE" -
CAFC i F LIS R4« RARZKRL IV HAZLE ZARLE LA FH
BARE R HZE AR AR REE RS T ITLEE LA L
(control) & 71 > RAZF = AR E A8 (funding) 3 EF (direct) %
J 093847 " o PTAB 7R &R CAFC b BAAE SLAR - 2 L i ap LA Hl 0 R
3% /1 (precedential opinion) ¥ &L T @k L ® P8t : AMBEER LK

Y See 35 U.S.C. § 315(e) (2018).

®*  Patent and Trademark Office, Office Patent Trial Practice Guide, 77 Fed. Reg. 48,756, 48,759 (Aug.

14,2012).

Worlds Inc. v. Bungie, Inc., 903 F.3d 1237, 1243 (Fed. Cir. 2018). (“The IPR petitioner bears the

ultimate burden of persuasion on the issue on who is or is not a real-party-in-interest...[A] patent

owner must produce some evidence that tends to show that a particular third party should be named a

real party in interest.”)

PTO, supra note 18, at 48,759. (“whether a petition has been filed at a party’s behest.”)

>' 'Wi-Fi One, LLC v. Broadcom Corporation, 887 F.3d 1329, 1336 (Fed. Cir. 2018); Uniloc 2017 LLC v.
Facebook Inc., 989 F.3d 1018, 1027-30 (Fed. Cir. 2021)

2 201849 A *PTAB &= ¥ & 24 & A]s 40 (Precedential Opinion Panel, POP) - & 8 &4 & &
FEE B EFATEEALE - POP T8 USPTO 45 2 7F & PTAB é@a%é%%@;‘kﬁz%ﬁ#wk
71 (binding authority ) * ¥A3g/m PTAB R4 E @ik 2oy T FARIMA T T - 52K L
VI AR 55 #ME (IPR) #IZMS EHREEXPE  FEMAMAFI 2550 > "B 42 2020 %
3H -

19

20
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M1 ZE AT FARNZEEABRAMNG  REEA28RELER
TR ;2 RS ZAHIPROGSELE  REALEFHFARETI
HEEMEE 3 RE ZATHIPR PHERGETH S BP 24 H
MR R DT L F A TG RTHEAFOTEMNEFE FEAREY
FEEEMNANFTE o

HEH EH

TRRAMEE XA A ERFEALE AT FAMBAAGET
FBAFE Bl BB AAZE AT FAMETLHGOEL 2 EY
SMARMESAEAZTEBYL > RRE 2T MR E K o4
FEAEEEREH -

RAEG L REHERETRROERSFY (RHBRZLEZHAE
R AERAZ ) P RE 5t A B AA BT RR A2
MR B % TR FEIIE  BLRTEA Ao BA-F (full and fair)
Z5MBE T T X % PTABERAT M ER Tk E by » B E4t R
Sl TR BEREZHAKI A

“ERETZ THEN

HAEAFHAXZAERGAERF GERAEZLEAALTE L 28 AIA £ %
FEE 31516 H0 5 3251600 % e PA B 4H¥IPR e PGR 2 R 2 2 H E3 A X »
it B

%upkwﬂmmomﬁszﬂﬂE%&%J’%%m#”%&$

FARARITCREAEZI S ABLEZFERT ) FHERRAORE - GMELMER
B0 PTAB Fe B IR PiE 2 A HERSRHUER T HFRLEMET

23

24

25

See RPX Corp. v. Applications In Internet Time, LLC, IPR2015-01750, Paper 128 at 10; IPR2015-
01751, Paper 128 at 10; IPR2015-01752, Paper 126 at 10 (P.T.A.B. Oct. 2, 2020) (precedential, Dec. 4,
2020).

Uniloc 2017 LLC, supra note 21, at 1028. (* ‘it is important to determine whether the petitioner and
the prior litigant’s relationship—as it relates to the lawsuit—is sufficiently close that it can be fairly
said that the petitioner [already] had a full and fair opportunity to litigate’ the issues it now seeks to
assert.”)
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EZ FH o HRADIFEELIN X RRLHBOFE AAX ARG AT HE
3ISHEF e AKX TREEHHEERE—BRREARR  7AT—FEAEHAL
FRE S B AT CTFARYA  AEFEAGERRTRAFRELRERTER
T THER R -

"EBREHMEF 35S e R B RET—

% (1) 2 : USPTO P B A2 /7 09 22 R & ——F 35 AARIE A = €4 IPR 42/
bHRAFEAFTRAE LI RHERRERERREH]  FHALY » LA ETH
BARERF GEH  ATIFHHEMNRERF CHFRAFO LA F LA AL EATR
IPR A2 F P ©3% 8 % T & A4 2 T3 094547 g K & USPTO 3% K R4
HPTR AL ¢

F(2) % REFAMAMEFOER T —FHFARER TR IPR A2
Py HEAFRAFRAELORMAERRREBREHK  VHEALRY A
MAAARERH G4 B TIFABRET ERRFFR  IABREHEE K
MREE BT HLEHEARHEAELRL T AL AENRIPREZFFEREXT
SRMHFETREWEMEY » A LAF LB LKLY -7

26

35 U.S.C. § 315(e)(1) (2018). (“Proceedings before the office.—The petitioner in an inter partes
review of a claim in a patent under this chapter that results in a final written decision under section
318(a), or the real party in interest or privy of the petitioner, may not request or maintain a proceeding
before the Office with respect to that claim on any ground that the petitioner raised or reasonably could
have raised during that inter partes review.”). See also 35 U.S.C. § 325(e)(1) (2018).

35 U.S.C. § 315(e)(2) (2018). (“Civil actions and other proceedings.—The petitioner in an inter partes
review of a claim in a patent under this chapter that results in a final written decision under section

27

318(a), or the real party in interest or privy of the petitioner, may not assert either in a civil action
arising in whole or in part under section 1338 of title 28 or in a proceeding before the International
Trade Commission under section 337 of the Tariff Act of 1930 that the claim is invalid on any ground
that the petitioner raised or reasonably could have raised during that inter partes review.”) See also 35
U.S.C. § 325(e)(2) (2018).
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LHERS SRR R S B
HEBBBRAL

WIE LML EREHAIRRFFR/RIAR : (—) BAERRTIHF
Mg F M B % " PTAB ME R & E @k € i, » mE RN (=) diME
FTAME IPR LB A0 > FARFFRALEL  RERTHERIAZNEES
AARME G ZRBGRAF LA () A TG THHF — LM Bae & #5
B RATHRIT R G 0 AR B F TAE PR R BRI R R ) X S AR
LT g R T AR TR | ek T e

Ko Wt E B R S kR A 2018 5 SAS £FR 45 T PTAB #F IPR AL #) 5t [ o
REAE 47 LR — B #2016 F 3 A CAFC £ Shaw Industries Group v. Automated
Creel Systems & ( F4% Shaw £ ) " #H#ZER T " #HFx , 09 LA > M3 CAFC
FE 2018 4 SAS R RL IR ABK T T 5 - FBAE L0 F R RO MFRHIT A E
5z & ik Befe CAFC W AB SEATAP 3 569 b4 % LA IS S BT 3di 18 Bl Hulie ik B A
SRR B TIRFEIS KR P » RBER AR MH IPR BR 2 T #Fx
HREMBEZITELFCAL  EEZRAMTFRE SRR FHATART  AKEZRATH
T H A 9 E AR 0 £ 2022 2 A CAFC #7 £ #)dfed0 Shaw £ LA AT
¥ 2R AR R B E -

B HEAZITHAREER

ARATHTIL » 3R £ Bl ik & ik R 48 2018 5 SAS 45 E T IPR A2 F BL §y 2 424y
51 - R CAFC £ 2016 F7 Shaw £ ¥ H 7% #ikM& M T ATk IPR A2 5 & ©42
RT A AF LTI B o4t AT (FAAMRIERAG Hatk) Fh, X &K EGEY
WK TERL S R CAFC AR LA TH K —MBEHHFERT » 2BRS*
FE BB LA AR T EBAREHZLE#R 0 — Ak -

8 See, e.g., Palomar Technologies, Inc. v. MRSI Systems, LLC, 2020 WL 2115625, *3-*4 (D. Mass.

2020).

Fl ik N B FF 4w XA P it o Shaw Industries Group, Inc. v. Automated Creel Systems, Inc., 817 F.3d

1293, 1300 (Fed. Cir. 2016).

0 Byt THER ) 56 MBS E X Christa J. Laser X 3% ° See Christa J. Laser, The Scope of IPR
Estoppel: A Statutory, Historical, And Normative Analysis, 70 Fla. L. Rev. 1127, 1173-81 (2018).; #&
FEHR L& % Gregory Dolin X 3 ° See Gregory Dolin, Estopping Patent Harassment: A Response to
Christa J. Laser, 70 Fla. L. Rev. F. 136, 136-47 (2019).

29
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KX VAT BP#E 2016 4 Shaw £ R AR B4 2k 42 » 3 547 & 4T 2018 4 SAS £
%ﬁ%ﬂ%%%%&ézfﬁgﬁj%%%ﬁ%ﬁ%’%&ﬁwwnﬁzﬂﬁ
#y CAFC ¥t T AL R IE » B T H AR A AE0AZ EAF A 45 -

— ~ Shaw Industries Group v. Automated Creel Systems %

2016 %3 A CAFC & Shaw £ ¥ » #AREIR & IF PTAB B $y IPR 89 B % 484F -
BFPER T THEN | BEATHRAE LR EIROGRFE -

Bh ENEHAS @%AMT%?%%iﬁ%X%&PMB*Q&&&
B IPR BF » ST &R H W AFARB A PTA LA E AP A REN £ FR (&
FAMEIER® Hiok) TAEREMERFRLETTGET T HARM ?}%'Jiﬂiﬁ%
USPTO #]5€ IPR 4T AL Bl Z AR 2 » AE BB €% PTAB b /T R A ik HA
20 F MU o B ROME F R ey B0 4 0 I b PTAB 1R4E % 8 USPTO 1 5€ #9417 B A
A] > T H A E P FHPTI T EAF R ARTRBEG R FY  AORE
PR EFRK AT T ELFEPALE  BEERKRE™

©] %] Shaw £ ¥ & > CAFC 45 1 » 15> PTAB 13 A w1 8,2 & & # £ A4 b %
#FH K PTAB £ AHABEAFREATUALEEL 2R EZIHFXHBERAES
¥ PTAB R BB AZ - PTARIE X F o o A @ A4k 3 » RIF9R5KE PTAB AR 1 T

R IPR FiRIEZ AT firs8 48 - 52 - B EAEF 3154 Fpreg 25
¥ (during that inter partes review ) | 14§ "PTAB s £/ £ a9i#42 | - IPR &
S EAARME T LR EATAERS Y BT REZRAHRE L CREELXFY
{2 PTAB #8482 R 0975 K28 » £ 2% O/ 52 R 35 KA LRI BB & Kb F
HRR B REZEY > B THELMN IPR 7 £ REFHHR TR ITC LAMZAE T
F 3T AF B R P R S 0 IR o

REIRP > e RF B EH A F LA ELE | A AHEN  HEE2 5
FEAFEM AN S oot STAERIRE RHEEFHE > PTAB R4 HATH

' Shaw, 817 F.3d at 1299.

2 See 35 U.S.C. § 325 (e)(2) (2018).

# 37 C.FR. § 42.108(a), (b) (2016).

* Shaw, 817 F.3d at 1300. (“IPR ‘does not begin until it is instituted.” )
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£HENSHEBE *zﬁ$ﬂﬁl
DB BB RS

FRAL2 5 AR G A F il L RFE 0 B RARE - AE PTAB H 22
TREFRRLER L 44 PTABRE 2 £F 2 "F KA 2 S ALER
HAMZER | A ABRTIHERGER 0 LRI RBEEAZRER R
H2HKE | R ARG SAiteyEd c AERPTAB AT 22 F EXH K 1
25 RAHAMGFY - BB FYFARAIPR % £&) PTAB #E L8 - KK
FEHFR R ITC 12 HE A B 2 75 BRAZ - 3 SR 23 H 5% o

42 EFrik > Shaw E RLMA 4 R H PTAB 2 AR B M ERF 0 RKFY > 7
BT A SR TR By B - $4)BR 0 T RE PTAB kT
FHOFEREFEREMEFLY —Hy ARTZTERTIHFRGRA] %
BB 17543 2A AR B F oy BOR PRI RCH e A A Ak

= ~ SAS Institute v. lancu %

Km0 2018 £ 4 A 2B R &AL SAS £35 % > PTAB RAE S £ A HE ek %
HEPTAB FHW RAIZE KA 2R TFALERDTIELLE  RENIF " %
VAR AR B BT R GG ) F » % R AIESL A 3 A& F A GE KRR 1 R RA#T AN
FARA2 S A A AMMIERT i E L SAERR KB L HHEF FF 0 PTAB
A AERIE B ERAZF > 22X PTABRE TA L EEEHTH L RPTA
FTegFERAL 2 S AAFHETEY > BERRLRE - LHAR > TREHF
kA IPRERRKE @k B FEAREE > mIEPTAB L kg * o

{7 » ik FE R AE SAS R ¥k — B389 2016 F Shaw £ * £E T2 K ¥
CAFC4 TE2R T2 "HFE# , WERBESFRARTEMERL - A —F @
CAFC R ikl SAS £ HZGRMA T HAARE —7 - THMAR TR T > 4
B TREOIIIIE - RS ERD SAS £R4¥ PTAB 2 £ AR B £ £ #
AAVE R R R F T > AT A L L A P45 A 49 &k /169 Shaw £ R
PR B R PT i » EHAE LRI M — L0 IT ik BEAFIR A oy kRIS B h
FIET o ABARMIE M EFCAABRHIFET » LHHE AT BB FH & o #3701
RFCAREBIREIE Y -

¥ AFEH o BRYF 0 B3 22 ° SAS Inst, Inc. v. Tancu, 138 S. Ct. 1348 (U.S. April 24, 2018).
® See Id. at 1357-58. (“It is the petition, not the institution decision, that defines the scope of the IPR.”)
7 KRR ke KT i o Also see LASER, supra note 30, at 1162.
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H oy ik e Shaw £15 R LB IETRIES AT » SAS T ¥ PTAB 2 £ F5 &
HEE AR HHERTZ "THFER ) WEE I EIRM Shaw £ 5 Hl4 TS
PRAERRRE T2 T ARG PTAB AE BN FHH R L ERT IR &
HIHE BB 3T AR B F oy B R BB SR S8 A A X Shaw R A% S LTS R
#RA T (=) Ry B —k¥IRET > LRWEHRTE LMY > 8325 Shaw £
P AR 04 kg TR AR RE » fEdR &7k BT SAS R PP fF £ 0)E K » B &% PTAB &~ A&
AL FEHREGOR BN > HARBEE LT IPRUERRKT@ACHEFEXRRLE
Al FT A RAMEP B 3 R T S L TR R ey AT (FrAAMRIEFAT 5 ke
M) Fdy ) REEPTAB ARX TR EERRKE@MAEL  HRZTHERTZ TH
Fi iR RERGA  FREETIRBRGERA SAS R G EH Y
BFELRGOES - A FEERRIER QO T LR EERE > AR F
X CBERT TR R R T &ML T ey 44T (FAAM%RIERR T J ket )
Fl BHATHHM BTG BIZE  LRES>ZFFILE T PTAB R Z
N = L PR S

* 2018 SF SAS F 4 v FRIAK LMY kTR 412 R FRF 7148 2018 SF R~ 2019 SF ik K Ae
2020 - Jik MM T FR HL T F 3 4 ]k o See, e.g., Koninklijke Philips N.V. v. Wangs All. Corp., Case
No. 14-cv-12298, 2018 U.S. Dist. LEXIS 607, 2018 WL 283893, at *4 (D. Mass. Jan. 2, 2018); f’real
Foods, LLC v. Hamilton Beach Brands, Inc., 2019 WL 1558486, *1-*2 (D. Del. 2019); Palomar
Technologies, Inc. v. MRSI Systems, LLC, 2020 WL 2115625, *14-*16 (D. Mass. 2020).

¥ 2018 SF SAS Ftk 0 FRIA LG e IR IE €42 R FRF ZU 4 2018 SFR M~ 2019 SFAwil B - ¥
AN TR 0 2020 A P& HRREMN BRI AN RE 0 o 2021 AR N AR
HIZ%F 8 #FH| ik - See, e.g., SiOnyx, LLC v. Hamamatsu Photonics K.K., 330 F. Supp. 3d 574, 602
(D. Mass. 2018); Wi-LAN Inc. v. LG Electronics, Inc., 421 F. Supp. 3d 911, 925-27 (S.D. Cal. 2019);
Ironburg Inventions Ltd. v. Valve Corporation, 418 F. Supp. 3d 622, 630-32 (W.D. Wash. 2019); Pavo
Solutions LLC v. Kingston Technology Company, Inc., 2020 WL 1049911, *5 (C.D. Cal. 2020);
Snyders Heart Valve LLC v. St. Jude Medical, 2020 Markman 1445835, 2020 WL 1445835, *7-*8 (D.
Minn. 2020); Microchip Technology Incorporated v. Aptiv Services US LLC, 2020 WL 4335519, *3—
*4 (D. Del. 2020); GREE, Inc. v. Supercell Oy, 2020 WL 4999676, *2—*6 (E.D. Tex. 2020); Trustid,
Inc. v. Next Caller Inc., 2021 WL 3015280, *1 (D. Del. 2021).
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=~ Cal. Inst. of Tech. v. Broadcom £

2022 42 A BBEFTRENHHIEE  CAFC KA BE ZHIRK 5 ER
J& SAS £84 32 & g » 4 Cal. Inst. of Tech. v. Broadcom & ( F#% CalTech £ ) it
#FH 2016 “F Shaw £y LA “ -

RERARWT @ AWMIHITE RN » HEZ 693 RA G T £ F 143
KA S A8 AT HATEIE % PTAB #2742 IPR b3 £ 4] 4 201k © H4& PTAB % 3 AL
BFEEARS o R& PTABEHRA T ®mE » REBARXEH A2 FLAFH LKA
A AR B L 0 B RN E) TR AN RATEE R AER A F AR
BOEBaT 5 otk o R ILITE F AT 0 LRI AR E SR A &) fo @ N 5] A 3 AR
AR NN IPRAZF R B EATHMBALS  TRAFEAFLARLERD S
Sk o HURE B AL BP R H) kA AR S 31560 F e 2B Q) & T HEREFR R ITC
BHABRZBMBAEFERET | REE ST 2 LR LA RN
WG R BRI R AR A A AT IPRAZF P EP T SR AR k0 Bk
HREOHEXAITA" -

L HEE AR © CAFC T A4edr » #4381 T — 2 PTAB st A R Rk &
TR > RAMRBEE AL ALH R THGAZA  HR A F LA R AFME
¥l > 8L CATRITE RT S IEIAF T TR B AR B2 47 (374
PSR IERA T Sy s tE ) o 0 R USPTO » XA F ik Iz REF A ~ ZH
ITC Bl# % % 337 M R AMRMER A5 HEE RN BZAF R AN H ML, " 1
a5 AR EAEIEEE LK PTAB Emy0sh kAN "5 F, - 1
PR St AR B 2 3 K800 T O B R TSI B 2447 (7R IE
Bam Gelt) F ) MBEAERTHRAEE > BRI T TARZH RHE
AN HRA 4T o

* (Cal. Inst. of Tech., 25 F.4th, at 983.

.

“ Id. at 989-91.

® Id. at 991. (“Estoppel applies not just to claims and grounds asserted in the petition and instituted for
consideration by the Board, but to all claims and grounds not in the IPR but which reasonably could
have been included in the petition.”)
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7 2022 42 A CalTech £ #]3k h4E 7 A » CAFC {2 F] A 2% 4 CalTech £ AL A
MR RIE  BREZBEAMEER T FRGHRE - EAER TATHAZAE S
315t % e BE (1) RAL T T RIF A TR R T &2 M A LT 42 b e 4247 (37
FAMESRIEBA M Sy Stk ) B/ USPTO 4545 ) AT B2 A2 | 9B XK “ -

TAREY AL R F 00T AA] FH7 A 45 M 4 e A% F] (Intuitive
Surgical ) * YA % MR AT ATHEIE 2 R HHEFH F e AR B IE - BPH R F LA
WFRA24 5250 £ 2018 F 6 A 14 AR —RBAL3HRFIPR [ H 5] 5 :
(1) A & AT # 47 48 & Timm/Anderson 4242 % 2018-01247 3% IPR » $EF KA 24 £
25 R EJEFAW 5 st 0 T A% IPR(1) 5 (2) A SB AT $% 7 484 Giordano/Wallace #2428 %
2018-01254 5% TPR » ¥4 K8 24 7~ R IE#A M Jy St - F A% IPR(2) 5 (3) #ALAT
H 47 #4 Prisco/Cooper #2428 % 2018-01248 3% IPR ¥ > 7 B IH A £ B % 8,545,515
58 & A (Prisco £4]) > $eBIF KA 24 £ 26 R EHHAM > F4%IPRG)) » B
@ PTAB T BLEL B BE3EAZ S © o

2020 -1 A 13 B > PTAB #a7ik IPR(1) o Q) E & T @mikse - R AN
&) 69 R PR o A2 ATIE [PR(3) 69 % 3242 A & BEA £ 4T < 2020 -2 A 6 H »
e SR AT IPR(3) 89 BHAT K %5k » {2 PTABAR R AIMEA GG B 3%+ Bl & A1k F
3I5HEHE e B (1) AR » AR N AER BRI HFZNEFALT » FHER
B IPR ¥ a4 @M » Wi kR N R KRR RA A M FFRRA -

L it PTAB mA#2 5B & B % 8] IPR 89k » & L35 » CAFC T A 44
CAFC B A58 FRAK % 315 4609 5% e AR T » — 2 PTAB H4E4T IPR 1E &
REE@RT > BR TG TR S - B AT B A ARV R T b B3R
R T AT A LT3 R e (FFAAMIRIERAT Aot ) Fu o2 5 AR
AR "HE ) FEZ AP0 IPR B GIEE AR — R 0 TR T
AEF o FAPEHHE — FAFLRE - AR FE AT RATASE BT F 8

44

Intuitive Surgical, 25 F.4th, at 1038.
* Id at 1039.
46 Id
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Y Id. at 1041.

®Id. at 1042.

© £B TPGR, (ABREMAE) FEBMKRBEATCRR LRI AN ERHELFEMAER -
¥ 5% TPGR, &AAHEME OMEA NAEMMATIRAL Bak s KRB AT O @R " RR4E &4
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