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Resolu-tion., 49 STAN. L. REV. 917,938. (April 1995)

Gregg A. Paradise., Arbitration of Patent Infringement Dispute Encouraging the Use of

Arbitration through Evidence Rules Reform,64FORDHAM L. REV. 247,260.(1995)

1 See id. at 266.
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Konstantions Petrakis, The Role of Arbitration in the Field of Patent Law, Fall 1997DISP.
RESOL. J. 24,25.
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Balancing Their Strengths(visited April 3,1999)
<http:/Mww.adr.org/currents/cur-0997-1htm>.

Julia A. Martin, Arbitrating in the Alps Rather Than Litigating in Los Angeles: The
Advan-tages of Intemational Intellectual Property-Specific Altemative Dispute
Resolutio-n.49STAN.L.REN.917,937.(April 1995)
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7 Martin, supra note 12.at,26.

8 Petrakis, supra note 12.at,26.

1 See id.

BERK. J. INT'L LAW 173,186(1996)

2 Lear, Inc. v. Adkins,395 U.S.653(1969).

Petrakis, supra note 18.
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Rupak Nag, Copyright Disputes: The Case for Writing Voluntary Arbitration into the
Copyright Act(visited April 12,1999)<http/Aivww.adr.org/currents/dij1096-4>.

Gregg A. Paradise, Anbitration of Patent Infringement Dispute Encouraging the Use of
Arbitration through Evidence Rules Reform,64FORDHAM L. REV. 247,257 .(1995)
Petrakis, supra note 25.

35U.S.C. Sec. 294(a): "A contract involving a patent or any right under a patent may
contain a provision requiring arbitration of any dispute relationg to patent validity or
infingement arising under the contract, In the absence of such a provision, the parties to
an existing patent validity or infringement dispute may agree in writing to seftle such
dispute by arbitration. Any such provision or agreement shall be valid, imevocable, and
enforceable, except for and grounds that exist at law or in equity for revocation of a
contract. "
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2 Rupak Nag, Copyright Disputes: The Case for Whiting Voluntary Arbitration into the
Copyright Act(visited April 12,1999)<http:/Amwww.adr.org/currents/drj1096-4>.
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i 35U.S.C. Sec. 294.(b): "Arbitration of such disputes, awards by arbitrators and
confirma-tion of awards shall be govemed by title 9, United States Code, to the extent
such title is not inconsistent with this section. In any such arbitration proceeding, the
defenses provided for under section 282 of this title shall be considered by the arbitrator if
raised by any party to the proceeding. "

34

35U.S.C. Sec. 282.: "a patent shall be presumed valid. Each claim of a patent (whether
in independent, dependent, or multiple dependent form) shall be presumed valid
independently of the validity of other claims; dependent or multiple dependent claims
shall be presumed valid even though dependent upon an invalid claim. Notwithstanding
the preceding sentence, if a claim to a composition of matter is held invalid and that claim
was the basis of a determination of nonobviousness under section 103(b)(1), the

process shall no longer be considered nonobvious solely on the basis of section 103) (b)

(1). The burden of establishing invalidity of a patent or any claim thereof shall rest on the

party asserting such invalidity. The following shall be defenses in any action involving the

validity or infingement of a patent and shall be pleaded:

(1)Noninfringement, absence of liability for infringement or unenforceability,

(2)Invalidity of the patent or any claim in suit on any ground specified in part 1l of this tile
as a condition for patentability,

(3)Invalidity of the patent or any claim in suit for failure to comply with any requirement of
sections 112 or 251 of this title,

(4)Any other fact or act made a defense by this title. In actions involving the validity or
infringement of a patent the party asserting invalidity or noninfringement shall give
notice in the pleadings or otherwise in writing to the adverse party at least thirty days
before the trial, of the country, number, date, and name of the patentee of any patent,
the title, date, and page numbers of any publication to be relied upon as anticipation of
the patent in suit or, except in actions in the United States Court of Federal Claims, as
showing the state of the art, and the name and address of any person who may be
relied upon as the prior inventor or as having prior knowledge of or as having
previously used or offered for sale the invention of the patent in suit. In the absence of
such notice proof of the said matters may not be made at the trial except on such
terms as the court requires. Invalidity of the extension of a patent term or any portion
thereof under section 156 of this title because of the material failure-

(1)by the applicant for the extension, or
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(2)by the Commissioner, to comply with the requirements of such section shall be a
defense in any action involving the infringement of a patent during the period of the
extension of its term and shall be pleaded. A due diligence determination under
section 156(d)(2)is not subject to review in such an action.
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® Julia A. Martin, Arbitrating in the Alps Rather Than Lifigating in Los Angeles: The
Advantages of Intemational Intellectual property-Specific Altemative Dispute Resolution.,

49 STAN. L. REV. 917,938. (April 1995)

% THOMAS L. CREEL, GUIDE TO PATENT ARBITRATION,at14(1987).
s 35U.S.C. Sec. 294(c); "An award by an arbitrator shall be final and binding between the

parties to the arbitration but shall have no force or effect on any other person .The parties

to an arbitration may agree that in the event a patent which is the subject matter of an

award is subsequently determined to be invalid or unenforceable in a judgment rendered

by a court to competent jurisdiction from which no appeal can or has been taken, such
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award may be modified by any court of competent jurisdiction upon application by any

party to the arbitration. Any such modification shall govem the rights and obligations

between such parties from the date of such modification. ". |

FORSTRASEE - IR TSGR
Z—FRIEFIHEN) » SAFHRLGER
PHEH A ot rkatat
JESE]— EZE NIR P A 54
M2 NABEAIY S -

Fe{sERalih B ETRE s —Efe
FENTR IR » Bk R BRI
N ~ BRI 2R NS ZHEN
FNERSA B - ELAE DGR
BRIt o BRI BRI
WA BRESS BIFSAER] © FaZ (i
PRSI - R IE e —
JEa E (EE N SR P » S5F1)
PSR R ISR - R
P N REEL R 2 BACHE - 4
AERIA AR R Y AN EE

—o

38

B B EE NI oER I EH
FIristyeg 2 *° o SR sty Bl s Sz
YEFTRUE LSRRG > FEabEoe SR HER)
AR < sk THIERZE
B - SERHERIRRE ZANLE - THRR
Rz B T o
A ERRRATRN -SSR ERIREE

U PUER IG5 TSR TR AR
HRrhtlE] < AEEE AR - 3%
A HERER B ETSC JHEE MBS ST T
BTN IRERsEE T BEERLAFII
PR P& TR FE AHA R A TR
P AAE R h I T HEs Ak
FBE o SNSRI IRER AN
fERHEE TR RO h R EIR TS -

" SEEFH SR e Py - SR - JTHES

Rupak Nag, Copyright Disputes: The Case for Whiting Voluntary Arbitration into the

Copyright Act (visited April 12,1999)<http:/Aww.adr.org/currents/drj1096-4>
* 35U.S.C. Sec. 294(d): "When an award is made by an arbitrator, the patentee, his
assignee or licensee shall give notice thereof in writing to the Commissioner. There shall

be a separate notice prepared for each patent involved in such proceeding. Such notice

shall set forth the names and addresses of the parties, the name of the inventor, and the

name of the patent owner, shall designate the number of the patent, and shall contain a

copy of the award. If an award is modified by a court, the party requesting such

mo-dification shall give notice of such modification to the Commissioner. The

Commiissioner shall, upon receipt of either notice, enter the same in the record of the
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prosecution of such patent. If the required notice is not filed with the Commissioner, any
party to the proceeding may provide such notice to the Commissioner. "

35U.S.C. Sec. 294(e): "The award shall be unenforceable until the notice required by
subsection (d) is received by the Commissioner. "
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Gregg A. Paradise, Arbitration of Patent Infringement Dispute Encouraging the Use of
Arbitration through Evidence Rules Reform, 64 FORDHAM L. REV. 247,248(1995)

Julia A. Martin, Arbitration in the Alps Rather Than Litigating in Los Angeles: The
Advantages of Intemational Intellectual Property-Specific Altemative Dispute Resolution.,
49 STAN. L. REV. 917,938. (April 1995)

35U.S.C. Sec. 135(d):" Parties to a patent interference, within such time as may be
specified by the Commissioner 3by regulation, may determine such contest or any
aspect thereof by arbitration. Such arbitration shall be govemed by the provisions of title 9
to the extent such title is not inconsistent with this section. The parties shall give notice of
any arbitration award to the Commissioner, and such award shall, as between the
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parties to the arbitration, be dispositive of the issues to which it relates. The arbitration

award shall be unenforceable until such notice is given. Nothing in this subsection shall

preclude the Commissioner from determining patentability of the invention involved in the

interference. "
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Gregg A. Paradise, Arbitration of Patent Infringement Dispute Encouraging the Use of
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Julia A. Martin, Arbitration in the Alps Rather Than Litigating in Los Angeles: The

Advantages of Intemational Intellectual Property-Specific Altemative Dispute Resolution.,
49 STAM. L. REV. 917,939. (April 1995)

e See id.
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Gregg A. Paradise, Arbitration of Patent Infringement Dispute Encouraging the Use of

Arnbitration through Evidence Rules Reform, 64 FORDHAM L. REV. 247,268(1995)
%0 Wilson Sporting Goods Co. v. David Geoffrey Assocs., 498U.S.992(1990)
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