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: A computer program is a set of statements or instructions to be

used directly or indirectly in a computer in order to bring about a certain result.
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20409 US 71.
21409 US72.
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22 409 US 71, “It is said that the decision precludes a patent for any program servicing a

computer. We do not so hold.”
23 437 US 590.

24 437 US 594, “not because it contains a mathematical algorithm as one component, but

because once that algorithm is assumed to be within the prior art, the application,

considered as a whole, contains no patentable invention. Even though a phenomenon

of nature or mathematical formula may be well known, an inventive application of the

principle may be patented. Conversely, the discovery of such a phenomenon cannot

support a patent unless there is some other inventive concept in its application..”

25 437 US 590, “The notion that post-solution activity, no matter how conventional or

obvious in itself, can transform an unpatentable principle into a patentable process

exalts form over substance.”
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26 225 In re Walter,618 F.2d 758, at F.2d 767, “Once a mathematical algorithm has been
found, the claim as a whole must be further analyzed. If it appears that the
mathematical algorithm is implemented in a specific manner to define structural

relationships between the physical elements of the claim(in apparatus claims) or to

refine or limit claim steps(in process claims), the claim being otherwise statutory, the

claim passes muster under § 101.”

27 450 US 187, “Our earlier opinions lend support to our present conclusion that a claim

drawn to subject matter otherwise statutory does not become nonstatutory simply

because it uses a mathematical formula, computer program, or digital computer.”
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28 450 US 188, “In determining the eligibility of respondents' claimed process for patent
protection under § 101, their claims must be considered as a whole. It is inappropriate to
dissect the claims into old and new elements and then to ignore the presence of the old
elements in the analysis.”

29 225 888 F. 2d 835, at F.2d 838, “if there are physical steps included in the claim in
addition to the algorithm, the claim might be eligible for patent protection.”

30 25 888 F. 2d 835, at F.2d 840, “In this case, because algorithm steps[b]-[e]do not
operate to change any aspect of the physical process of step [a], the claim does not
satisfy the Walter guideline. Though this by itself is not dispositive (see discussion of
Walter, supra), patentability here is precluded by the fact that physical step[a]merely
provides data for the algorithm.”
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31 225 22 F.3d 290, at F.3d 292, “It is first determined whether a mathematical algorithm

is recited directly or indirectly in the claim. If so, it is next determined whether the
claimed invention as a whole is no more than the algorithm itself; that is , whether the
claim is directed to a mathematical algorithm that is not applied to or limited by
physical elements or process steps, Such claims are nonstatutory, However, when the
mathematical algorithm is applied to one or more elements of an otherwise statutory

process claim,...the requirements of section 101 are met.”

32 225 22 F.3d 290, at F.3d 294, “The only physical effect or result which is required by the

claim is the entering of bids in a "record," a step that can be accomplished simply by
writing the bids on a piece of paper or a chalkboard...Schrader's claims, except for
incidental changes to a "record," do not reflect any transformation or conversion of

subject matter representative of or constitiuting physical activity or objects.”

33 225 33 F.3d 1354, at F.3d 1359, “The difficulty is that there is no clear agreement as to

what is a "mathematical algorithm'", which makes rather dicey the determination of

whether the claim as a whole is no more than that.”

34 2254, 33 F.3d 1526, at F.3d 1544, “the proper inquiry in dealing with the so called

mathematical subject matter exception to § 101 alleged herein is to see whether the
claimed subject matter as a whole is a disembodied mathematical concept, whether
categorized as a mathematical formula, mathematical equation, mathematical
algorithm,or the like ,which in essence represents nothing more than a "law of nature,"

"o

"natural phenomenon,"or"abstract idea.
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22 33 F.3d 1354, at F.3d 1360, “We need not resolve the issue in these terms because
we find that regardless whether the claim can be said to recite indirectly or directly a
mathematical algorithm, the dispositive issue for assessing compliance with? 101 in this
case is whether the claim is for a process that goes beyond simply manipulating
"abstract ideas"or'natural phenomena".”

2 K 149 F3d 1368, at F3d 1374, “ After Diehr and_ Chakrabarty, the
Freeman-Walter-Abele test has little, if any, applicability to determining the presence of

statutory subject matter. ...application of the test could be misleading...”

254, 149 F.3d 1368, at F.3d 1375, “The question of whether a claim encompasses
statutory subject matter should not focus on which of the four categories of subject
matter a claim is directed to—process, machine, manufacture, or composition of
matter—but rather on the essential characteristics of the subject matter, in particular, its
Ppracitcal utility.”
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225 149 F.3d 1368, at F.3d 1374, “the mere fact that a claimed invention involves
inputting numbers, calculating numbers, outputting numbers, and storing numbers, in
and of itself, would not render it nonstatutory subject matter, unless, of course, its
operation does not produce a "useful, concrete and tangible result."”

25 149 F.3d 1368, at F.3d 1375, “The business method exception has never been
invoked by this court, or the CCPA, to deem an invention unpatentable.”

225 149 F.3d 1368, at F.3d 1375, “Since the 1952 Patent Act, business methods have
been, and should have been, subject to the same legal requirements for patentability as
applied to any other process or method.”

2254,149 F.3d 1368, at F.3d 1377, “Whether the claims are directed to subject matter
within § 101 should not turn on whether the claimed

does'"business'instead of something else.”

subject matter
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42 25 AT&T Corp. v. Excel Communications, Inc., Docket No. 98-1338(CAFC,1999),
“The notion of"physical transformation"can be misunderstood. In the first place, it is
not an invariable requirement, but merely one example of how a mathematical
algorithm may bring about a useful application. As the Supreme Court itself noted,
"'when[a claimed invention]"is peforming a function which the patent laws were
designed to protect (e.g., transforming or reducing an article to a different state or thing),
then the claim satisfies the requirements of § 101."Diehr, 450 U.S.at 192(emphasis
added).The'"e.g."signal denotes an example ,not an exclusive requirement.”
43 2 AT&T Corp. v. Excel Communications, Inc., Docket No. 98-1338(CAFC,1999),
“our inquiry here focuses on whether the mathematical algorithm is applied in a

Ppractical manner to produce a useful result.”
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