O
Black Law Dictionary ”
nl (Licensor)
(Licensee)
* Franklin Pierce Law Center
! Black’s Law Dictionary (License) : "License is a

revocable permission to commit some act that would otherwise be
unlawful.”



" (Franchising)

2

Andrew j. Sherman: Franchising as a strategy for growth and
distribution :
[o]btaining operating efficiencies and economies of scale; achieving a
more rapid market penetration at a lower capital cost; reaching the
targeted consumer more effectively through cooperative advertising
and promotion; selling products and services to a dedicated
distributor  network; replacing employees with motivated
owner/operators; and shifting the primary responsibility for site
selection, employee training, personnel management, local
advertising, and other administrative concerns to the franchisee,
licensee or joint venture partner with the guidance or assistance of
the franchisor.....”

............................................................................................ 90. 11



" (Naked License)

1946

1946

" (related company) 4

Hurricane Fence Co. v. A-1 Hurricane Fence Co. Inc., 468 F.
Supp. 975, 208 USPQ 314 (S.D. Ala. 1979)  Yocum v. Covington,
216 USPQ 210 (TTAB 1982)

Lanham Act Sec.5, 15 USC § 1055:

" Where a registered mark or a mark sought to be registered is or
may be used legitimately by related companies, such use shall inure



1127 ‘.

(Trademark Manual of Examining
Procedure, TMEP) “

( ) "

" (abandonment) “°

to the benefit of the registrant or applicant for registration, and such
use shall not affect the validity of such mark or of its registration,
provided such mark is not used in such manner as to deceive the
public. If first use of a mark by a person is controlled by the
registrant or applicant for registration of the mark with respect to the
nature and quality of the goods or services, such first use shall inure
to the benefit of the registrant or applicant, as the case may be.”

Lanham Act Sec.5, 15 USC § 1127

Trademark Manual of Examining Procedure, :

" In all franchise and license situations the key to ownership is the
nature and extent of the control by the applicant of the goods or
services to which the mark is applied. The trademark owner who fails
to exercise necessary controls over its licensees or franchisees may
be found to have abandoned itsrightsin its mark.”

-- 1201.03(b)(iii) License and Franchise Situations

McCarthy on Trademarks and Unfair Competition
" A mark can become abandoned by any act or omission of the
registrant which causes the mark to lose its significance as an
indication of origin. Thus, uncontrolled and "naked" licensing can
result in such a loss of significance of a trademark that its federal
registration should be cancelled.”

............................................................................................ 90. 11



1901 MacM ahan 8

1959 Dawn Donut®
L & C Hardtmuth 10
Siegel >
( )
(misuses) ”
1984 Nintendo

n12

«13

10

11

12

13

-- J. Thomas McCarthy: McCarthy on Trademarks and Unfair
Competition § 18:48, Fourth Edition

MacMahan Pharmacal Co. v. Denver Chemical MFG. Co., 113 F. 468
(8th Cir. 1901).

Dawn Donut Co. v. Harts Food Stores, Inc., 267 F2d 358 (2nd Cir.
1959)

L & C Hardtmuth, Inc. v. Fabrique Suisse de Crayons Caran D’Ache
S'.a, 123 U.S.P.Q. 546, 547 (T.T.A.B. 1959).

Siegel v. Chicken Delight, Inc., 448 F.2d 43, 171 U.S.P.Q. 269 (9th
Cir. 1971), cert. denied, 405 U.S. 955, 31 L. Ed. 2d 232, 92 S. Ct.
1173, 172 U.S.P.Q. 577 (1972).

Universal City Studios, Inc. v. Nintendo Co., 578 F.2d 911, 929
(SDNY 1983), aff'd., 746 F.2d 112 (2nd Cir. 1984)

Yocum v. Covington, 219 U.S.P.Q. 211 (TTAB 1982).



14

15

"Franchising”
16 (

14 Kentucky Fried Chicken Corp. v. Diversified packaging Corp. 549
F.2d 368 (5th cir. 1977)

15 Susan Progoff ~ Trademark Licensing

" Direct control may be exercised in a number of ways, such as:

(i) supply of products or ingredients;

(i) direct method or instructions for manufacture of goods or
provision of services;

(iii) inspection of facilities;

(iv) inspection of product...”

Susan Progoff: Trademark Licensing, Practising Law Institute,

Understanding the Intellectual Property License, 1998

16
15:
" If the level of control is deemed to be "significant”, the license may

............................................................................................ 90. 11



(Antitrust )
Siegrun D. Kane

Trademark Law -- A Practitioner’s Guide ,

17

» 18

17

18

be construed as a franchise agreement, subjecting the licensor to

stringent federal and state franchise rules and potential penalties for

failure to comply with those rules.” And the indicia of significant

control are:

(i) Licensee required to sell certain type, quality or quantity of
product;

(i) Licensee required to utilize training manuals provided by
licensor or follow specified operating procedures;

(iti) Licensee required to purchase ingredients or products from
designated suppliers;

(iv) Licensee required to advertise or promote its goods and/or
services in a specified manner.”

Siegrun D. Kane: Trademark Law-- A Practitioner’'s Guide.
Practising Law Institute,1987

17



Cartier®™

" (carte blanche)

( ) "

Dawn Donut
.21
(1). Dawn Donut
Dawn Donut
: “Dawn” “Dawn Donut” Hart's
" DaWn”
Dawn Donut Hart's
Hart’s (counterclaim)
Dawn Donut
19 Cartier, Inc. v. Three Sheaves Co., 465 F. Supp. 123, 129 (SDNY
1979)
2 Dawn Donut Co. v. Harts Food Stores, Inc., 267 F2d 358 (2nd Cir.
1959)
21 20
572N
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(policing in a reasonable manner)
(2). KFEC &

Kentucky Fried Chicken Corp.(KFC)

Diversified

packaging Corp.
(tying
agreement) KFC
(Sherman Act)
KFC
KFC
KFC

KFC KFC
22 20
= 14



(minimal quality control)
KFC

(3). Yocum :*

Clark Yocum PIED PIPERS
1940 Warren Covington
"PIED PIPERS’
TTAB®

--Yocum

Entertainment Law Reporter 2
PIED PIPERS 1967 Yocum
RCA RCA
Yocum Lee Gotch PIED
PIPERS
" ” 1970
RCA  PIED PIPERS Jo Stafford-RCA  Readers
Digest Yocum_ RCA

RCA Yocum Yocum*
«26

24 13
% TTAB  Trademark Trial and Appeal Board

% Entertainment Law Reporter, April 15, 1983. Recent Case,

Unsupervised Licensing of Pied Pipers Service Mark by Original
User Resulted in Abandonment of Mark, Rules Trademark Trial And
Appeal Board, New User’s Registration remains in force: Yocum v.
Covington, Cancellation No. 12,430 (U.S. Dept. of Commerce, Patent
and Trademark Office, Trademark Trial and Appeal Board, Nov. 29,
1982)
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Yocum

TTAB
TTAB
(4). Exxon %
Oxxford Clothes Inc.
"XXs" Oxxford
"XXs" Exxon
Exxon
Exxon " "(phase out)
” 28
( )
Oxxford Exxon
Exxon (Oxxford)

27 Exxon Corp. v. Oxxford Clothes Inc. 42 U.S.P.Q.2d 1417 (5th
Cir.1977)

3 27



"XXs"
Exxon
: MacMahan
” 30 TM EP ”
control)* Cartier
Dawn Dount "
K FC ” ”
® 27
30 4
31 6

Exxon

Yocum

»n 29
" (necessary
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