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Patent Infringement Verification
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Abstract

Patent infringement verification, also called infringement analysis is the
core issue in patent litigation. The final decision of the trial is dependent on
the quality and precision of the infringement analysis. However, due to the
wide-ranging viewpoints that exist in current practice, this paper will impart
the viewpoint of US practice. Hopefully this paper will help to clarify the

different viewpoints.
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L3 RIELALAE AT RS REAORENRERRT P ERRIELA LTS 0 See A
patent license agreement is in essence nothing more than a promise by the licensor not
to sue the licensee. Jim Arnold Corp. u. Hydrotech Sys. > Inc.> 109 F. 3d 1567 -
42 USPQ2d 1129 (Fed. Cir. 1997); Fromson u. Western Litho & Supp. Co. > 853 F 2d
1568 » 7 USPQ2d 1606 (Fed. Cir. 1988); Spindelfabrik S.> S & G. GmbH u.
Schubert & Salzer Mas. Ak. > 829 F 2d 1075 > 4 USPQ2d 1044 (Fed. Cir. 1987).

X 4" A two-step process is used in the analysis of patent infringement: first » the scope of
the claims are determined as a matter of law > and second > the proper construe
claims are compared to the allegedly infringing device to determine > as a matter of
fact »  whether all of the limitations of at least one claim are present » either literally
of by a substantial equivalents > in the accused device." See Johnson Worldwide
Assocs. V. Zebco Corp.> 175 F.3d 985> 988 » 50 USPQ2d 1607 » 1609 (Fed. Cir.
1999).
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FHEAZMBEMERRAXFRERRAMZEZRE > M REL S B
BROFAR > E—LGedr wRAZENBZRFRANEEZAE T
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5
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AXHEHEEAZNFRMBRAEZ—BRETHLE > NHEAR
ERAFX > HTEBH -

B\~ EASCRR A8 B Ty e

BRERFR LR b EATRZENEG)  MHEA
BZEH RAEZFNXHR - RENEN IR GREBFBURKEHEX
(original filed)Z HF X Z EFHAE - BERX - REFENHEEIL > &
HFHFBRTRFANTRAZAREANREEL B ERZIHE KL &
MERKREZEANERFFZEMNAALT EXN - #FEANEEEKHE
ZoNERWER BRYWMAZELE WE - LHFEAEEIRE HA
6 1R S MR B SU M

Fz

Py

S5 irE REREAIF e EHIRS R 2 > 402003 &# 8 7 20 p CAFC ¥ E-PASS
Technologies > Inc. > v. 3 Com Corporation % » #7& ;iHﬁ » 3t T+ (card) | - F
R SR R

6 FREJIEF 282 iR T 0 B4 25 F 2% o A patent shall be presumed valid.
Each claim of a patent (whether in independent > dependent > or multiple dependent
form) shall be presumed valid independently of the validity of other claims; dependent
or multiple dependent claims shall be presumed valid even though dependent upon an

invalid claim.
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(—)3%FBER AR (written description)(3%7)

BHANZEZHW  ERBRGE) FHAR#AEANTFEL
Fr& S > et BANWNE  FHRATX > NERFEZIZY
Be WXEHAREHE > FHBARAAZLI®E &S " BUr(teach) ;> T
WHT - TEAXFRFEIANGEE 2 REG) ¥4 AT TEAHE
BRI BEENE > VLR it (enablement) 2 F 5 > FrLL > 7t
FHLE THRERT , 2F@A  B¥RREFFR B AZBLER
R TRHNARERHAZHE -

(Z)ERFEEF & E (claim)

— B EHE RAEBE LB E A FEMEEG") Wk
HdE B EE 77 R R A FT B3R A B U JE Wk (R 38 2 HE A 4 W (scope)(3E
Mo Bl MERAMEE L T ENRGE THER, ZAGEDBY o H
FEAGEZEE > RTABHRYMOELE  REARNBBEF -
HEAAEEARTBEY - ERHRFELH L MEAZBHRAATT
AAETREFEL TR A(set) 2 B B A S E T RGED) -

L7 73 ff specification > H fidg o 300

T8 Fwmm P ko 0 ¥ 3 Jl# Bk, " Specifications teach. Claims claim." See SRI
Int'l v. Matsushita Elec. Corp. 775 F2d 1107 » 1121 > 227 USPQ 557> 585> n.14
(Fed Cir. 1985)

X9 AHFRLET LF W H TR

=10 mHE A2 (EPC)F T8 R L 0 - A E 2 ¥ % ] 4 Bl (one or more
claims) - "The specification shall conclude with one or more claims particularly
pointing out and distinctly claiming the subject matter which the applicant regards as
his invention." See 35 U.S.C 112.

T 11 Az 100

12 R 8-

w13 LARE S 320 -
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(HEMHEFEANGEF 2B ER A (1) R T R & # 5 (define the
scope of protection); & (2)4 %1 41 € K % (notice to the public)(3:') > 2% 4 it
SUBINE

(1) 72tk 4 s

AR HFERREEFLHELE A ERBEANEHRZH
E*ﬁﬁ#@ﬁ%ﬂ%ﬁ&%@MaMZ%?’WﬁﬁA%TE%
@WWMQﬁﬁ%%z%ﬁ&%’%%@%E$E§ HE T ERE N
BERZHFEE EAL RFEZARATFALEBAEERKR
Kz HmEANEE > WEARNEZRAEE  THELHEFAR
T#Zz6BREHEGEY) HEANBRATE  XERSRBHLHLE
HzHefrgsieg  REMNZRFEANERRR T

/

(2) &zt & KA

BR—EREgER BANEREF WEEZSILGRA AR
NEHRCAAENEAFOENER  EENBRIAAT » KERME
ZEm o WM RE Wi RuawFENERNMRL  WERA

X 14 Consistent with its scope definition and notice functions > the claim requirement
presupposes that a patent applicant defines his invention in the claims > not in the
specification. After all » the claims » not the specification » provide the measure of
the patentee's right to exclude. Milcor Steel Co. v. George A. Fuller Co. > 316 U.S.
143 > 146 (1942).

15 A B4l 8% 97(2)(a): Tit is established in accordance with the provision of
the Implementation Regulations > that the applicants approves the text in which the

Examining Division intent to grant the patent °
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fE 457 #r(infringement analysis) 2 20 ER

3% (interpret >

RENEERDL RESNMNEBEAEZN R > FEREL
RAREREXTREFNBLENMEA T AFL LSBT ER - BWHE
17)0

or construct) # 7% & F| & [E 25 B ; & tb # (comparison)F B¥ (3%
(—)BRERFEENEE SR

(1) /7 #( 7% 4% (intrinsic evidence)
BRESE s ME GaH

FERMNEEARRS  ERFH BS
B g R/AEREWHEEG" -

\

REFR AR LABELNERENZZER

& A # [E
JR R AR B 3 (recite) » T BT 3 A (read into) ¥ 46 B B F M E 2

X 16 Consistent with its scope definition and notice functions >

specification. After all »

presupposes that a patent applicant defines his invention in the claims >
the claims >
143 »

the claim requirement
146 (1942).

not in the
not the specification »
the patentee's right to exclude. Milcor Steel Co. v. George A. Fuller Co. >

provide the measure of

316 U.S.

claims as a matter of law. The properly construed claims are then compared to the

3£ 17 An infringement analysis is a two-step process in which the court first construes the
accused device to determine °
x 18

as a question of fact
limitations are present in the accused device. See Cybor Corp. v. FAS Techs. -
138 F.3d 1448 - 1454 >

whether all of the claim
When construing the claims >
evidence » i.e. >

In.
46 USPQ2d 1169 » 1172(Fed. Cir. 1998)(en banc).
we begin with an examination of the intrinsic
the claims > the other portions of the written description >
the prosecution history (if any >

)

F.3d 1334 > 1339
30 92.11 &

E=3

=
oy

and
and if in evidence). Gart v. Logitech > Inc. >
59 USPQ2d 1290 » 1293-94 (Fed. Cir. 2001).
BtE# AT 59 H#j
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BRI T ERBRARGEAE LT NS WE R R/ E
X URWMABAF AT AR EALTUERARAZZEBRGE") > LB
¥ 3 T 3 sk (disclaim) 3% #i 2 (surrender) 35 4 (332 » 75 J& T DL 45 IR -

(2) 4} #2544 (extrinsic evidence)(3:?")

EHFRRANGEEZAERAME R BMANAERBEEZRBEAER
W AV FEBNEE > T BHEF EXXR NEREZE
AzZ#&#A  LEBBENFRTH I WERUATHZE S -

M RAMNEE 2 MHE REBETHR AW R T EAT L EE R M (the

matter of law) (3% °

3£ 19 In analyzing the intrinsic evidence > we start with the language of the claims and
engage in a "strong presumption" that claim terms carry their ordinary meaning as
viewed by one of ordinary skill in the art. Tate Access Floors > Inc. v. Interface
Architectural Resources > Inc. > 279 F.3d 1357 > 1369 > 61 USPQ2d 1647 »
1656 (Fed. Cir. 2002);

X 20 The touchstone of prosecution history estoppel is that a patentee is unable to reclaim
through the doctrine of equivalents what was surrendered or disclaimed in order to
obtain the patent. Warner-Jenkinson > 520 U.S. at 30; see also Cybor Corp. v. FAS
Tech. Inc. > 138 F. 3d 1448 > 1460 > 46 USPQ2d 1169 > 1178(Fed Cir. 1998)(in
banc); Hughes Aircraft Co. v. United States > 140 F.3d 1470 > 1476 > 46 USPQ2d
1285 > 1290(Fed. Cir.1998); Litton Systems > Inc. v. Honeywell > Inc. > 140 F.3d
1449 » 1456 » 46 USPQ2d 1321 » 1325(Fed. Cir.1998); Pall Corp. v. Micron
Separations »  Inc. » 66 F.3d 1211 > 1219 » 36 USPQ2d 1225 > 1231(Fed.
Cir.1995) » cert. Denied » 117 S. Ct. 1243(1997).

Additionally » dictionary definitions may be consulted in establishing a claim term's

—_

T2
ordinary meaning. Tex. Digital Sys. > Inc. v. Telegenix > Inc.> 308 F.3d 1193 >
1202 » 64 USPQ2d 1812 > 1818 (Fed. Cir. 2002).

w022 2317
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WS B LB S T nEEFHE LR AR E
= & PR JC 1 KA R & R | i& ¢ (limitation) » & 3C % (literal) 3¢ 35 4
(equivalent) M 77 E M4k #5 B L » B 238 % 0 1R 2% I % B Gury) i 47
~ % % [ B (the matter of fact) (3£%) -

R HE s HUBEBE 2B G2l E L ERT  ZOE4tE
AR ETR R B e n s NERALEEATE TG
DLE— T 2 (3™ -

R~ RS E

Mt Z W H P8 IR EX RAMNENRERST - T
REEIEL TELARILHFEZEERS  HREXZEL > T U
Mo - BmExBRZEFNFRAETH > BREZHAE - 4 8 U(—)% A (fall
within) » (=)3& Bl (read on) & W & » K43 40 T

23 L 17

3 24 While a claim limitation cannot be totally missing from an accused device » whether
or not a limitation is deemed to be vitiated must take into account that when two
elements of the accused device perform a single element of the accused device > a
claim limitation is not necessarily vitiated » and the doctrine of equivalents may still
apply if the differences are insubstantial. DeMarini Sports > Inc. v. Worth > Inc. 239
F.3d 1314 > 1332 > 57 USPQ2d 1889 > 1900 (Fed. Cir. 2001)(citing Dolly > Inc. v.
Spalding & Evenflo Companies > Inc.> 16 F.3d 394> 398 29 USPQ2d 1767 >
1769-70 (Fed. Cir. 1994).
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N S
3 25 Accordingly © the claim limitation of no more than 31 percent ultraviolet

transmittance » in conjunction with the other limitations > is sufficiently definite to

put the public on fair notice of what compositions fall within the scope of the claims.
See Hybritech > Inc. v. Monoclonal Antibodies > Inc.> 802 F.2d 1367 » 1385
231 USPQ 81 > 94-95 (Fed. Cir. 1986) » cert. denied © 480 U.S. 947 (1987).
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Bk 8% —WEXE Pl RuRelfktt A & B ik > A7 2%
WHAEA RS PI=ANB &d TN, FRZWLH - Al PIP - 5B B
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Z V] Re ik

[

Rz ZF_WERE P2 HAHREHMGEHE A> B> C &k D Atk il & Al
WOEME L LR S A P2=ANBNCND -

MuENFALSE - Al P2P> FrLl > $ - WHEREENEN ZE A
BN THRAREZER  “HNFE—FZHE-

RWHERT  FFE_BEREP2 FREENEFLE AR AR AT
HE W RE P2 2 BRI CAMBENP 2 AEAZEE T A
BN AGEHEZE  WERAKEREBRAF _HEREP2EMNZEF P 2
% I (domination) (3£ -

(Z)FEEN (%)

Frsd THEEURA L IRV eEBM R LW FRENEHE > RILRH
i fF(limitation) % — % % > & % AT 2 &k fHE A F (U & B39 %
REERWEREL SREFTAAFRBALRHRIT HERERLE
tRAERRGE -NCARE  HAWBRELZHEaHEME T
F UL Am AR AT 15 R o

26 LT AARE L FER.

3 27 Infringement analysis is a two-step process. The first step is claim construction >
which involves ascertaining the scope and meaning of the claims at issue »  while the
second step involves determining whether the claims as construed read on the accused
device. See Personalized Media Communications > L.L.C. v. International Trade
Comm'n > 161 F.3d 696> 702> 48 USPQ2d 1880 > 1885 (Fed. Cir. 1998).
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RHEERL2FNE  ARERENARETR  HFRELE—

SHE TR REEF —RAGCHTREFN > AHEEELCARY
HELETREMNZAEANG S > w2 F9 > LFIEREAT > T

REAREZ e

{h ~ (RAERE E B RE A

(—

Bl T ARSI fe Bk REREZPFIERAR®R LA

)& E 4 E Bl (all elements rule)(312®)

Wl Z b FA A UL EF > RAETRENZEFEANE
WELEZE

R &
DAFREFERENEEHEZL ARGt wHEREZR > A &
CABENES BT RE FHL H2BAT2ZEHFA, (al

3 28 In order to prove infringement » a patentee must show that every limitation of the

claims asserted to be infringed is found in the accused device. See Dolly > Inc. v.
Spalding & Evenflo Cos. > 16 F.3d 394> 397> 29 USPQ2d 1767 » 1769(Fed. Cir.
1994). Also Infringement analysis involves two steps. See Young Dental Mfg. Co. v.
Q3 Special Prods. > 1Inc. 112 F.3d 1137 » 1141 » 42 USPQ2d 1589 > 1592(Fed. Cir.
1997). First » the claim scope is determined without regard to the accused device. See
id. This first step is a question of law and is reviewed de novo. See id Second > the
properly construed claim is compared with the accused device to determine whether all
of the claim limitations are present either literally or by equivalent. See id. This
second step is a question of fact. See id. Secpmd > the question of insubstantiality of
the differences is inapplicable if a claim limitation is totally missing from the accused
device. See Warner-Jenkinson > 520 U.S at 33-34; Pennwalt Corp. v. Durand-
Wayland > Inc.» 833 F.2d 931 934-35 > 939, 4 USPQ2d 1737 1739-40
(Fed. Cir. 1987)(en banc). This limit is often referred to as the all-limitations rule.
See > e.g.> Kustom Signals Inc. v. Applied Concepts > Inc. > 264 F.3d 1326

1333(Fed. Cir. 2001)("No claimed [limitation] > or an equivalent thereof > can be

absent if the doctrine of equivalents is invoked."). We address each in turn.

9211 EEMEERTI 59 #3
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elements rule)z; " & R #| f& ¢ J& B | (all limitations rule) °

SERRANZ L wmER  REEAN R ZWFERENER 2 - T
BEHFEMAENBAMARL EXZA AR GHEZER  TLE
HAE s BEMEMEERER > L & KRR E LA L fE LR
etr wARFBAZERNES  Hib EHERE-REMGHE > WET
Btk K(enlarge) BRI 88 - T M EARBA N R AEH 22 HERE > &
SMBIRARFENNBENZLRE > WBEH P EZAFERZARGEE B A
HETT A e

il RsF FATEE2EHRRANAZnFENER 2 EHER
Mo EARI A BEEE B ARBEIENE > AEEL2ENHZ
PR S  REXREYREEZTREEZERK S WHEHEHFHE W
% Z 7 fe 1k 78 5 (functional language) - 2 ¥t DA% B 2 JF S0AlT U5 5 A #
FEANGEE  BeEEARARWURRIBALIRS  PVEMR > EHD
FaEE o LEMFARA Bt B e@dEAEE 228 Z00
WL IEZ A 0 EEEATE T f& ) JC ¢ (the least element or minimum
clement) ; J& A » #&7 HEEZ RE -

B & DL = # K (two part)$ H » B H A H ## 2 % & % s\ (Jepson
type) > EERFBZMF AR > TR-GFFAINEHILYE > TARETE
% TR AR 7 %

(SRR

TEEDNFENFTFARFNTALH AR BRI AL ERE
% (literal infringement) ; & (2) 3§ % 3 T & 2 (infringement under the

doctrine of equivalents) °
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FEXRZRENARTAREE) RAREREL XK FAEF
M HEMNEE AR R G 75 2 0 B o o B A B P75k 2 A
ARH RS BTARERE ERHEN -

RREXEZEREZHAER > XATEH > TTHFENEEHZ AR
(generic term T H M LM HF)RFMtr HERAWERELHEZ KX
(specified TF AT M F)LtF > &K B &M FE R - AB CHRFW > BT
ToERRRENEEFZIRGAGHRS TR THREXREFZHETH
ZUHE, R AaReBAEHR Hi SEBETRERAXEFN I
b o H B A (value) [R i #6 B (range) 2 38 € > HWE R E Z H BT 1%
NBEH RN AR TR FER

X 29 "To prove literal infringement > the patentee must show that the accused device
contains every limitation in the asserted claims. If even one limitation is missing or not
met as claimed > there is no literal infringement." Mas-Hamilton Group v. LaGard -
Inc. » 156 F.3d 1206 - 1211 » 48 USPQ2d 1010 - 1014-15 (Fed. Cir.
1998)(citations omitted). "Judgment as a matter of law of no literal infringement is
appropriate if no reasonable fact finder could determine that the accused devices meet
every limitation of the properly construed claims . " Elkay Mfg. v. EBCO Mfg. » 192
F.3d 973 » 980 > 52 USPQ2D 1109 » 1114(Fed. Cir. 1999). For literal
infringement > each limitation of the claim must be met by the accused device
exactly » and deviation from the claim precludes a finding of infringement.

Lantech » Inc. v. Keip Mach. Co. > 32 F.3d 542 > 31 USPQ2d 1666(Fed. Cir. 1994).

9211 EEMEERTIS9H 37



48
ﬁ%
%

% gAEEELr (L)

(2) Z%EwmT2RE
REXEEET  WERETHATRIREAERTLEEGY) -

MERTLEE2LEE REXRERER2EHRAT  EH—
HET R RA N DX E LR LT R LT H
[ > 3 5% i (function)- 7 3k (way)- # R (result) % ¥ H 4 Fl » DL R I % 2 M
& 79k % H 7l (insubstantial difference) , ¥ » % it + A1 T # % B39 %
LEX SRR ) ENCEEE S TACT

MERTLEERE  RARRESRESOHH > kL LK E
o 1 A H B 2R B4 5 1 2 — 7T f (clement by element)tk ¥ - 7 JF &
#3840 B 8 M (claim as 2 whole » s 7 81 o % L6 ) — #) 2 1 (G

3* 30 A device which does not infringe a patent claim literally may still infringe the claim
under the doctrine of equivalents if each and every limitation of the claim is literally or
equivalently present. See Pennwalt Corp. v. Durand-Wayland > Inc. - 833 F.2d
931 934-35> 4 USPQ2d 1737 > 1739-40 (Fed. Cir. 1987). Also "The doctrine of
equivalents prevents an accused infringer from avoiding liability for infringement by
changing only minor or insubstantial details of a claimed invention while retaining the
invention's essential identity." Graver Tank & Mfg. Co.v. Linde Air Prods. Co. > 339
U.S. 6055 608 (1950).

X 31 A claim limitation is "equivalently present" in an accused device if there are only
"insubstantial differences" between the limitation and corresponding aspects of the
device. Hilton Davis Chem. Co. v. Warner-Jenkinson Co. > 62 F 3d. 1512 1517-
18 > 35 USPQ2d 1641 > 1645 (Fed. Cir. 1995) > rev'd on other grounds » 520 U.S.
17 (1997).
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BP 5 4 % o B R R A U & S S S AU o B R 6 B 2 Bl IR A
o TETRERZERE BHAE FHNEZTE BAXHRTETAZ
FLAT > 0 ST #& R F 2 39 % S (reverse doctrine of equivalents) 2 [ 47 -
DL R 39 % 1% & W 2 W 5 18 72 2 25 X 5 (prosecution history estoppel) fiL 4 52
T i 56 Al #% % (practice the prior art) 2 [ A7 - % 20 3w T

(X &R EZEA

—HRHARAXEHRE  ABEREXNTRTE G FRZEA - U
BIMERE MBS EwmLEN RAHTEZERETMAZLHE T F&
(equitable means) > TEEE N RBELEEHERE TS X HFENNFNE 7
B G E 2 PR RE MR MW 2 R # (principle) ~ 77 K (way) 2 &
R (result) AECR T FE W AT F 0% 8 > A SCREFE A B - TR

3x 32 Infringement under the doctrine of equivalents requires that the accused product
contain each limitation of the claim or its equivalent. See Warner-Jenkinson Co. v.
Hilton Davis Chem. Co. > 520 U.S.17 » 40(1997)(noting that because each limitation
contained in a patent claim is material to defining the scope of the patented
invention ° a doctrine of equivalents analysis must be applied to individual claim
limitations > not to the invention as a whole). An element in the accused product is
equivalent to a claim limitation if the differences between the two are "insubstantial"
to one of ordinary skill in the art. See id. Relevant to the insubstantial differences
inquiry is whether the missing element in the accused device "performs substantially
the same function in substantially the same way to obtain the same result" as the claim
limitation. Graver Tank & Mfg. Co. v. Linde Air Prods. Co. > 339 U.S. 605>
608(1950);see also Warner-Jenkinson » 520 U.S. at 39-40.
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£7EZ28z (L)
W& B E A H E Y e
o Bz =

FHRMNERZERERRASALR  F
FEMNEEGCEAENER  HENE TN E M REE
BN RABRER LR BN EUTARETAZT RS ¥
RERA X HRFENNEN > AT AFREBEHFCTERLA -

ot FEHLE HWETE > FTERRERR

DL 3 S A
HEmz i WRERRRKKR > BHA—B#gEmBRETr  ApE
REXREHNTRRARELRE -

MAFE  EEAER Y LERERBLNALANLEZEE A HHREY
(2)34 % 3 2 1 A1 (2%

3x 33 Under the reverse doctrine of equivalents >

%

ERBERERHA R AT HAFRTLRELER > AT HEH)H

=

h=ll
it

generally Donald S. Chisum >

within the literal words of a claim nevertheless may not infringe if the product or
or a similar function in a substantially different way". Graber Tank & Mfg »
Linde Air Pros.

an accused product or process that falls
process "is so far changed in principle from a patented article that it performs the same
Co wv.
Co. > 339 U.S. 605 > 608-09 85 USPQ 328 > 330 (1950); see
5A CHISUM ON PATENT § 18.04 (1999). This
doctrine is equitably applied based upon underlying questions of fact > see Scripps
Clinic & Research Foundation v. Genentech > 1Inc.927 F.2d 1565 1581 >
USPQ2d 1001 > 1013(Fed.Cir.1991) >
despite the asserted claims literally reading on the accused device
changed that it is no longer the same invention ." Del Mar Avionics °
Instr. Co.
Graver Tank -

1325 »

18
When the accused infringer process that
836 F.2d 1320 -

» "it gas been so
Inc. v. Quinton
5 USPQ2d 1255 > 1259(Fed.Cir.1987)(citing
339 U.S. at 608-09).
3x 34 Infringement under the doctrine of equivalents may be limited by two legal doctrines
relevant to this appeal: prosecution history estoppel and the "all-elements" or >
preferably >
Co. >
40 9211 &
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520 U.S. 17 » 39 n.8 (1997).
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the "all-limitations" rule. Warner-Jenkinson Co. v. Hilton Davis Chem.
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HAXR DERBBBRAAZERL  REREFEE > THAMR
Z ETK > TR H M E S AT VLR # (recapture) » F A > 2 X F (estoppel)
TIREFEZEPFFE  TRAREANGEEFR P RIAT HfizFHanL

FRGAATREFRANZFE vERFZERT  BHFEX
(equitable estoppel).... & -

ufl3

3% 35 Prosecution history estoppel also limits under expansion of a claim's scope through the
doctrine of equivalents. See Warner-Jenkinson > 117 S. Ct. at 1047 > 1049-
51.Specifically » prosecution history estoppel prevents a patentee from recapturing
subject matter surrendered during prosecution of the patent. See id.; Southwall
Techs. > Inc. v. Cardinal IG Co.> 54 F.3d 1570 > 1579-81 > 34 USPQ2d 1673 >
1679 (Fed. Cir. 1995).

36 REARBENEREFRY > WL FiEge ;%‘-Es ‘f'lq?‘v [ (hypothetical
claim) - The limitation posed by the prior art is simply that the asserted range of
equivalents may not encompass the prior art at the very point at which the claims
distinguish from that art. Stewart-Warner Corp. v. City of Pontiac > 767F.2d 1563 >
226 USPQ 676 (Fed. Cir. 1985).1t is well established that limitations in a claim cannot
be given a range of equivalents so wide as to cause the claim to encompass anything in
the prior art. Senmed * Inc. u. Richard-Allan Med. Indus. > Inc. > 888 F.2d 815. 12
USPQ2d 1508(Fed. Cir. 1989). Claims may not be enlarged by equivalents to
encompass the teachings of the prior art. Tandon Corp. u. United States ITC >
equivalency under 35 U.S.C. 112 > however * See note 294 below. That issue-
whether an asserted range of equivalents would cover what is already in the public
domain-is one of law. Wilson Sporting Goods Co. Dauid Geoffrey &Assoc. > 904 F.
2d 677 - 14 USPQ2d 1942 (Fed. Cir.1990). & # + » FE R Y & Jl#FF R 2 &I
Wzog e T BT RA 0 Rl FRERARAN L ERY IR
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Fibl» #HARHE 2Tl RASMEANBAFRBEL L FFE
FIGEEH 2 HERGEGEERE AT AER IR EZ AN E
EHRFE MAAEHEREATR TS MEEETHEGY)-

FRBERZTHREREEEEHR > M Festo £ FARE BB A K
R S B LRI T 2 [ A (complete bar)Z B - 75 B E {E T3
SHBEZIR HRFERTEAELALME MeFEETE2 "HEHE
A1 (flexible bar) (3£%) o

(b)F 7t 56 Al 4 £ 2 [ A

ARNETRENEHNE > TR ABNETEEZ AW ETE

o BTl HEWREREGRAT R S E > BT AR R AT -
e EmeiEERBERBERENHE L AL BB EATH
3 37 In Maxwell v. J.Baker > Inc. > "we reiterated the well-established rule that 'subject

matter disclosed but not claimed in a patent application is dedicated to the public.'"" 86
F.3d 1098 » 1106-07(Fed. Cir. 1996)(quoting Unique Concepts > Inc. v. Brown -

939 F.2d 1558 » 1562-63(Fed. Cir. 1991)and citing Miller v. Bridgeport Brass Co. »

104 U.S. 350 > 352 (1881)). This rule > we held > prohibited both a finding of
literal infringement and of infringement under the doctrine of equivalents because >

otherwise > an applicant could "present a broad disclosure in the specification of the
application and file narrow claims - " thereby "avoiding examination of broader
claims that the applicant could have filed consistent with the specification." Id. at 1107
(citing Genentech > Inc. v. Wellcome Found. Ltd. » 29 F.3d 1555 > 1564 (Fed. Cir.
1994); International Visual Corp. v. Crown Metal Mfg. Co. > 991 F.2d 768 » 775
(Fed. Cir. 1993). In addition > the rule comports with (among other principles) the

"

statutory requirement of distinctly claiming the "'subject matter which the applicant

regards as his invention." Id. (quoting 35 U.S.C. § 112).
3 38 Prosecution history estoppel may apply to any claim amendment made to satisfy the
Patent Act's requirements * not just to amendments made to avoid the prior art > but

estoppel need not bar suit against every equivalent to the amended claim element.
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AlEEmE (L) 2 gy S UL

LW Bl EAMNEARE R T FEA & E (hypothetical claim) » 3%
1B N 8 R T & M (literally) SRR ERE > & - BHER

FRAMNEEAULHAZENELE  LEREATFEANEERA LN EET TR
HER - ANEFEIREAZZHNENT TS EE - R2 > FF R A
BAT R GEY) > AW HEAT AR AR AL AL L E—SWHE
JF ¥ % i K JE B8 & 4 (non-obviousness) W F Z W WL E 2 W & A L HT &

3 o
=

RERE R EZENE  ARREATRERE LEEKRAE
EWBEKER AU RERA L BEEL 9L NEERBEIE TIE
BATHERS  TREENAWHERELHIEZ A EE -

P ~ 8 i ]

aLt > AFFATEBELENREELSZARWT » L& M

4\1

B Z

3 39 Under a hypothetical claim analysis > a patentee proposes a hypothetical claim that is
sufficiently broad in scope to literally encompass the accused product or process. See
id. If that claim would have been allowed by the PTO over the prior art; then the prior
art does not bar the application of the doctrine of equivalents. See Marquip > Inc. v.
Forsber Am. > Inc.» 198 F.3d 1363 > 1367 > 53 USPQ2d 1015+ 1018(Fed. Cir.
1999). Conversely > if that claim would not have allowed > the prior art bars

application of the doctrine and infringement by equivalence may not be found. See id.
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(—)ERRTERFEEFEE

B ZET RERFFEAATLIR BN LARSMNE
B BHBEUERENZAFEMNEENE > FU——F3 > Holt
FRMAURETHE—BL THUE—BO9Rs—BL flewH
FEENEREREHBTMNEZEETE BB REHEE > NEH
M RNERZXFNE > ERN TR Z > RHRENELT IR - T
] % B A e e

=g

RRAEHFRAFNGERNZY  — WS > ERINELAHFENE
B F &4 512 8 % 148 B & % (ordinary and customary meaning)(3:*") >
% AR B AR A ] DA RR T b S E A %i@i?ﬁiﬂ%ﬂ%ﬁ(%i“) ’
HA R AT H A LLHE K & 4R & (own lexicographer) & VL4 & Bl % # &
FEMNERRNG  IUXFRENAHBRIARE > TR BEABREZ
HHGEY) - B REHABTRERBES - R E e FEH
o ETUEE -

MR EFAZRAEREZE R TR F R EE SR8 ET P

3 40 Generally speaking » we indulge a 'heavy presumption' that a claim term carries its
ordinary and customary meaning." Sunrace Roots Enter. Co. > LTD v. SRAM
Corp. » No. 02-1524 > slip op. at 8 (Fed. Cir. July 17 > 2003) (quoting CCS
Fitness » Inc. v. Brunswick Corp. » 288 F.3d 1359 » 1366 (Fed. Cir. 2002)).

X 41 However ° we next look to the specification to determine "whether the presumption
of ordinary and customary meaning is rebutted." Tex. Digital - 308 F.3d at 1204;
see also Inverness Med. Switz. Gmbh v. Princeton Biomeditech Corp. > 309 F.3d
1365 » 1371-72 (Fed. Cir. 2002).

3 42 The patentee may have acted as his own lexicographer and imbued the claim terms
with a particular meaning or "disavowed or disclaimed scope of coverage > by using
words or expressions of manifest exclusion or restriction." Tex. Digital » 308 F.3d

at 1204.
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EAEEES (L) ¥

(preferred embodiment) » F £ A FE (D) M 2 BH TR ETH LB
BREW BEETRAEXE—FRFEANGESFTEE T 2B B x
B #(EY)

# 7 F B A 7 %% (means-plus-function language) > # & » # % Bk 4%
#35US.C. §112(6) @Ak AeF RN BEAM BB PATZ R F A B F &
FlEE 2 Ra G M LI R BATH R 2 B M - BEFR A
Bzwd R EESEEAS>TIRE B8 EEEFERZE > WLAR
FEHMFEN AN B FAAEE A F DB R ARG T
FHBH R ABERAAANEFRTE AR EE - RAH

31 43 Interpretation of descriptive statements in a patent's written description is a difficult
task > as an inherent tension exists as to whether a statement is a clear lexicographic
definition or a description of a preferred embodiment. The problem is to interpret
claims "in view of the specification" without unnecessarily importing limitations from
the specification into the claims. Tex. Digital - 308 F.3d at 1204-05.

X 44 An invention may possess a number of advantages or purposes > and there is no
requirement that every claim directed to that invention be limited to encompass all of
them.1[

X 45 Construction of a means-plus-function limitation involves two steps. First> the
court must identify the claimed function. Telemac Cellular Corp. v. Topp Telecom >
Inc. » 247 F.3d 1316 > 1324 > 58 USPQ2d 1545 1549 (Fed. Cir. 2001) (citing
Kemco > 208 F.3d at 1361 > 45 USPQ2d at 1610); Micro Chem. > Inc. v. Great
Plains Chem. Co. > Inc.> 194 F.3d 1250 > 1258 > 52 USPQ2d 1258 > 1263 (Fed.
Cir. 1999). The court must construe the function of a means-plus-function limitation
to include the limitations contained in the claim language » and only those limitations.
Lockheed Martin » 249 F.3d at 1324 > 58 USPQ2d at 1678. It is improper to
narrow the scope of the function beyond the claim language. Id. It is equally
improper to broaden the scope of the claimed function by ignoring clear limitations in
the claim language. Id. Ordinary principles of claim construction govern
interpretation of the claim language used to describe the function. Id. (Fed. Cir.
1999).

9211 EEMEERTISOH 47



48
ﬁ%
%

* sAEEEE (L)

=
=
i
Sg\,

(BRI AR BRI SR AR ERENE R 22
BRARETHBE 252 ABELALBATHFRZY

}\

ﬁ

&4

(G£%)

o

i

pauig
[ayay
p=(l\%
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BH "means , —F > AV HEEAH T FRMABK L 2 BT L
(e FEAEE TR "means ; —5 » 230 % 7|3 37 means 2 #
JETh e UL R QB E s RSB 2 Tt — % 0 A Y $AT
AP L AN EE A LA EEETBRAETFENI IR ZEE

X 46 After identifying the claimed function > the court must then determine what
structure > if any » disclosed in the specification corresponds to the claimed
function. Id. In order to qualify as corresponding > the structure must not only
perform the claimed function > but the specification must clearly associate the
structure with performance of the function. Medtronic > 248 F.3d at 1311 > 58
USPQ2d at 1614 (quoting B Braun Med. » Inc. v. Abbott Labs. » 124 F.3d 1419 -
1424 > 43 USPQ2d 1896 > 1900 (Fed. Cir. 1997)). This inquiry is undertaken from
the perspective of a person of ordinary skill in the art. Amtel Corp. v. Info. Storage
Devices » Inc.> 198 F.3d 1374 > 1378-79 » 53 USPQ2d 1225 1227-28 (Fed.
Cir. 1999).
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sAEEEE (L) 2 i 34 ol

(GEYY o sboh - ZREELEFT HF LB T A B 2 BB T
Z BB R E FE Lz A E M E ¢ (definiteness requirement) {7 & 2 (3F
¥y BT FEMHRLEE > BB ER

(SRR R E 2 BT

PRz T RUM Atz e FEAEEZETAELR - #
WERELZ SR TZ RE G2 MER T UHES G - HR S B
HE o BRI LR UL A G e RRZZH R AT E A T

X 47 Accordingly » in determining whether a claim element falls within 112> 6 > this
court has presumed an applicant advisedly used the word "means" to invoke the
statutory mandates for means-plus-function clauses. See id. Two specific rules >
however » overcome this presumption. First » a claim element that uses the word
"means" but recites no function corresponding to the means does not invoke 112 > 6.
See id. at 1427. Second » even if the claim element specifies a function > if it also
recites sufficient structure or material for performing that function > 112> 6 does
not apply. See id. at 1427-28 ("[W]here a claim recites a function > but then goes on
to elaborate sufficient structure > material » or acts within the claim itself to
perform entirely the recited function > the claim is not in means-plus-function
format."); Personalized Media > 161 F.3d at 704 ("In deciding whether [the]
presumption has been rebutted » the focus remains on whether the claim as properly
construed recites sufficiently definite structure to avoid the ambit of 112 > 6."); Cole
v. Kimberly-Clark Corp.> 102 F.3d 524> 531 41 USPQ2d 1001 > 1006 (Fed.
Cir. 1996) ("An element with such a detailed recitation of structure . . . cannot meet the
requirements of [ 112 > 6].").

3L 48 Alternative embodiments may disclose different corresponding structure > and the
claim is valid even if only one embodiment discloses corresponding structure. See
Ishida Co. v. Taylor » 221 F.3d 1310 1316 55 USPQ2d 1449 > 1452-53 (Fed.
Cir. 2000). If > however » this inquiry reveals that no embodiment discloses
corresponding structure © the claim is invalid for failure to satisfy the definiteness
requirement of § 112> ? 2. Budde v. Harley-Davidson » Inc. » 250 F.3d
1369 > 1376 > 58 USPQ2d 1801 » 1806 (Fed. Cir. 2001) (citing In re Dossel » 115
F.3d 942 > 945, 42 USPQ2d 1881 » 1884 (Fed. Cir. 1997).
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