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Abstract

A “product by process claim” may be defined as one in which the product
is defined, at least in part, in terms of the process by which it is produced. These
are claims reciting a product by the process by which it was made, rather than by
its structure or properties. Such claims may be obtained whenever the product has

novelty and inventive step over prior art products.

A product by process claim is generally construed as not limited to a product
produced by the recited process but a product itself regardless of its process of
production, in prosecution of applications as well as in patent infringement
litigation. However, practical difficulties are involved in establishing the
infringement when the accused product is produced by a different process from

the recited process.
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Al ~ il TR
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3.Smith v. Goodyear Dental Vulcanite Co.,93 U.S 486,499(1877);Merrill v. Yeomans,94
U.S.568,571(1877) °

4. “Trioxan” —X ZB 9/70 of 6.7.1971,GRUR 1972,80(IIC 1972,226) °
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R ENFERAY FEERE  AELERAT O RALT
TV

FEREENZIFRERE —NR— W ED — T HRUELHE T EHF
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M=o E A xR F (method or process) T U F € HHKHE »

5.Bernd Hansen & Fritjoff Hirsch, “Protection Inventions in Chemistry” ,p.74 (1997) °

6. “Claim categories / IEF” —T 150/82 of 7.2.1984,0] 1984309 °

7.FIATEES ©

8.Robert C .Faber, “Landis on Mechanics of Patent Claim Drafting” ,3rd ed.,p.134, March, 1990 °

9.Harold C. Wegner, “Patent Law in Biotechnology ,Chemicals & Pharmaceuticals” , 8 283 * p.362
(1994) e
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[ TR EMZHRE] EREX B AMEEE & HTHAH
T TN FEFTENZFRE  THEUNRETERTENZFK

11. &Irah H. Donner, “Patent Prosecution” ,2nd ed.p.584(1999) ° % #E.P.Mirabel ,Product-by-
Process Claims :A Practical Perspective,68 JOUR.PAT.& TRADEMARK OFF.SOC’ Y 3(1986)—C
PAEEMTERCADFRA)BHZARA BT LT 0 (1) AOGEALRET AR E b
R ARG EN RIS &, (2) A ERBNZEMF LA, (3) FERBKAEEENR
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12.Atlantic Thermoplastics Co. Inc. v. Faytex Corp.,974 F.2d 1299,24 USPQ 2d 1138
(Fed.Cir.1992) ,on denial of suggestion for en banc rehearing,970 F. 2d 834,23 USPQ 2d 1481
(Fed.Cir.1992) ° Atlantic ThermoplasticsA 3] Z 4] £ & U.S. Patent No.4,674,204 (° 204 patent )
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Scripps Clinic & Research Foundation. v. Genentec Inc. 2 % |, # #% Sorbothane 7 % B 432 M & #
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14.In re Johnson,394 F.2d 591,157 USPQ 620(CCPA.1968) °

15.In re Moore,439 F.2d 1232,169 USPQ 236,239(CCPA.1971) °
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17.Harold C. Wegner, “Patent Law in Biotechnology ,Chemicals & Pharmaceuticals” , §
281,p.353(1994) °
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20 #]4oIn re Johnson,394 F.2d 591,594,157 USPQ 620,623(CCPA 1968) ; In re Lifton,189 F2d 261,89
USPQ 641(CCPA 1951) ; In re Mckee,95 F2d 264,266,37 USPQ 209,210(CCPA 1938)% ©

21.F7#:1891 4 In re Painter,57 Off .Gaz . Pat. Office 999(1891)Z.¥| ik Bpds b [E /i ey > @ F 49
AR E M H KA T?@VXEL%U\?J‘/‘%% AR o R, & WX F ) AHAE LA R G R

MAN KT E Q&7 AU &kl § R Z A Y L8 u w347 B 3 05 Bl ATFAB P RRF

iu

22. Harold C. Wegner, “Patent Law in Biotechnology ,Chemicals & Pharmaceuticals” , § 280 » p.351
(1994) °
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% Hughes— £*# » CCPA R #F 7 i& & E Mo K » B (£ & 35 A #E 49 LA
HREAERR RRAR [EENEWFRE] KHEBARTEREEN
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1974% 4R » 2B EANARAZ 2B ET B R CENZEEEH » BUH
LTABELAZAE TR - FEFEARAE RO EWFRFLT &
REEMZHRE » ARASBRAFRZFRAF—F T E R EWEF KA

25 o

23.139 U.S.P.Q.(BNA)196(D.D.C.1963) °

24. Hughes,496 F.2d 1216,1219,182 USPQ 106,108(CCPA 1974) °
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