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1

(the Lanham Act) 2
(registrability) 3

(secondary meaning) 4

Arthur R. Miller & Michael Davis, Intellectual Property: Patents, Trademarks, and
Copyright in a Nutshell 164 (2000).

15U.S.C.A. §1052.
Paul Goldstein, Copyright, Patent, Trademark and Related State Doctrines 230 (2002).

J. THOMAS MCCARTHY, MCCARTHY ON TRADEMARKS AND UNFAIR COMPETITION § 11:2 (4™
ed. 2003); see also Two Pesos, Inc. v. Taco Cabana, Inc., 505 U.S. 763, 769 (1992);
Restatement (Third) of Unfair Competition, § 13, and Comment a.
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(generic)
(descriptive)

(spectrum, continuum)
(generic terms)
(descriptive terms)
(suggestive terms)

(arbitrary or fanciful terms)
6 Friendly Abercrombie & Fitch Co. v.
Hunting World, Inc.’

8 (eligibility)
(the Abercrombie

test) (the spectrum of distinctiveness)
9

10

)

MILLER & DAvis, supra note 1, at 165. GOLDSTEIN, supra note 3, at 229.
GOLDSTEIN, id. at 229.
" Abercrombie & Fitch Co. v. Hunti ng World, Inc., 537 F.2d 4, 9 (2d Cir. 1976).

51 10 532-33 2000 10
376 2001 11 1

MCCARTHY, supra note 4, § 11:2
(linguistic monopoly)

10 GOLDSTEIN, supra note 3, at 229; MILLER & DAvIS, supra note 1, at 174-77.
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11

2

12

3)

13

(4)

11

Blisscraft of Hollywood v.
United Plastics Co., 194 F.2d 694 (2d Cir. 1961); see also MCCARTHY, supra note 4, § 11:4;
ROGER E. SCHECHTER & JOHN R. THOMAS, INTELLECTUAL PROPERTY. THE LAW OF

COPYRIGHTS, PATENTSAND TRADEMARKS 573 (2003).
12 SCHECHTER & THOMAS, id. at 573-74.

13 MILLER & DAvIs, supranote 1, at 175. SCHECHTER & THOMAS, supra note 11, at 575
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14

15

16

Friendly
17
(pigeon-holes)

(tones in a spectrum)
18

19

(inherently distinctive)
(non-inherently distinctive)

(non-rebuttable presumption)

14

15

16

17

18

19

Schechter & Thomas, id. at 592.
MILLER & DAvis, supranote 1, at 177. MCCARTHY, supra note 4, § 11:64.

(clearly erroneous)
MCCARTHY, supra
note 4, 8 11:3.

537 F.2d 4, 9 (2d Cir. 1976) (“the lines of demarcation, however, are not always bright”).

Soweco, Inc. v. Shell Oil Co., 617 F.2d 1178 (5th Cir. 1980);
MCCARTHY, at § 11:2.
MCCARTHY, id.

Zatarains, Inc. v. Oak Grove Smokehouse, Inc., 698 F.2d 786, 790 (5th Cir. 1983). See also
SCHECHTER & THOMAS, supra note 11, at 572.
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(technical marks)
20

21

(acquired distinctiveness)

22

(priority)

23

21

22

23

McCarthy, 88 11:2-11:4. MCCARTHY, supra note 4,
8 15:2. SCHECHTER & THOMAS, id. at 574.

(secondary meaning in the making)

Laureyssensv. Idea Group, Inc., 964 F.2d 131 (2d Cir. 1992)

SCHECHTER & THOMAS, id. at 591.

E.g., Two Pesos v. Taco Cabana, Inc., 505 U.S. 763 (1992).
Q) (inherently distinctive)
(2 (acquired distinctiveness)

SCHECHTER & THOMAS, supra note 11 at 576, 587; MCCARTHY, supra note 4, § 15:1.
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T
S

(drawing power) (commercial magnetism)

(mental association)—

25

(a significant number)

(secondary)
(second in time) primary meaning
26
27
24 McCARTHY, supra note 4, § 15:5 Justice Frankfurter ~ Mishawaka Rubber &

25

26

27

Woolen Mfg. Co. v. S.S. Kresge Co., 316 U.S. 203 (1942)

SCHECHTER & THOMAS, supra note 11, at 588. See also Inwood Laboratories, Inc. v. Ives
Laboratories, Inc., 456 U.S. 844, 851 n.11 (1982). Restatement (Third)
of Unfair Competition (1995)

(designation)

SCHECHTER & THOMAS, supra note 11, at 588; MCCARTHY, supra note 4, § 15:6.

SCHECHTER & THOMAS, id. at 588-89; MCCARTHY, id., 88 15:28-15:32.

(clearly erroneous)
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28

)
(quasi-direct
evidence)
29
2
30

% McCaRTHY, id., § 15:30. McCarthy

1. 2, 1.

2, 3, 4, 5,

2 McCARTHY, id., at 15:30.

%0 SCHECHTER & THOMAS, supra note 11, at 591.
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Google Exxon

(arbitrary)

Apple
Amazon

=, HRMRE=

33

(genericide)

lvory

Saturn Caméd

=z

TN

31

32

33

McCARTHY, supra note 4, 88 11:5-11:9.
MCCARTHY, id., 88§ 11:11-11:14.
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(A

31

Old Crow
Yahoo
Shell
32
e (1)

(merely descriptive

15 U.S.C.A. § 1052(e): “Consists of a mark which (1) when used on or in connection with

the goods of the applicant is merely descriptive or deceptively misdescriptive of them[...].”

(merely)

(primarily)

Davis, supranote 1, at 173.

wmEatER AT 67 1 93.07
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marks)
(deceptively misdescriptive marks)

©

(the mark as awhole)

%6 California Cooler, Inc.

v. Loretto Winery, Ltd.

37

Delux Platinum Best Friendly

GOLDSTEIN, supra hote 3, at 254.

¥ See MILLER& Davis, supra note 1, at 171-72. MCCARTHY, supra note 4, § 11:53.

) ()

% MiLLER& Davis, id., at 171-72.

37 774 F2d 1451, 1455 (9" Cir. 1985). See also SCHECHTER & THOMAS, supra note 11, at

575-76.
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38

(the doctrine of foreign equivalents)

(dead languages)
(obscure languages)
39
" (f)
(prima facie evidence) “
(highly descriptive)
@)
o

B M CCARTHY, supra note 4, § 11:17. (dlogan)

The Best Beer in America (T.T.A.B))

39
(VOLKSWAGEN VW)

MCCARTHY, supra note 4, § 11:34. See also SCHECHTER & THOMAS, id. at 575-76.

" GoLDpsTEIN, supra note 3, at 253. Vincent N. Palladino, Surveying Secondary Meaning, 84

TRADEMARK REP. 155 (1994).
41

MILLER & DAvIs, supranote 1, at 173.
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Application
of Sun Qil Co.*® Sun Oil Company
Custom-Blended
custom

(C.CPA)
(Rich)

42

LAW & BUSINESS
MCcCARTHY, supra
note 4, § 12:22. Linda McLeod, The Satus of So Highly Descriptive and Acquired
Distinctiveness, 82 TRADEMARK ReP. 607, 607 (1992).

426 F.2d 401 (C.C.PA. 1970).

Inre
Boston Beer Co. Ltd. Partnership, 198 F.3d 1370 (Fed. Cir. 1999). MCCARTHY, id., § 12:22.
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(incongruity)

45

46

47

48

49

45

46

47

48

49

MCcCARTHY, id., § 11:64.

Id. at §11:51.

Zatarains, Inc. v. Oak Grove Smokehouse, Inc., 698 F.2d 786 (5" Cir.
1983)
SCHECHTER & THOMAS, at 577-78.
MCcCARTHY, id., § 11:66.

Schechter & Thomas, id. at 577.
MCcCARTHY, supra note 4, § 11:67. SCHECHTER & THOMAS, id. at 577.
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51

(deceptively misdescriptive marks)

Glass Wax Glass Wax

52

53

McCARTHY, id., § 11:68.
4., 811:60.

52 Gold Seal Co. v. Weeks, 129 F. Supp. 928 (D.D.C. 1955), aff’d 230 F.2d 832 (1956), cert.
denied, 352 U.S. 829 (1956).

See MCCARTHY, id.,
§11:57.

% SCHECHTER & THOMAS, supra note 11, at 578.
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=
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(deceptively) (believably)

55

(deceptive marks)

@

(materiality)

56

Kenneth B. Germain

> 1d. at 579 BLACK & WHITE

15U.S.C.A. §1052(e)&(f). S&T, at 579.
15U.S.C.A. 8§1052(a). S&T, at 579-80. MCCARTHY, supra note 4, § 11:55.

55

56
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(three-part test) D
(2
3

57

(personal  names) (geographically
descriptive terms)

(e (primarily merely a
surname) (not
primarily) ()

58

> GoLDsTEIN, supra note 3, at 254-55. McCarthy, at §11:58. In re Budge Manufacturing Co.,

857 F.2d 773 (1988) LOVEE LAMB
LAMB (lambskin)

% McCaRrrhy, supra note 4, § 13:1.
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59

60

61

e® @ °
(e (2 (primarily

geographically descriptive)

59

60

61

62

Restatement (Third) of Unfair Competition § 14, comment e (1995); MCCARTHY, supra note
4,88 13:2-13:3.

49 2003 1
383-84

MCCARTHY, supra note 4, 88 14:1-14:2. SCHECHTER & THOMAS, supra note 11, at 580-81.

GOLDSTEIN, supra note 3, at 229.
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63

=, EEBEEHE
(the
very antithesis of a mark)
(the primary significance test)
Thermos bottle Thermos
Thermos o
(genus/species distinction) —
(generic adjective)
(matchbox)

(light, lite) 65

% MILLER& DavIS, supra note 1, at 181-82.

64 King-Seeley Thermos Co. v. Aladdin Industries, Inc., 321 F.2d 577
(2d Cir. 1963). Thermos thermos
418 F.2d 31 (2d Cir. 1969)
Leaned Hand aspirin see Sung In, Death of a

Trademark: Genericide in the Digital Age, 21 Rev. LITIG. 159, 163-64 (2002).

% M cCarthy, supra note 4, §12:10.
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=
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Canfield Co. v. Honickman (chocolate fudge)
66
67
(e
68
69
€ 808 F.2d 291 (3d Cir. 1986) Canfield “Chocolate Fudge’

7 Genesee Brewi ng Co. v. Stroh Brewing Co., 124 F3d 137 (2d Cir. 1997). McCarthy, §

12:23.
68

() ®

(the ultimate in descriptiveness) SCHECTER & THOMAS, supra note
11, at 592. MCCARTHY, supra note 4, 8§ 12:46, 12:56-12:59. In re Northland Aluminum
Products, Inc., 777 F.2d 1556 (Fed. Cir. 1985).

6 MCcCARTHY, id., § 12:2.
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70

B 3R

2000 11 1

51 10 2000 10
49

2003 1

Paul Goldstein, Copyright, Patent, Trademark and Related Sate
Doctrines (2002).

J. Thomas McCarthy, McCarthy on Trademarks and Unfair Competition
(4™ ed. 2003).

Sung In, “Death of a Trademark: Genericide in the Digital Age,” 21 Rev.
Litig. 159 (2002)

Linda McLeod, “The Status of So Highly Descriptive and Acquired
Distinctiveness,” 82 Trademark Rep. 607 (1992).

Arthur R. Miller & Michad H. Davis, Intellectual Property: Patents,

70

SCHECHTER & THOMAS, supra note 11, at 598.
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(A

Trademarks, and Copyright in a Nutshell (2000).

Vincent N. Palladino, “Surveying Secondary Meaning,” 84 Trademark
Rep. 155 (1994).

Roger E. Schechter & John R. Thomas, Intellectual Property: The Law of
Copyrights, Patents and Trademarks (2003).

BAsEEd -

distinctiveness, the secondary meaning, fanciful marks, arbitrary marks,
suggestive marks, descriptive marks, generic terms
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