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DavidA.

Gauntlett, Insurance coverage of intellectual property assets, 2002, Appendix D.
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(Declaration)

=, BYHEEBERE

(seiendes Vermoegen)
(Werdend) 6

° IPISC B. INDURED INTELLECTUAL PROPERTY ...Except for
NEWLY FILED INTELLECTUAL PROPERTY...and except for amendments of patent
applications during prosecution...unless specifically enumerated in Item s of the Declaration
or unless AFTER ACQUIRED INTELLECTUAL PROPERTY is included by
endorsement...

6 1995 9 93
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10 1995 9 94
1 94-95
2 pisc A.1l. As acondition precedent to the Company’s consideration of the

Named Insured’s CLAIM, the Named Insured shall supply...b.i. acurrent letter signed by an
independent counsel...The letter should set forth the relevant claim or claims of the
INSURED INTELLECTUAL PROPERTY alleged to be the subject of INFRINGEMENT
and rendering an opinion, based upon a search of the prior art in the U.S. Patent &
Trademark Office, favorable to the Named Insured concerning the validity of the INSURED
INTELLECTUAL PROPERTY and the existence of INFRINGEMENT thereof.
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IPISC
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IPISC
A.1l. As a condition precedent to the Company’s consideration of the Named Insured's
CLAIM, the Named Insured shall supply...
b.vi. the Named Insured’s preference for litigation counsel;
vii. abudget projection for LITIGTION EXPENSE...

G Disapproval by the Company of the litigation counsel or the budget for
LITIGATION EXPENSE.

IPISC
A.1l. As a condition precedent to the Company’s consideration of the Named Insured's
CLAIM, the Named Insured shall supply...
b.i. acurrent letter signed by an independent counssl...

ii. a description of the Named Insured’s...machine, manufacture,..., covered by the
INSURED INTELLECTUAL PROPERTY ...

iii. a description of the...machine, manufacture...or offer for sale considered to constitute
INFRINGEMENT;

iv. identification of the infringing parties...

v. alist of Federa District court(s) having jurisdiction over defendants;

vi. the Named Insured's preference for litigation counsel;

vii. abudget projection for LITIGTION EXPENSE...

viii. a statement of any other relevant facts...confirmation that USPTO maintenance fees
have been or will be paid; and

iX. a photostatic copy of the completed prosecution file maintained by USPTO or by the
library of Congress...
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Melvin Simensky and Eric C. Osterberg, The Insurance and Management of

Intellectual Property Risks, Cardozo Arts and Entertainment Law Journal, 1999, P.338-339.
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24
1995 8 177
1995 9 322-323
19 323
IPISC | In the event that INSURED INTELLECTUAL

PROPERTY and LITIGATION EXPENSE shall be the “pro rata’ share of attorneys fees,
costs, and disbursements...The “pro rata’ share shall be determined by multiplying the
fraction of INSURED INTELLECTUAL PROPERTY to the total Intellectual Property

involved in the lawsuit by the LITIGATION EXPENSE.
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(Invalidity)

Jason A. Reyes, Patent and Insurance: Who Will Pay for Infringement? Boston
University Journal of Science and Technology Law, May, 1995, P. 45.

IPISC I...LITIGATION EXPENSE shal mean: Reasonable and
customary attorney’s fees, costs, and disbursements, including, but not limited to, court costs,
costs of depositions, transcripts, and fees and expenses of expert witnesses.

Authorization to appeal is required to be obtained by Named Insured if the Named Insured
does not prevail in the AUTHORIZATION LITIGATION and wishes to appeal such
decision.

IPISC I. LITIGATION EXPENSE...... The cost of the defense of
INVALIDITY COUNTERCLAIMS against the Named Insured shall be included as
LITIGATION EXPENSE, but only to the extent that “those costs are a direct consequence
of an AUTHORIZED LITIGATION"......

EEnERAT 70 8 93.10
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(counterclaim) *

(prima facie evidence)™

32

(comparable)*

IPISC B. 2. LITIGATION EXPENSE incurred in “defending” any
INVALIDITY COUNTERCLAIMS arising out of AUTHORIZED LITIGATION......

Robert A. White et ., Patent Litigation: Procedure & Tactics, 1990, p. 3-26.
Robert A. White et al., Patent Litigation: Procedure & Tactics, 1990, p. 3-25.

Trico Products Corp. v. Delman Co., 199 F. Supp. 231, 132 U.S.PQ. 316 (S.D. lowa
1961) Robert A. White et al., Patent Litigation: Procedure & Tactics, 1990, p. 3-26.

Robert A. White et al., Patent Litigation: Procedure & Tactics, 1990, p. 3-25.
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® IPISC I. LITIGATION EXPENSE......The cost of the defense of

INVALIDITY COUNTERCLAIMS against the Named Insured shall be included as
LITIGATION EXPENSE, but only to the extent...... the INVALIDITY COUNTERCLAIM
is one wherein invalidation of one or more rights under the INSURED INTELLECTUAL
PROPERTY.

% IPISC B. 3. LITIGATION EXPENSE incurred in “defending’ any

Declaratory Judgment actions seeking to have an INSURED INTELLECTUAL PROPERTY
declared invalid, but only if one or more of the parties seeking invalidity can aso be charged
with INFRINGEMENT of the INSURED INTELLECTUAL PROPERTY sought to be
invalidated.

37 1999 1 63
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C.
(patent interference)
B.
1934 (Federal Declaratory Judgments Act of
1934) (actuad
controversy)
(commence)
(reasonable
apprehension) (actually prepared)

38

(injunction)®

B H r<t, the defendant must have engaged in conduct giving rise to a reasonable apprehension

on plaintiff’s part that it will face an infringement suit or the threat of one if it commences
or continues the activity in question; second, the plaintiff must have actually produced the
accused device or have actually prepared to product it. See Jervis B. Webb Co. v. Southern
Systems, Inc., 742 F.2d 1388, 1398-99, 222 U.S.PQ. 943, 949, Robert A. White et
al., Patent Litigation: Procedure & Tactics, 1990, p. 1-40.8.

39
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(staple article)

41

42

IPISC 1.25

Technical Tape Corp. v. Minnesota Mining & Mfg. Co., 200 F.2d 876, 95 U.S.PQ. 406 (2d

Cir. 1952) Robert A. White et ., Patent Litigation: Procedure & Tactics, 1990, p.

1-41.

Wallance & Tiernan Inc. v. General Elec. Co., 291 F. Supp. 217, 160 U.S.PQ. 663 (S.D.N.Y.

1968) Raobert A. White et al., Patent Litigation: Procedure & Tactics, 1990, p. 1-41.
IPISC B. 3. LITIGATION EXPENSE incurred in defending any

Declaratory Judgment actions...... only if one or more of the parties seeking invalidity can
also be charged with INFRINGEMENT of the INSURED INTELLECTUAL PROPERTY
sought to be invalidated.
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a D. Economic Benefit

1. In the event that any AUTHORIZED LITIGATION results in the Named Insured
receiving an ECONOMIC BENEFIT, such recovery shall be shared between the Company
and the Named Insured pro rata in proportion to their respective contributions to
LITIGATION EXPENSE.

a. If thereis amonetary settlement or an award of money damages, then thereis ECNOMIC
BENEFIT and a pro rata sharing of those monies shall occur with the Company being
limited to receiving an amount not greater than 1.25 times the amount it has contributed to
LITIGATION EXPENSE.

D. Economic Benefit
1. b. If there is an injunction, court order, or settlement agreement prohibiting the accused
infringer from continuing to INFRINGE or a settlement including cross-licensing, then there
is ECNOMIC BENEFIT. Since the amount of such benefit is difficult or impossible to
ascertain, the ECNOMIC BENEFIT shall be presumed to be 1.25 times the amount
expended by the Company in LITIGATION EXPENSE.
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2001 8 99-100

47

48 CJA Consultants Ltd, Study for the European Commission on Patent Litigation Insurance,
http://europa.eu.int/comm/interna_market/en/indprop/patent/docs/patent-liti gation-insuranc

e_en.pdf, October 2002, P.8.
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1. Robert A. White et al., Patent Litigation: Procedure & Tactics,
1990.

2. David A. Gauntlett, Insurance coverage of intellectual property

assets, 2002, Appendix D.

3. Melvin Smensky and Eric C. Osterberg, The Insurance and
Management of Intellectual Property Risks, Cardozo Arts and
Entertainment Law Journal, 1999.

4. Jason A. Reyes, Patent and Insurancee Who Will Pay for
Infringement? Boston University Journal of Science and
Technology Law, May, 1995.

5. CJA Consultants Ltd, Study for the European Commission on
Patent Litigation Insurance,
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http://europa.eu.int/comm/internal_market/en/indprop/patent/docs
/patent-litigation-insurance_en.pdf, October 2002.

6. 1995 8
1. 1995 9
8.

2001 8 99-100
0. (IP Insurance) ( )-

2002 11 44

10.

1999 1 63
11. 2004 1 6 1
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