BEMAKFIEEMNERZIEMUBE(L) SA SR -
o JZ_E ’Q‘*Eii?

-
I 1T 1 B NN .-

()

1998 1999
12 22 2001 1 6

1.1

94.9.7

SRR EERCE I 00 0



B eI ARG E R XA I CE (L)

90
1.2
109 2
1.3
7
! 34 10
2 1949 Registered Designs Act 1949 “as

amended by the Copyright, Designs and Patents Act 1988” 4

Design Law Article 7 (Similar Design) (1) The owner of adesign right or an applicant for
design registration is entitled to obtain design registration which is similar only to his
registered design or design for which an application for registration has been filed as a
similar design. (2) Paragraph (1) shall not apply where a design that is similar only to a
similar design registered or applied for registration under paragraph (1).
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Registered Designs Act 1949 (as amended by the Copyright, Designs and Patents Act
1988) Section 4 Registration of same design in respect of other articles, etc. (1)Where the
registered proprietor of a design registered in respect of any article makes an application —
(a) for registration in respect of one or more other articles, of the registered design, or

(b) for registration in respect of the same or one more other articles of a design consisting of
the registered design with modifications or variations not sufficient to alter the character or
substantially to affect the identity thereof,

the application shall not be refused and the registration made on that application shall not be
invalidated by reason only of the previous registration or publication of the registered design.
Provided that the right in a design registered by virtue of this section shall not extend
beyond the end of the period, and any extended period, for which the right subsists in the
original registered design.
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a design under this Act gives the registered proprietor the exclusive right

[l

Registered Designs Art 1949 Section 7 Right given by registration ~ 7(1) The registration of
an article in

respect of which the design is registered and to which that design or a design not

substantialy different from it has been applied.
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35USC. 102

Manual of Patent Examination Procedure M PEP
1504.02 35 U.S.C. 102 “
average observer

32»

“ ” 35U.S.C.

% MPEP 1504.02 Novelty The standard for determining novelty under 35 U.S.C. 102

was set forth by the court in In re Bartlett, 300 F.2d 942, 133 USPQ 204 (CCPA 1962).
“The degree of difference [from the prior art] required to establish novelty occurs when the
average observer takes the new design for a different, and not a modified, already-existing
design.” 300 F.2d at 943, 133 USPQ at 205 (quoting Shoemaker, Patents For Designs, page
76).
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103(a) non-obviousness MPEP 1504.03 1. B.

35 U.S.C. 103(a)

de minimis inconsequential
33

MPEP 1504.03 II.

InreYardley, CCPA1974

33

similarity of appearance Inre Harvey,
Fed. Cir. 1993

an appearance substantially the same 3
MPEP 1504.03 11. A.

analogous art In re Glavas, CCPA 1956

MPEP 1504.03 |. B. Differences Between the Prior Art and the Claimed Design  All
differences between the claimed design and the closest prior art reference should be
identified in any rejection of the design claim under 35 U.S.C. 103(a). If any differences are
considered de minimis or inconsequential from a design viewpoint, the rejection should so
state.

MPEP 1504.03 II. PRIMA FACIE OBVIOUSNESS As a whole, a design must be
compared with something in existence, and not something brought into existence by
selecting and combining features from prior art references. The “something in
existence’ referredto InreRosen, (CCPA 1982) (the primary reference did “...not give
the same visua impression...” as the design claimed but had a “...different overall
appearance and aesthetic appeal...”.)  Specificaly, in the Yardley decision, it was stated
that “[t]he basic consideration in determining the patentability of designs over prior art is
similarity of appearance.” . Therefore, in order to support a holding of obviousness, a
basic reference must be more than a design concept; it must have an appearance
substantially the same as the claimed design. Inre Harvey,  (Fed. Cir. 1993).
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35

In re Glavas, CCPA 1956 ¢

35

36

37

38

MPEP 1504.01(a) I. A. ICON
image

37 U.S.C. 171¥ MPEP 1504.01(a) I. B.

37U.SC. 171

38

MPEP 1504.02 !

MPEP 1504.03 1I. A. 1. Analogous Art When a modification to a basic reference
involves a change in configuration, both the basic and secondary references must be from
analogous arts. In re Glavas, (CCPA 1956). Anaogous art can be more broadly
interpreted when applied to a claim that is directed to a design with a portion simulating a
well known or naturally occurring object or person.

MPEP 1504.03 Il. A. 2. Non-analogous Art  When modifying the surface of a basic
reference so as to provide it with an attractive appearance, it is immaterial whether the
secondary reference is analogous art, since the modification does not involve a change in
configuration or structure and would not have destroyed the characteristics (appearance and
function) of the basic reference. Inre Glavas, (CCPA 1956).

MPEP 1504.01(a) I. A. Genera Principle Governing Compliance With the “Avrticle of
Manufacture” Requirement Computer-generated icons, such as full screen displays and
individual icons, are 2-dimensional images which alone are surface ornamentation.
Since a patentable design is inseparable from the object to which it is applied and cannot
exist alone merely as a scheme of surface ornamentation, a computer-generated icon must
be embodied in a computer screen, monitor, other display panel, or portion thereof, to
satisfy 35 U.S.C. 171.

MPEP 1504.01(a) I. B. Procedures for Evaluating Whether Design Patent Applications
Drawn to Computer-Generated Icons Comply With the “Article of Manufacture”
Requirement (B) If the drawing does not depict a computer generated icon embodied in a
computer screen, monitor, other display panel, or a portion thereof, in either solid or broken
lines, reject the claimed design under 35 U.S.C. 171 for failing to comply with the article of
manufacture regquirement.
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35U.S.C. 102

35 U.S.C. 103(a)

a person of ordinary skill in
39

de minimis

council regulation 5

(immaterial details)

39

MPEP 1504.02 Novelty The “average observer” test does not require that the claimed

design and the prior art be from analogous arts when evaluating novelty. In re Glavas,
(CCPA 1956). Insofar as the “average observer” under 35 U.S.C. 102 is not charged with
knowledge of any art, the issue of analogousness of prior art need not be raised. This
distinguishes 35 U.S.C. 102 from 35 U.S.C. 103(a) which requires determination of whether
the claimed design would have been obvious to “a person of ordinary skill in the art.”
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6 1
informed user overall impression
2.
the degree of freedom *
10 1
2.
10

WTO/TRIPs 26 1
43 6

COUNCIL REGULATION (EC) No 6/2002 Article 5 Novelty 1. A design shal be
considered to be new if no identical design has been made available to the public: (a) in the
case of an unregistered Community design, before the date on which the design for which
protection is claimed has first been made available to the public; (b) in the case of a
registered Community design, before the date of filing of the application for registration of
the design for which protection is claimed, or, if priority is claimed, the date of priority.2.
Designs shall be deemed to beidentical if their features differ only in immaterial details.

COUNCIL REGULATION (EC) No 6/2002 Article 6 Individual character 1. A design shall
be considered to have individua character if the overall impression it produces on the
informed user differs from the overall impression produced on such a user by any design
which has been made available to the public: (8) in the case of an unregistered Community
design, before the date on which the design for which protection is claimed has first been
made available to the public; (b) in the case of a registered Community design, before the
date of filing the application for registration or, if apriority is claimed, the date of priority. 2.
In assessing individual character, the degree of freedom of the designer in developing the
design shall be taken into consideration.

COUNCIL REGULATION (EC) No 6/2002 Article 10 Scope of protection 1. The scope of
the protection conferred by a Community design shall include any design which does not
produce on the informed user a different overall impression. 2. In assessing the scope of
protection, the degree of freedom of the designer in developing his design shall be taken into
consideration.

Agreement on Trade-related Aspects of Intellectual Property Rights Article 26 1. The
owner of a protected industrial design shall have the right  which is a copy, or
substantially a copy, of the protected design, when such acts are undertaken for commercial
purposes.
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COUNCIL REGULATION (EC) No 6/2002 Article 36 Conditions with which applications
must comply 6. The information contained in the elements mentioned in paragraph 2 and in
paragraph 3(a) and (d) shall not affect the scope of protection of the design as such.
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WTO/ TRIPs
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substantially a copy

45

42.1
35USC. 154 (3)
D)
46 35
UuscC 144

4 Agreement on Trade-related Aspects of Intellectual Property Rights Article 26 1. The

owner of a protected industrial design shall have the right to prevent third parties not having
the owner’s consent from making, selling or importing articles bearing or embodying a
design which is a copy, or substantially a copy, of the protected design, when such acts are
undertaken for commercial purposes.

4 35 U.S.C. 154 Contents and term of patent; provisional rights. (@) IN GENERAL.— (1)

CONTENTS.—Every patent shall contain a short title of the invention and a grant to the
patentee, his heirs or assigns, of the right to exclude others from making, using, offering for
sale, or selling the invention throughout the United States or importing the invention into the
United States, and, if the invention is a process, of the right to exclude others from using,
offering for sale or selling throughout the United States, or importing into the United States,
products made by that process, referring to the specification for the particul ars thereof.
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4. 2.1.1 Gor ham

1872 Gorham Co. v. White*’

substantially the
same

Graver Tank
dight difference
no substantial difference

48

purchaser in the
marketplace

4. 2.1.2 Litton

1984  Litton System, Inc. v. Whirlpool
Corp. *® point of novelty

47" Gorham Co. v. White, 81 U.S. (14 Wall.) 511 (1872)

8 Gorham Co. v. White, 81 U.S. (14 wWall.) 511 (1872) (“If in the eye of an ordinary observer

giving such attention as a purchaser usually gives, two designs are substantially the same, if
the resemblance is such as to deceive such an observer, inducing him to purchase one
supposing it to be the other, the first one patented is infringed by the other.”)

4 Litton System, Inc. v. Whirlpool Corp., 728 F2d 1423, 1444, 221 USPQ97, 109 (Fed. Cir.

1984) (“ Similarity of overall appearanceis an insufficient basis for afinding of infringement,
unless the similarity embraces the point of novelty of the patented design. While it is the
design as a whole that is patented, Gorham v. White, the distinction from prior designs
informs the court’ s understanding of the patent.”)
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Gorham
“deceive” “inducing” “supposing it to be the other”
mislead Litton Gorham
Gorham v. White, the distinction from prior designs
Litton
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51 52

2003.10.27-29 21 1

Oddzon Product. Inc., v. Just Toy, Inc122 F.3d 1396 43 U.S.P.Q.2D (BNA) 1641 (Fed. Cir.
1997) (“The comparison step of the infringement analysis that fact-finder to determine
whether the patent design as a whole is substantialy similar in appearance to the accused
design.”)

L.A. Gear, Inc. v. Thom McAn Shoe Co., 988 F.2d 1117, 1125 25USPQ2d 1913,1918 ( Fed.
Cir 1993) (“The accused design must also contains substantially the same point of novelty
that distinguished the patented design from the prior art.”)

L.A. Gear, Inc. v. Thom McAn Shoe Co., 988 F.2d 1117, 1125 25USPQ2d 1913,1918 ( Fed.
Cir 1993) (“Infringement of a design requires that the designs have the same general visual
appearance, such that it is likely that the purchaser would be deceived into confusing the
design of the accused article with the patented design.”)

2003.10.27-29 24 1
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