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Z Rpe s A duty of candor and good faith toward the Patent and Trademark Office rests on

the inventor, on each attorney or agent who prepares or prosecutes the application and who
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obligation to assign the application.  All such individuals have a duty to disclose to the
Office information they are aware of which is material to the examination of the
application.” -
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“Under this section, information is material to patentability when it is not cumulative to
information already of record or being made of record in the application, and

(2) It establishes, by itself or in combination with other information, a primafacie case
of unpatentability of aclaim; or

(2) It refutes, or isinconsistent with, a position the applicant takesin:

(i) Opposing an argument of unpatentability relied on by the Office, or

(i) Asserting an argument of patentability.”

3 Regents of the Univ. of Cal. v. Eli Lilly and Co., 119 F.3d 1559, 1574-75 (Fed. Cir. 1997).
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Peter D. Rosenberg et al. » Patent Law Fundamentals - 2™ Edition - West Group (2003) » %
825 % 857 -3 p Kimberly-Clark Corp. v. Johnson & Johnson, 745 F.2d 1437,1453 (Fed.
Cir. 1984) ; Jennmar Corp. v. Pattin Mfg. Co., Div. of Eastern Co., 20 U.S.PQ.2d (BNA)
1721,1762 (S.D. Ohio 1991) % * -

® Bristol-Myers Squibb Co. v. Rhone-Poulenc Rorer, Inc., 326 F.3d 1226 ( Fed. Cir. 2003) -
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4 Alex Chartove, Failure to Disclose the Rejection of Substantially Similar Claimsin a

Co-Pending Application May Render a Patent Unenforceable,
http://www.mofo.com/tool §/print.asp?/mofo_dev/news/updates/files/updatel115.html
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6" David Hricik, Wrong about Everything: The Application By the District Courts of Rule
9(B) to Inequitable Conduct, 86 MARQLR 895, 897 (2003).

47 747 F.2d 1553 (Fed. Cir.1984) -

8 J.P. Sevens Co., Inc. v. Lex Tex Ltd., Inc., 747 F.2d 1553, 1559 (Fed. Cir.1984) » & <
%t "Conduct before the PTO that may render a patent unenforceable is broader than
"common law fraud". Norton v. Curtiss, 433 F.2d at 793, 167 U.S.P.Q. at 543-44. It includes
failure to disclose material information, or submission of false material information, with an
intent to mislead. Because the "fraud" label can be confused with other forms of conduct,
this opinion avoids that label and uses "inequitable conduct" as a more accurate description
of the proscribed activity, it being understood that the term encompasses affirmative acts of
commission, e.g., submission of false information, as well as omission, e.g., failure to
disclose material information.” - ¥ 7= ¥ 2. 3* Donald S. Chisum et a. » Principles of Patent
Law » 2" Edition - Foundation Press (2001) » % 1050 f -

“ B+ % :”Onceacourt concludes that inequitable conduct occurred, al the claims-- not just

the particular claimsin which the inequitable conduct is directly connected-- are
unenforceable. “ -
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