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(abandon the mark) (1) 3 (resume)
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(involuntary)

1
5 @
7
( )
* Franklin Pierce Law Center MIPjoint JD
! (15 U.SC) (
LANHAM ACT) (cases) (Gross License)
( common law)
? (D) ( ) 2
(
)
: ( )
trademark owner ( )

licensor( )
15U.S.C. §1127 [LAMHAM ACT §45]
15U.S.C. 81127 [LAMHAM ACT §45]
15U.S.C. §1115(b)(2).
15U.S.C. §81064.
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8

9(gross license) (licensee)

(Licensee Estoppel)

(equity)
(ownership)
(validity)

Y(third party)
2(sub-licensee)

10

11

12

naked license uncontrolled license
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Dawn Donut * Dawn Donut Dawn
Dawn Donut Hart’'s Food Stores
(mix)
Dawn Donut
(control in fact)
( )
Dawn
Donut “(clearly erroneous)
Dawn Donut
15
Barcamerica °
DaVinci

Dawn Donut Co. v. Hart's Food Stores, Inc 267 F2d 358 (1959, CA2 NY.)
14

15 Clark Clark Down Donut

Id. at 368.
Barcamerica Intern. USA Trust v. Tyfield Importers, Inc. 289 F3d.589
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McCarthy on Trademarks and Unfair
Competition McCarthy

17

18

19

(stringent)

Y McCarthy, 8 18:55, at 18-94.

8 1d. at 18-95.

19 United States Jaycees v Philadelphia Jaycees (CA3 Pa, 1981) 639 F2d 134, 209 USPQ
457; American Foods, Inc. v Golden Flake, Inc. (CA5 Ala, 1963) 312 F2d 619, 136
USPQ 286; Kentucky Fried Chicken Corp. v Diversified Packaging Corp. (CA5 Fla,
1977) 549 F2d 368, 193 USPQ 649; Morgan Creek Productions, Inc. v Capital
CitiesABC, Inc. (CD Cal, 1991) 22 USPQ2d 1881; Engineered Mechanical Services,
Inc. v Applied Mechanical Technology, Inc. (MD La, 1984) 584 F Supp 1149, 223
USPQ 324.
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20

(separate) 2
22
(goodwill)
Heartland 2
Heartland
Heartland
Heartland

# (substantially similar) Main Street Outfitters %

26

20

21

22

23

24

25

26

Comment (c) Restatement Third, Unfair Competition §33.

(2™ Cir.)
Clark & Freeman Corp. v. Heartland Co. Ltd 811 F. Supp 137 S.D.N.Y.,1993.
(Goodwill)

Main Street Outfitters v. Federated Dep't Stores 730 F.Supp. 289 (D.Minn.1989)

E.l. Du Pont De Nemours & Co. v. Celanese Corp. of America 167 F.2d 484 Cust. &
Pat.App. 1948.
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27

General Motors

®(related companies)

30

27

28

29

30

Penta Hotels, Ltd. V. Penta Tours. 9 USPQ2d 1081 (DC Conn 1988); Dawn Donut Co. v.
hart’s Food Stores, Inc. National lampoon, Inc. v. American broadcasting Cos. 376 F Supp
733 (SD NY 1974)

General Motors Corp. v. Gibson Chemical & Oil Corp. 786 F.2d 105 C.A.2 (N.Y.),1986.
15U.S.C. 1127,

15U.S.C. § 1055.
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Sterling Drug ~ *
32
Heaton %
34
Transgo *
90%

Syntex ¥ Syntex  Reid-Provident Laboratories
Vagitrol (assignment)  Syntex

Reid-Provident Laboratories, Inc. Syntex
Reid-Provident Laboratories FDA

31

32

33

35

36

Sterling Drug, Inc. v Lincoln Laboratories, Inc. 322 F2d 968, 139 USPQ 31(CA7 IlI,
1963.)

43

Heaton Distributing Co. v Union Tank Car Co. 387 F2d 477, 156 USPQ 299 (CAS,
1967)

2-4
Transgo, Inc. v Ajac Transmission Parts Corp.768 F2d 1001 (CA9 Cal, 1985)
Syntex Laboratories, Inc. v. Norwich Pharmaca Co. 315 F.Supp. 45 (D.C.N.Y. 1970)
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(Food Drug Administration) Syntex Norwich
Pharmacal Co. Norwich Pharmacal Co. Syntex
Reid-Provident Laboratories, Inc.
Reid-Provident Laboratories

FDA Syntex
37
(integrity) Embedded
38 Embedded
Embedded
Embedded (sub-license)  International
International Embedded Embedded International
International Embedded
Embedded
Embedded Embedded
Embedded Embedded
Embedded

37

% Embedded Moments, Inc. v. International Silver Co. 648 F Supp 187 (ED NY 1986).



Embedded

39

Transgo

40

Stockpot
Appeal Board)

name))

Arner

Jeyes

90

Finesman

Barcamerica

23

(A

10
(The Trademark Trial and
(trade
2
Finesman
Finesman

40 Stockpot, Inc. v Stock Pot Restaurant, Inc. 220 USPQ 52 (TMT App Bd, 1983)

11
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Arner v. Sharper Image Corp1995 WL 873730 (C.D.Cal.,1995.).
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3 Claak * Clark Yocum
PIED PIPERS * Warren Covington PIED
PIPERS Clark Yocum Warren Covington
Clark Yocum
Clark Yocum
0 Moore*’ Moore
Compurite Moore

Compurite

(consent to use)

3 comment (c) Restatement Third, Unfair Competition §33.

Clark Yocum v. Warren Covington 1982 TTAB LEXIS 21; 216 U.S.PQ. (BNA) 210

% Clark Yocum 2

4 Comment (b) Restatement Third, Unfair Competition §33.

4" Moore Business Forms, Inc. v. Ryu 960 F2d 486 (CA5 Tex 1992).
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48

Sheilas * Sheila's Shine Products (SS California)

1955 Sheila's Shine
Inc. (SS Florida) SS Forida 1955
1955-1966
SS Forida SS Cdlifornia
3 SS Cdlifornia SSFlorida
0 SS Cdlifornia SS
Florida
(phase out)
Exxon °' Exxon Exxon
(dilution) Exxon Exxon
Exxon Exxon

Exxon
52

48

49" gneilas Shine Products, Inc. v. Sheila Shine, Inc. 486 F.2d 114 (C.A.5, 1973)

SS Florida SS California

L Exxon Corp. v. Oxxford Clathes, Inc. 109 F.3d 1070 (5th Cir. Apr. 10, 1997.)

52 Exxon

Exxon Exxon
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Exxon

(likelihood of confusion)

Exxon
53

(compensate)

2-3 Barcamerica

42

93.

03

Exxon
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(A

American Law Institute, Restatement Unfair Competition (third
edition, 1993)

Jane C. Ginsburg, et. a., Trademark and Unfair Competition Law
(third edition, 2001)

Edward K. Esping, J.D. Granting of “Naked” or Unsupervised
license to Third Party as Abandonment of Trademark, 118 A.L.R.

Fed. 211 (1994)

Barry Kramer and Alen D. Brufsky Trademark Law Practice Forms
(2003)

Stuart S. Beraha et. al., Fhase Out Agreements are not Naked
Licenses 9 NO.6J. Proprietary Rts.28 (June 1997)
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