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(A

(patentability) (nonobviousness)
(motivation) (suggestion) (teaching)
(Secondary Considerations) Graham (Graham factors)
(person having ordinary skill intheart PHOSITA)

35USC8§103

(statutory subject matter) (disclosure)
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(novelty) (utility) (nonobviousness)?

(absolute requirement)
(relative requirement)

> (final gatekeeper of the
patent system)® (ultimate
7

condition of patentability)
(significant difference)

nonobviousness obvious

conspicuous  remarkable
( (distinguishability)
)

nonobviousness
(anticipate)
Donald S. Chisum et al., Principles of Patent Law, p.514, Foundation Press (2™ ed. 2001).
> ld.
Robert Patrick Merges, Patent Law and Policy, p.479, Matthew Bender (2™ ed. 1997).

John F. Witherspoon (editor), Nonobviousness—The Ultimate Condition of Patentability :
Papers Compiled in Commemoration of the Slver Anniversary of 35 USC 103, BNA
Books (1980).

UN12EEHNEEATISAH @A



EITRBENE L2 IR S AEESF

35USC8103
Giles S. Rich
° Rich

10

11

Chisum, supra note 4, at 515.

Giles S. Rich, Principles of Patentability, in Nonobviousness, supra note 7, at 2:1.

10 g, ("Progress is most effectively promoted by protecting those who enrich the art as well as

those who improve it. Even though their inventions are not as good as what aready exists,
such inventors are not being rewarded for standing still or for retrogressing, but for having
invented something. The system is not concerned with the individual inventor’s progress but
only with what is happening to technology.”)

11 ( )
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1851
Hotchkiss v. Greenwood®
(case law) 1952
(codify) (35USC§103)"
35USC8103(a) 1984 (© 1995 (b)
1999 (© Hotchkiss
(skill and ingenuity)
35USC8103 @ (b
(©) (@ (b)
(biotechnol ogy) @ (©
(b)(c)
(@

12 52 U.S. 248 (1850).
3 Grahamv. John Deere Co., 383 U.S. 1, 3-4 (1966).
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14

15

16

17
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(too simple) (too easy)

15

16

( ) (USPTO)
§103(a)

(presumption)
PTO

17

" A patent may not be obtained though the invention is not identically disclosed or
described as set forth in section 102 of thistitle, if the differences between the subject matter
sought to be patented and the prior art are such that the subject matter as a whole would
have been obvious at the time the invention was made to a person having ordinary skill in
the art to which said subject matter pertains. Patentability shall not be negatived by the
manner in which the invention was made.”

Peter S. Canelias, Patent Practice Handbook, p.6-3, Aspen Law & Business (2002).
Id.

PTO
(PTO (Scientific Library))

1952 §103
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(generate a solution) (understand a solution)
18
19
(hindsight)®
( )
PTO
(CAFC)

21

18 peter S. Canelias, Patent Practice Handbook, p.6-3, Aspen Law & Business (2002).

¥ 4.
0 g,

Herbert F. Schwartz, Patent Law and Practice, p.80, BNA Books (4" ed. 2003). See also
Kahn v. General Motors Corp., 135 F.3d 1472, 1479 (Fed.Cir. 1998), cert. denied, 525 U.S.
875 (1998).

21
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=
7

—Graham

(question of law)?

PTO 8102
8103
23
1966 Grahamv.
John Deere Co. Graham
24
1.
2.
3.
4.
8102 8103
(qualification)
8102
§103 (prior art)
@
8102 PTO

2 Canelias, supra note 18., at 6-4 ; Herbert F. Schwartz, supra note 21, at 79 ; see also

Graham v. John Deere Co., 383 U.S. 1, 17 (1966).

3 Grahamv. John Deere Co., 383 U.S. 1, 17 (1966).

% Peter S. Canelias, Patent Practice Handbook, p.6-4, Aspen Law & Business (2002).
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(MPEP) §102
8103 8102
§103 2 §102 (a)(e)(9) (b)(c)(d)
(statutory bars) % §
102(a)(e)(9) §103 z

1
2.
3.
4,

8102 8103

8102(b) (f) %
(analogous) *®
(pertinent)
%0 CAFC

% MPEP§2141.01 ; Ex parte Andersen, 212 USPQ 100, 102 (Bd. Pat. App. & Inter. 1981).

2 (first inventor)

(timely filing a
patent application)
(barring to obtain a patent) (loss of right
to patent)

2" Herbert F. Schwartz, Patent Law and Practice, p.82, BNA Books (4" ed. 2003).

% In re Kadow, 707 F.2d 1366 (Fed.Cir. 1983) Riverwood International Corp. v. RA.
Jones & Co., Inc., 324 F.3d 1346 (Fed.Cir. 2003) §102(b) 8103
Oddzon Products., Inc. v. Just Toys, Inc., 122 F.3d 1396 (Fed.Cir. 1997)
§102(f) §103

Peter S. Canelias, Patent Practice Handbook, p.6-5, Aspen Law & Business (2002).
Jurgens v. McKasy, 927 F.2d 1552, 1559 (Fed.Cir 1991).

29

30
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=
7

(1) (field

of the inventor’s endeavor) (2)

31

32

33

35

36

37

38

(reasonably pertinent)®

32

s (nonanal ogous)

8103 §102

35

(anticipate)
36

(teaching)
(teaching forward) (teaching away)

37

(asawhole)

38

In re Deminski, 796 F.2d 436, 442 (Fed.Cir. 1986).

King Instrument Corp. v. Otari Corp., 767 F.2d 853, 858 (Fed.Cir. 1987).

In re Gorman, 933 F.2d 982, 987 (Fed.Cir. 1991).

Peter S. Canelias, Patent Practice Handbook, p.6-5, Aspen Law & Business (2002).
Id.

Id.

Dow Chemical Co. v. American Cyanamid Co., 816 F.2d 617, 622 (Fed.Cir. 1987).
Inre Gurley, 27 F.3d 551, 553 (Fed.Cir. 1994).
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39

41

(hypothetical person)

39

40

41

42

43

42

1952
(legal fiction) s
(case law)
1952
35USC8103 1953 1 1

Jones v. Hardy, 727 F.2d 1524, 1528 (Fed.Cir. 1984).

Ruiz v. A.B. Chance Co., 234 F.3d 654, 666-67 (Fed.Cir. 2000) ; Sewart-Warner Corp. V.
City of Pontiac, 767 F.2d 1563, 1570 (Fed.Cir. 1994) ; Kloster Speedsteel AB v. Crucible,
Inc., 793 F.2d 1565, 1576-74 (Fed.Cir. 1986) ; modified in part , 231 USPQ 160 (Fed.Cir.
1986), cert. denied, 479 U.S. 1034 (1987).

Okajima v. Bourdeau, 261 F.3d 1350, 1354-55 (Fed.Cir. 2001), cert. denied, 534 U.S. 1128
(2002) ; Amazon.comv. Barnesandnoble.com, Inc., 239 F.3d 1343, 1364 (Fed.Cir. 2001).

Sandard Oil Co. v. American Cyanamid Co., 774 F.2d 448, 454 (Fed.Cir. 1985).
Kimberly-Clark Corp. v. Johnson & Johnson Co., 745 F.2d 1437, 1454 (Fed.Cir. 1984).
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=
7

45

46

a7

“  CAFC
5 §103(a)
(ordinary skill) (
(extra-ordinary skill))* CAFC

1. ( the educational level of the inventor)
2. (type of problems encountered
in the art)
3. ( prior art solutions to those
problems)
4. (rapidity with which innovations are made)
5. (sophistication of the technology)
6. (educational level of active
workersin thefield) '
( )
PTO
PTO
PTO
PTO (Office Action OA)

Id. (“Since that date, there has been no need to presume that the inventor knows anything
about the prior art.”)

Id. (“We hereby declare the presumption that the inventor has knowledge of all materia
prior art to be dead.”)

Donald S. Chisum et al., Principles of Patent Law, p.598, Foundation Press (2™ ed. 2001).
Environmental Designs, Ltd. v. Union Qil Co., 713 F.2d 693, 696 (Fed.Cir. 1983).
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( )
OA PTO
48
()
8103(a) PTO
PTO
(BPAI)
(Secondary Considerations)®
%0 (commercial
success of the invention) (satisfication of a long-felt
need) (failure of othersto find a solution to
the problem) (copying of the invention by others)
48 ( ) A B
AB (“It would have been obvious to one of
ordinary skill in the art, having the disclose of A and B.”)
A X X (“X would be obvious from the
teaching of A”)

9" Grahamv. John Deere Co., 383 U.S. 1, 17-18 (1966).

Id., at 36.
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.

g, S
-

= s
] A iR
(unexpected results) (expression of

disbelief by experts)

> (secondary)
PTO 2

53

(neutral factor)>

(nexus) ( )

56

57

58

L peter S. Canelias, Patent Practice Handbook, p.6-11, Aspen Law & Business (2002).

%2 §103(a)
% Ryko Mfg. Co. v. Nu-Sar, Inc., 950 F.2d 714, 719 (Fed.Cir. 1991).

% e e.g., In re GPAC, Inc., 57 F.3d 1573 (Fed.Cir. 1995) ; Ryko Mfg. Co. v. Nu-Sar, Inc.,
950 F2d 714 (Fed.Cir. 1991) ; Newell Cos, Inc. v. Kenney Mfg. Co., 864 F2d
757(Fed.Cir.1988) ; Metronic, Inc. v. Intermedics, Inc., 799 F.2d 734 (Fed.Cir. 1986).

> Metronic, Inc. v. Intermedics, Inc., 799 F.2d 734, 739 (Fed.Cir. 1986).

*® Inre Huang, 100 F.3d 135, 140 (Fed.Cir. 1996) ; Pentec, Inc. v. Graphic Controls Corp.,
776 F.2d 309 (Fed.Cir. 1985).

57 Canelias, supra note 51, at 6-12.

%8 |nreVanco Mach. & Tool, Inc., 752 F.2d 1564 (Fed.Cir. 1984).,

(LD EEEEE AT 84 H 94.12



ETEBERE L2 IR Z A ES

E.ﬁi;_ﬁ ‘““EEEE

rmn
A

NEEEEEE L L L L L &

59

60

97
99.5
61
(modification) (combination)
(hindsight
construction)®
(motivation) (suggestion) (teaching)
8 CAFC

59

60

61

62

63

64

MPEPS§716.04. (“an art recognized problem existed in the art for a long period of time
without solution.”)

Herbert F. Schwartz, Patent Law and Practice, p.85, BNA Books (4™ ed. 2003).
Environmental Designs, Ltd. v. Union Qil Co. of California, 713 F.2d 693 (Fed.Cir. 1983).
Schwartz, supra note 60, p.88, BNA Books (4" ed. 2003).

Beckson Marine, Inc. v. NFM, Inc., 292 F.3d 718, 727-28 (Fed.Cir. 2002) ; McGinley v.
Franklin Sports, Inc., 262 F.3d 1339, 1351(Fed.Cir. 2001) ; Karsten Mfg. Corp. V.
Cleveland Golf Co., 242 F.3d 1376, 1385 (Fed.Cir. 2001).

In re Dembiczak, 175 F.3d 994, 999 (Fed.Cir. 1999) (“Our case law makes clear that the
best defense against the subtle but powerful attraction of a hindsight-based obviousness
analysis is rigorous application of the requirement for a showing of the teaching or
motivation to combine prior art references.”)

94.12 EEBE# AT 84 1A

141



142

EITRBENE L2 IR S AEESF

65
66 § 103 67
PTO 8103

68

69 70 71

” CAFC

73

CAFC

65

66

67

68

69

70

71

72

73

Id. (“Combining prior art references without evidence of such a suggestion, teaching, or
motivation simply takes the inventor's disclosure as a blueprint for piecing together the prior
art to defeat patentability--the essence of hindsight.”)

Seeeg., Inre Shaffer, 229 F.2d 476 (CCPA 1956) ; In re Andre, 341 F.2d 304 (CCPA 1965) ;
In re Regal, 526 F.2d 1399 (CCPA 1975).

See In re Huntzicker, 90 F.2d 366 (CCPA 1937) ; In re Goepfrich, 136 F.2d 918 (CCPA
1943). 8103 1952

See e.g., Sandt Technology, Ltd. v. Resco Metal and Plastics Corp., 264 F.3d 1344 (Fed.Cir.
2001).

Winner International Royalty Corp. v. Ching-Rong Wang, 202 F.3d 1340, 1349 (Fed.Cir.
2000), cert. denied, 530 U.S. 1238 (2000) ; Gambro Lundia AB v. Baxter Healthcare Corp.,
110 F.3d 1573, 1579 (Fed.Cir. 1997).

See In re Lee, 277 F.3d 1338, 1343 (Fed.Cir. 2002) ; In re O'Farrell, 853 F.2d 894, 902
(Fed.Cir. 1988).

See McGinley v. Franklin Sports, Inc., 262 F.3d 1339, 1351 (Fed.Cir. 2001).

Novo Nordisk A/S v. Becton Dickinson and Co., 304 F.3d 1216, 1219 (Fed.Cir. 2002) ;
Teleflex, Inc. v. Ficosa North America Corp., Inc., 299 F.3d 1313, 1333 (Fed.Cir. 2002) ;
Pro-Mold & Tool Co. v. Great Lakes Plastics, Inc., 75 F.3d 1568, 1573 (Fed.Cir. 1996), .

See In re Lee, 277 F.3d 1338, 1344 (Fed. Cir. 2000) (holding that “’specific hint or
suggestion in a particular reference’ to support the combination” of references was
necessary to avoid legal error in a finding of obviousness); see also In re Thrift, 298 F.3d
1357, 1364 (Fed. Cir. 2002).
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CAFC 1)
(2) 74
75
§103(a)
35USC8103(a)
(accident)
(mistake) (very easily or quickly) e
7
(Teflon) 1938
(tetrafluoroethylene TFE) (polymerize)
Roy Plunkett(
) TFE
8 (antibiotic)
1928 (Alexander

Flemming)

In re Sernaker, 702 F.2d 989, 994 (Fed.Cir. 1983) (“(a) whether a combination of the
teachings of all or any of the references would have suggested (expressly or by implication)
the possibility of achieving further improve-ment by combining such teachings along the
line of the invention in suit, and (b) whether the claimed invention achieved more than a
combination which any or all of the prior art references suggested, expressly or by
reason-able implication.”)

> Joshua McGuire, Nonobviousness: Limitations on Evidentiary Support, 18 Berkeley Tech.

L.J. 175, 175 (2003).

e Seeeg., Siley, Inc. v. Bentley Lab., Inc., 794 F.2d 1561 (Fed.Cir. 1986).

" Peter S. Canelias, Patent Practice Handbook, p.6-25, Aspen Law & Business (2002).

8 Robert Friedel, The Accidental Inventor, Discover Magazine, Oct. 1996, at 58-69.
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(A

(David Merlin Pryce)

Penicillium notatum( )
Penicillin( )
1945 (Howard Florey)
(Ernst Chain)

1945 ”

(enabling)
35USC8112

§112 §103(a)

& 275-277 (2004)

UV ELEEE AT 84 H 94.12



ETEBERE L2 IR Z A ES

80

81

82

§102(e)®
§102(e)

1971

E.ﬁi;_ﬁ @s*iii?
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§102(¢) §103

Blonder

MPEP
§103
(
§102(€)/8103
83
§102(¢)/§103
84

(doctrine of mutuality of estoppel)

§102(¢)

See eg., MPEP82141.01 ; Ex parte Andersen, 212 USPQ 100, 102 (Bd. Pat. App. & Inter.

1981) ; In re Bartfeld, 925 F.2d 1450 (Fed.Cir. 1991).
35USC8§122(a).

Blonder-Tongue Laboratories, Inc. v. University of Illinois Foundation, 402 U.S. 313

(1971)

23

Blonder-Tongue

Winegard

Blonder-Tongue

(affirm)

(lowa)

(Mlinois)

Blonder-Tongue

(overrule)
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ﬁ

(A

Donald S. Chisum et al., “Principles of Patent Law”, Foundation
Press (2" ed. 2001).

Donald S. Chisum, “Chisum on Patents’, Matthew Bender (1978-).
Donald S. Chisum, “Patent Law Digest”, LexisNexis (2003).

Herbert F. Schwartz, “Patent Law and Practice”, BNA Books (4™ ed.
2003).

Kimberly A. Moore, “Patent Litigation and Strategy”, West Group
(2" ed. 2003).

Peter S. Canelias, “Patent Practice Handbook”, Aspen Law &
Business (2002).

John F. Witherspoon (editor), “Nonobviousness—The Ultimate
Condition of Patentability : Papers Compiled in Commemoration of
the Silver Anniversary of 35 USC 103", BNA Books (1980).

Joshua McGuire, “Nonobviousness. Limitations on Evidentiary
Support”, 18 Berkeley Tech. L.J. 175, Berkeley Technology Law
Journal (2003).

Robert Patrick Merges, “Patent Law and Policy”, Matthew Bender
(2" ed. 1997).

(2003)
(2004)
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