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Remedies in American Trademark Law

Keywords: American trademark law, remedies, injunctions (injunctive
relief), monetary remedies, damages, trademark counterfeiting

(Lanham Act) (remedies)
(costs)

(cumulative)
(monetary remedies)

(injunctive relief)

! Schechter & Thomas, Intellectual Property: The Law of Copyrights, Patents, and

Trademarks 764 (2003).
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— 4 Perfect Fit
Industries, Inc. v. ACME Quilting Co., Inc.

(no
adequate remedy at law)— —

(irreparable)

Restatement (Third) of Unfair Competition, § 35. Schechter & Thomas, id. at 764.

Perfect Fit Industries, Inc v. ACME Quilting Co., Inc., 646 F.2d 800, 805-08 (2d Cir. 1981).
Beverly W. Pattishall, et al, Trademarks and Unfair Competition 526 (5th ed. 2001).
Perfect Fit, 646 F.2d at 803-04.

Lanham Act § 43(a), 15 U.S.C. § 1116(a).
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(discontinuance)

(disclaimer)

(disclaim association)

(modification)
(permanent injunction)

" schechter & Thomas, supra note 1, at 765; J. Thomas McCarthy, McCarthy on Trademarks

and Unfair Competition § 30:2 (4th ed. 2004).
146 2005 2

Pattishall et al., supra note 4, at 527. See also Johnny Carson Apparel, Inc v. Zeeman
Manufacturing Co., 203 U.S.PQ. 585, 591 (N.D. Ga. 1978); cf. John T. Lloyd Laboratories,
Inc. v. Lloyd Brothers Pharmacists, 131 F.2d 703 (6" Cir. 1942).

Schechter & Thomas, supra note 1, at 765; Pattishall et al., supra note 4, at 528. See also
Basile Sp.A. v. Basile, 899 F.2d 35, 37 (D.C. Cir. 1990)(
“Basile” “Venezia’

)

UN12EEHNEEATIS4H @R



KB RAREER T3

King-Seeley Thermos Co. v. Aladding

Industries, Inc.

10

(public interest)

11

(preliminary
injunction)

10 418 F2d 31, 35 (2d Cir. 1969). 4

Rudolf Callmann, Callmann on Unfair Competition, Trademarks and Monopolies § 23:52
(4th ed. 2004). Schechter & Thomas, supra note 1, at 766; Pattishall et al, supra note 4, at
527; King-Seeley Thermos Co. v. Aladding Industries, Inc., 418 F.2d 31,35 (2d Cir. 1969).

1 Arthur R. Miller & Michael H. Davis, Intellectual Property: Patents, Trademarks, and

Copyright in a Nutshell 281 (3d ed. 2000).
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12

(temporary
restraining order; TRO) 65

(b)
(ex parte application)

13

2 QO @
34 (d)
(ex parte application)

34 (d)

14

(contempt)
King v. Allied Vision

12
(balance of hardships)

Schechter & Thomas, supra note 1, at 766. 5 McCarthy, supra note 7, § 30:31.

3 Fed. Rule Civil Proc. 65; Schechter & Thomas, supra note 1, at 767; Thomas J. Speiss, |11 &
Stephen M. Levine, An Analysis of the Factors that Determine When and How to Resolve a

Trademark Dispute, 11 Rich. J.L. & Tech. 1 (2004).
1 15U.sC. §1116(d).
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15

(keep a fair distance from the

margin line) (safe distance rule)
HOWARD JOHNSON'’'S
H.J. Inn
(too close to the boundary)
16 (inbad
faith)
17
1967 Walker v. City of Birmingham
18
(monetary
remedies) 35 (3
> 65 F3d 1051, 1058 (2d Cir. 1995). (1) the order the contemnor failed to

16

17

18

comply with is clear and unambiguous; (2) the proof of noncompliance is clear and
convincing, and (3) the contemnor has not diligently attempted to comply in a reasonable
manner.

Pattishall et a., supra note 4, at 526; Howard Johnson Co. v. Khimani, 892 F.2d 1512, 1515
(11" Cir. 1990).

Schechter & Thomas, supra note 1, at 767.
388 U.S. 307, 87 S.Ct. 1824, 18 L.Ed.2d 1210 (1967).
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19

(actual damages)

20

(diverted sales)
(corrective
advertising)
21
22
(actual confusion or
deception)
23
(consumer surveys)
(intentional deception)
¥ 35U.sC. 81117(a) 36 37 Schechter & Thomas,

supra note 1, at 768.

0 g McCarthy, supra note 7, § 30:72.

2 Alpo PetFoods, Inc. v. Ralston Purina Co., 913 F.2d 958 (D.C. Cir. 1990); Pattishall et al.,

supra note 4, at 543; Schechter & Thomas, supra note 1, at 768.
2 patishall et al., supra note 4, at 543.

2 Web Printi ng Controls Co. v. Oxy-Dry Corp., 906 F.2d 1202 (7th Cir. 1990).
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24

25

(common sense) 2

(wrongful

intent)
(deliberate intent) 2

24

25

26

27

28

29

30

28

(profits)
2 (approximate)

(too speculative) %0

(corrective advertising)
(responsive

PPX Enterprises, Inc. v. Audiofidelity Enterprises, Inc., 818 F.2d 266 (2d Cir. 1987).

Restatement (Third) of Unfair Competition § 36, comment i (1995). 5 McCarthy, supra note
7,830:74.

Getty Petroleum Corp. v. Island Transp. Corp., 878 F.2d 650 (2d Cir. 1989).

General Electric Co. v. Speicher, 877 F.2d 531, 536 (7th Cir. 1988); see also Pattishall et al.,
supra note 4, at 544.

Pattishall et al., supra note 4, at 544; Balance Dynamics Corp. v. Schmitt Industries, Inc.,
204 F.3d 683, 694 (6™ Cir. 2000)( ); 5
McCarthy, supra note 7, § 30:75.

Aipo Petfoods, 913 F.2d at 969-70; Pitshall et al., id. at 545.
Alpo Petfoods, 913 F.2d at 970; Pattishall et a., id. at 545.
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31

32

Big O Tire Dedlers, Inc. v. Goodyear Tire & Rubber Co.
BigO “Bigfoot” Goodyear
“Bigfoot” “Bigfoot”

(dollar-for-dollar
expenditure)

(reasonable royalty)

35 (a

(compensation)

3 Big O Tire Dedlers, Inc. v. Goodyear Tire & Rubbert Co., 561 F.2d 1365 (10th Cir. 1977);
Pittishall et al., at 546.

%2 pattishall et al., supra note 4, at 546.

Id. at 546-47.
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5

(penalty)  *
(compensatory)
@
35
36
(civil counterfeiting actions) 35 (b)
37
(mandatory)
* (statutory damages)
(Trademark
Counterfeiting Act) (©) 39
@
¥ 15U.sC.§1117.
35 35
35 (a

36

37

38

39

U.S. Structures, Inc. v. J.P. Structures, Inc., 130 F.3d
1185 (6™ Cir. 1997). Pattishall et al., supra note 4, at 547. Miller & Davis, supra note 11, at
283.

Pattishall et al., id. at 548; Caesars World, Inc. v. Venus Lounge, Inc., 520 F.2d 269, 273 (3d
Cir. 1975).

15 U.S.C. §1117(b).
Schechter & Thomas, supra note 1, at 768.
15U.S.C. § 1117 (¢).
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40

(injury to peace, happiness and feelings)

41

(prejudgment interest)

42

43

(fraudulent) (malicious) (willful)
(wanton)

Big O

40 15
U.S.C. § 1117(d)

(repeat offender)
15U.S.C. §1116; 18
U.S.C. § 2320 Pattishall et al.,
supra note 4, at 549.

L 1d. at 547.

2 d a 548; Gorenstein Enterprises, Inc. v. Quality Care-U.S.A., Inc., 874 F.2d 431, 436 (7"
Cir. 1989); American Honda Motor Co. v. Two Wheel Corp., 918 F.2d 1060, 1064 (2d Cir.
1990).

43

Pattishall et al., id. a 548; 15 U.S.C. § 1117(a).
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Aladdin Mfg. Co. v. Mantle Lamp Co.
(not afavoritein law)

45

(accounting of profits)

(unjust enrichment) —
46

Hamilton-Brown Shoe Co. v. Wolf Brothers & Co.

(cestui que trust)

4 Aladdin Mfg. Co. v. Mantle Lamp Co., 116 F.2d 708, 717 (7th Cir. 1941).
1-70 2004
12 12 37-49
reckless ( ) wanton ( ) willful ( ) 37

45 William G. Barber, Recovery of Profits Under the Lanham Act: Are the

District Courts Doing Their Jobs?, 82 Trademark Rep. 141 (1992); Christopher P. Bussert &
Theodore H. Davis, Caculating Profits under Section 35 of the Lanham Act: A

Practitioner’s Guide, 82 Trademark Rep. 182 (1992).
" Miller & Davis, supra note 11, at 282; Schechter & Thomas, supra note 1, at 768.

(deterrence of willful infringement) Bishop v. Equinox Int’l
Corp., 154 F.3d 1220, 1223 (10" Cir. 1998); International Star Class Racing Ass n v. Tommy
Hilfiger, U.S.A., 146 F.3d 66, 72-73 (2d Cir. 1998); see also Pattishall et al., at 549, 551.
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47

Aladdin Mfg. Co. v. Mantle Lamp Co.  *®

(agent or trustee)
(tortfeasor) 9
(actual damages) (willful)
(in bad faith)
50 51

George Basch Co. v. Blue Coradl, Inc.
(willful deceptiveness)
Sands, Taylor & Wood v. Quaker Oats Co. *
(bad faith)

(close question) %3

47 Hamlton-Brown Shoe Co. v. Wolf Brothers & Co., 240 U.S. 251, 259 (1961).

Pitney
Id. at 259.
116 F2d 708 (7" Cir. 1941).
49" Aladdin Mfg. Co., 116 F.2d at 715.
Schechter & Thomas, supra note 1, at 768; Pattishall et al., at 549-50.

L 968 F.2d 1532, 1537 (2d Cir. 1992), cert. denied, 506 U.S, 991 (1992). See also Pattishall et
al., at 550.

%2 978 F.2d 947, 961-62 (7" Cir. 1992), cert. denied, 507 Y.S. 1042 (1993). See also Pattishall
etal., id. at 550.

% Ppattishal et al., supra note 4, at 550.
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(non-exhaustive list of factors)
>*1.
2. (diverted) 3. 4.
5. — 6.
(palming off) —

55

(actua
confusion) 56
€Y
(gross income; gross sale)
57
58
Hamilton-Brown Shoe Co. v. Wolf Brothers Co.
(entire
profits) (apportionment) —
54

Seatrax, Inc. v. Sonbeck Intern., Inc., 200 F.3d 358, 369 (5th Cir. 2000). See also Pattishall et
a., id. at 550.

Estate of Bishop v. Equinox Int'l Corp., 256 F.3d 1050 (10" Cir. 2001)(
). See also Pattishall et al., id. at 550.

Peattishall et al., id. at 550-51. Miller & Davis

55

56

Miller & Davis, supra note 11, at 282

Wynn Oil Co. v. American Way Service Corp., 943 F.2d 595, 607 (6" Cir. 1991). See also
Pattishall et a., id. at 551.

%8 Ppatishall et d., id. at 551.

57
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¥ (the

guilty trustee cannot take advantage of his own wrong)

60

@
61
@ (in exceptiona
cases) (reasonable
attorney fees)
(malicious) (fraudulent)
(deliberate) (willful) United

Phosphorus, Ltd. v. Midland Fumigant, Inc.

Stephen W. Boney, Inc. v. Boney Serv.

62

(acted in bad faith)

(reasonable reliance on)

59

61

62

63

63

(an apportionment isinherently impossible) 1d. at 261.

Id. at 262.
60 Pattishall et al.,
id. at 551.

Miller & Davis, supra note 11, at 282-83; Schechter & Thomas, supra note 1, at 768.
127 F.3d 821, 826 (9" Cir. 1997).
Pattishall et al., supra note 4, at 552.
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International Star Class Yacht Racing Ass'n. V.
Tommy Hilfiger, U.SA. *
Tommy Hilfiger “STAR CLASS’

“STAR CLASS’

“STAR CLASS’

65

(prevailing party)

(lacked a good faith basis) (frivolous)

6 S Industries, Inc. v. Centra 2000, Inc.

(meritless)
67

64 80 F.3d 749 (1996).
65

“STAR CLASS’
“STARCLASS’ STAR  CLASS

Pattishall et dl., id. at 552.
% pattishall et al., id. at 553.
67 249 F.3d 625, 627 (7" Cir. 2001).
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68

69

18 U.S.C. § 2320(a)

(attempt to traffic )
70
(intentionally)
(knowingly) &
72
®
2320 (¢
®
73
(counterfeit mark) 18 U.S.C. 2320(e)
(spurious mark) (1)
% 17U.SC. §505.

69

70

71

72

73

FASA Corp. v. Playmates Toys Inc., 108 F.3d 140, 144 (7" Cir. 1997). See also Pattishall et
al.,id. at 553.

United States v. Sultan, 115 F.3d 321, 325 (5th Cir. 1997)(
)

Sultan

18 U.S.C. § 2320(8). See also Christopher M. Dolan, Fits Over Counterfeiting: Legislative
Accomplishments And Directions, 27 AIPLA Q.J. 223, 244-25 (1999).

United States v. Sung, 51 F.3d 92, 94 (7th Cir. 1995).
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(A

(trafficking in) (2
(inuse)
3
(spurious designation)
(at the time of the manufacture or production)

(production

overruns) (the immediate buyer) —
74

(Anticounterfeiting
Consumer Protection Act of 1996; RICO)

(racketeering activity)

(contraband)

75

74 5 McCarthy, supra note 7, § 30:117.

5 McCarthy, id. § 30:116; Onimi Erekosima & Brian Koosed, Intellectual Property Crimes,
41 Am. Crim. L. Rev. 809, 827-28 (2004); Christopher M. Dolan, Fits Over Counterfeiting:
Legislative Accomplishments and Directions, 27 AIPLA Q.J. 233, 246-48 (1999).

75
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