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6 non-traditional trademarks
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(three-dimensional marks)

(moving image marks/motion marks) (gesture marks)

(holograms)

“COLUMBIA”

9
10

11

1 BENELUX

TRADEMARK OFFICE

10

11

12

TRIPS 8§15.1 Any sign, or any combination of signs, capable of distinguishing the goods or
services of one undertaking from those of other undertakings, shall be capable of
congtituting a trademark. Such signs, in particular words including personal names, |etters,
numerals, figurative elements and combinations of colors as well as any combination of

such signs, shall be eligible for registration as trademarks... Members may require, as a
condition of registration, that signs be visually perceptible.

Daniel Gervais, The TRIPS Agreement: Drafting History and Analysis, 105,106 (1998)
USNO.1975999

UK NO. 2280003

CTM NO.1400092

UK NO. 2012603

94.12 BRHERAT 84 18
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[l

TWIX 3

14

VF
VIDEO FUTUR 1
“Compil Mémoire ”

16 smell marks/ scent marks

17

plumeria
blossoms 18 taste marks
19
0 touch marks/feel marks/tactile
marks
21
13
BX NO. 520574
14 2001
15 cT™M NO.2117034
16 NO.3247616

7" CTM NO.428870

18 UsSNO.1639128

19 BX NO. 625971

2 gmith-Kline & French Laboratoriesv. Broder, 125 U.S.PQ. 299, 300, 303(S.D. Texas 1959)

2l DebbieRonning,  Taste, smell and sound — Future Trademarks?

http://www.patentstyret.no/templ ates/Page 429.aspx
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3.1

TRADE DRESS*
TRADE DRESS

TRADE DRESS

23

24 TRADE DRESS »

TRADE DRESS

PASSING OFF*
43(a)
TRADE DRESS 32(1)

2 get-up 20

23 John H. Harland Co. v. Clarke Checks, Inc., 711 F.2d 966,980 (CA11 1983)
2 Two Pesos, Inc. v. Taco Cabana, Inc., 505 U.S. 763 (1992).

% 20 1 1 2
trade dress

% Pass ng off is available where there is a prospect of confusion of identity through the

unauthorized use of similar marks or get up, and such use damages, or is likely to damage
the goodwill and reputation of a business. Unregistered marks and passing off can apply to
virtually any name, mark, logo or get-up  which distinguishes a company, business, product
orservicee htt p://www. clickdocs. cdO8k/ gl ossary/ passing-

w12 ganzasfis s @D
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TRADE DRESS 43(a)
27
45 WORD
NAME SYMBOL DEVICE
(1) (2
28
SYMBOL DEVICE

29

SHAPE OF THE PRODUCT
SHAPE OF THE PACKAGING OR CONTAINER FOR THE
PRODUCT DESIGN OF A PRODUCT
OR A CONTAINER PRODUCT CONFIGURATION
THE DESIGN OF BUILDING

311

2" LA gear Inc. v Thom McAn Shoe Co (988 F2d §1117,1129)

8 845 (15 U.S.C. 81127) The term “trademark” includes any word, name, symbol, or device,
or any combination thereof...to identify and distinguish his or her goods, including a unique
product, from those manufactured or sold by others and to indicate the source of the goods,
even if that source is unknown.

% The United States Trademark Association Trademark Review Commission Report and

Recommendations to USTA President and Board of Directors, 77 TM Rep. 375, 421 (1987)

EERERATI 84 1 94.12
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INHERENT DISTINCTIVENESS
SECONDARY MEANING ¥

FRIENDLY Abercrombie™
FANCIFUL
ARBITRARY
SUGGESTIVE
DESCRIPTIVE
GENERIC
1992
Tow Pesos™ Abercrombie
43(a)
2
1994 Duraco »
%0 Ford
Ford
acquired distinctiveness  through use
3L Abercrombie & Fitch Co. v. Hunti ng World, Inc., 537 F.2d 4, 9 (2d Cir. 1976)
%2 Tow Pesos Inc. v. Taco Cabana, Inc., 505 U.S. 763, 768 (1992)
PTO — PTO Trademark Trial and Appeal Board
(“TTAB") — Court of Appealsfor the Federal Circuit (“CAFC”)

13 — The Supreme Court of the United States (“US”)

Duraco Product s, Il nc. v.143y P3dascCiirc.

94.12 BEMEEATI 84
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(A

FRIENDLY
1995
VERSA PRODUCTS CO,, INC. V. BIFOLD CO.(MFG) LTD.*
Tow Pesos
STUART HALL
CO.,INC.V.AMPAD CORP, s TRADE
DRESS
Tow Pesos
Duraco
1977  Seabrook %
34

Versa Products Co., Inc. v. Bifold Co. (Mfg) Ltd., 50 F.3d 189 3™ CIR. cert. Denied, 116
s. Ct. 54(1995).

Stuart Hall Co., Inc. v. Ampad Corp.,51 F.3d 780 8™ CIR. 1995
Seabrook Foods, Inc. v. Bar-Well Foods, Ltd., 568 F.2d 1342(1977)

35

36
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2000 Wal-Mart Stores, Inc. v. Samara Brother, Inc.

37

Tow Pesos

Trademark Manual of
Examination Procedures (TMEP)*®
product design
product packaging

1,2and 45
Supplemental Register®
2 () Principal

37 wal-Mart Stores, Inc. v. Samara Brother, Inc., 529 U.S. 205 (2000).

¥ 1202.02 Registration of Trade Dress TMEP 4th Edition, rev. April 2005

39

94.12 BRAEMAT 84 19
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[l

40

Register
Seabrook
1,2 and 45
1,3and 45
Supplemental Register
41 2 (f) Principal Register
3.12
TRADE DRESS*” 1998.10.30
TRADE DRESS 43
40

41

42

See In re Creative Beauty Innovations, Inc., 56 USPQ2d 1203 (TTAB 2000); In re Fre-Mar
Industries, Inc., 158 USPQ 364, 367 (TTAB 1968); In re International Playtex Corp., 153
USPQ 377 (TTAB 1967)

In reWorld's Finest Chocolate, Inc., 474 F.2d 1012, 177 USPQ 205 (C.C.PA. 1973) ; Ex
parte Haig & Haig Ltd., 118 USPQ 229, 230 (Comm'’r Pats. 1958)

In re Deister Concentrator Co., 289 F.2d 496, 503, 129 USPQ 314, 321 (C.C.PA. 1961)

§2 (15 U.S.C. 81052) (e) (5) No trademark by which the goods of the applicant may be
distinguished from the goods of others shall be refused registration on the principal register
on account of its nature unless it—(e) Consists of a mark which, (5) comprises any matter
that, as awhole, is functional.

EEHEEATI 84 H 94.12
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45

46

3.1.2.1

1982 M orton-Norwich®
DE FACTO FUNCTIONAL
DE JURE FUNCTIONAL

§2 (15 U.S.C. 81052) (f) Except as expressly excluded in subsections (a), (b), (c), (d), (e)(3),
and (e)(5) of this section, nothing herein shall prevent the registration of amark used by the
applicant which has become distinctive of the applicant’s goodsin commerce.

% Inwood Laboratories Inc. v. lves Laboratories Inc., 456 US 844,214 USPQ 1, USSC 1982
h
46 Pagliero v. wallace China Co.,198 F.2 339 343 (9t Cir. 1952)

“""In re Morton-Norwich Products, Inc., 671 F.2d 1332, 1338, 213 USPQ 9,14 (C.C.PA.
1982) Inre Ennco Display Systems, Inc., 56 USPQ2d 1279 (TTAB2000)

94.12 BRAEMAT 84 19
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43

49

50

BN EEREARECEE

(A

|nwood*®
1982 In re Teledyne Industries Inc®
PTO
1993
Kohler Co. v. Moen Inc., *®
1 8 8 Patent-copyright clause

Morton-Norwich

Inwood Laboratories,Inc. v. Ives Laboratories, Inc., 456 U.S. 844, 214 USPQ 1 (1982)
In re Teledyne Industries Inc., 696 F.2d 968, 217 USPQ 9 (Fed. Cir. 1982)
Kohler Co. v. Moen Inc., °29 USPQ 2d 1241, 7" CIR. 1993

EELERAT 84 8 94.12
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1995 Vornado air Circulation system, Inc. v. Duracraft
Corp.,* Duracraft
TRADE DRESS
TRADE DRESS
Inwood
2001 Traffix Devices, Inc. V. Marketing Displays, Inc.*
Marketing Displays,
Inc.

Traffix Devices, Inc.
TRADE DRESS Morton-Norwich
Inwood

51 Vornado air Circulation system, Inc. v. Duracraft Corp., 58 F.3d 1498 10™ cir. 1995

2 Traffix Devices, Inc. V. Marketing Displays, Inc. (99-1571) 532 U.S. 23 (2001)

94.12 BRAEMAT 84 19
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(A

TRADE DRESS

2002 Valu Engineering®
Morton-Norwich

TRADE DRESS

4 Traffix

Valu Engineering
Qualitex 1995 ,Wal-mart 2000 ,TrafFix 2001
"functional”

3 vau Engineering,Inc. v. Rexnord Corp., 61 USPQ2d 1422 (Fed. Cir. 2002)

1202.02 a A & B Regidration of Trade Dress TMEP 4th Edition, rev. April
2005

EELERAT 84 8 94.12
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2(e) (5
3.1.2.2

1 2 45 %
1952  Pagliero v. wallace China Co.,*

1967 Inre
Mogen David Wine Corp.*
1974  In re Honeywell

Inc.® ,

1977  Inre Penthouse International Ltd.,*

1981 Keene Corp. v. Paraflex
Industries, Inc.®

*® 120202 a C Regidtration of Trade Dress TMEP 4th Edition, rev. April 2005

% paglierov. wallace China Co., 198 F.2339343 (9 Cir. 1952)

" In re Mogen David Wine Corp., 372 F.2d 539, 542, 152 USPQ 593, 596 (C.C.PA.1967)
% Inre Honeywell Inc., 497 F.2d 1344(C.C.PA.), cert. Denied, 419 U.S. 1080 (1974)

% In re Penthouse International Ltd., 565 F.2d 679(C.C.PA.1977)

80 Keene Corp. v. Paraflex Industries, Inc., 653 F.2d 822, 827 (3rd Cir.1981)

94.12 BRAEMAT 84 19
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61

62

63
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(A

1985  LeSportsac, Inc. v. K Mark Corp.®

1990  Wallace Intl Silversmiths v. Godinger Silver Art Co:®

TRAFFIX

TRAFFIX QUALITEX
INWOOD

1994  Brunswick®

TRAFFIX
2001 M-5 Steel®
TRAFFIX QUALITEX  Brunswick

LeSportsac, Inc. v. K mart Corp, 754 F.2d 71 (1985)

Wallace Intl Silversmithsv. Godinger Silver Art Co: 916 F2d 76 (2d Cir 1990)
Brunswick Corp. v. British Seagull Ltd., 35 F.3d 1527, 32 USPQ2d 1120 (Fed. Cir. 1994)
In M-5 Steel Mfg., Inc. v. O'Hagin's Inc., 61 USPQ2d 1086 (TTAB 2001)

EERERATI 84 1 94.12
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TRAFFIX
2(e)(5)
8§81 b
intent-to-use trademark applications
§1 a
3.2
1988 12 21 FIST COUNCIL
DIRECTIVE 89/104/EEC 2 sign
the shape
of goods or of their packaging
1991 12 28
1993 12 20 COUNCIL
REGULATION EC NO 40/94
1994 10 31 1995 1 1
1993 12 20 4
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(A

7O @ 4
(b) (©)

(d)
(€)

...A Community trade mark may consist
of any signs capable of being represented graphically...

3.2.1
SIECKMANN®
CL35 41 42
reproduction of the trademark
balsamically fruity with adlight hint of cinnamon
§ 8(1) § 2 Preliminary
rulings® § 2

% Si e c k(@ase6-873/00) [2003]
66
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67

3.2.2
L/ nde, Wi nwd®r d and Rado

ot may be represented graphically in away that is clear, precise, self-contained, equally
accessible, intelligible, durable and objective.

Linde, Wi nwaimediCasas-83/0Rta@55/01) [2003]

94.12 BRAEMAT 84 19
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[l

Axion v. OHIM®

o August Storck KG v. OHIM™
Henkel
KGaA v OHIM™
Henkel KGaA v OHIM™
9 Axion SA v OHIM : Cases T-324/01 & T-110/02 Court of First Instance.
70 OHIM — OHIM Board of Appeal - Court of

First Instance (“CFI") — European Court of Justice (“ECJ’)
™ August Storck KG v OHIM:  T-396/02  [2004]
Henkel K G&&ldinedCasS 845801 and C-457/01) [2005]

Henkel KGaA v. OHIM (CFl; T-393/02; 24.11.04)

72

73
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11
Damler Chryder
Corp., v. OHIM™

SMART

75

" Daimlar Chrysler v OHIM (TELE AID) T-355/00 Court of First Instance

® NO.287482

94.12 BRAEMAT 84 19
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(A

HEINEKEN™
3.2.3
7(1)( )
Philips Electronics NV v Remington

Consumer Products Limited”’ PRELIMINARY
RULING Philips

Remington

Philips Remington
Remington Philips

% NO.000620245

™ pri lips Electronics NV v Remington Consumer Products Limited (Remington) - Case
C-299/99

EELERAT 84 8 94.12



BN EEREREZEE

TAEE ©

IIIIIII------...__L

2001
Traffix

3.3

1995

1995 6

name device
brand

331
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78

79

80

81

82

80

78

T™ 919740
TM 786420
TM 945849
TM 783465

http:// xeno.

BN EEREARECEE

(A

79

81

KENMAN KANDY#

TOBLERONE

i paustralia.gov.au/ D:/ Exmanual /|
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86

87

RUTH MACKAY 2005

i paustralia.gov.au/ D:/ Exmanual /|

3.3.2
85
8 TM 804498
84

2005/10/20-21
& http:// xeno.
8 TM 915065

8 1M 758939
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88

COLOR RULE

DEPLETION THEORY 7

89

1855 Fleischmann v. Starkey

8 TM 678906

89
2005 5

EELERAT 84 8 94.12
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%1906 Leschen & Sons Co. v. Broderick
& Bascom Rope™

1931 The court of
Customs and patent Appea,C.C.PA.* In re general Petrolem
Corporation of Cdlifornia

% 1985
In Re Owens-Corning Fiberglass Corp.*
Lanham Act
1965 1985

1990
NutraSweet Co. v. Stadt Corp.®
% 108
%1 | eschen & Sons Co. v. Broderick & Bascom Rope, 201 U.S. 166
9 CAFC
% 120 108
2005 5

% In Re Owens-Corni ng Fiberglass Corp., 774 F.2d 1116, 227 U.S.PQ. 417 Fed. Cir. 1985
% NutraSweet Co.v. Stadt Corp., 917 F.2d 1024, 16 U.S.PQ. 2D 1959 7" Cir. 1990

94.12 BRAEMAT 84 19
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(A

1995 Qualitex Co. v. Jacobson Products Co.%*
1957 Sylvania Electric Products, Inc. v. Dura
Electric Lamp Co. 7 Sylvania

1982
Inwood Laboratories Inc. v. Ives Laboratories Inc.®

% Qualitex Co. v. Jacobson Products Co., 514 U.S. 159, 34 U.SPQ. 2d 1161 1995

o7 120 110-111
2005 5

% |nwood Laboratories Inc. v. Ives Laboratories Inc., 456 US 844,214 USPQ 1, USSC 1982

EELERAT 84 8 94.12



BN EEREREZEE

TAEE ©

IIIIIII------...__L

% 1987 Nor-Am Chemical v
0O.M.Scott & Sons Co.1®

1994  Brunswick Corp.
v. British Seagull Ltd.*™,

1996 Inre Howard S. Leight & Associates Inc.'% :
1999 LD Kichler Co. v.
Davoil Inc.1®
TRAFFIX

Morton-Norwich

Traffix

% If itisessential to the use or purpose of the article or If it affects the cost or quality of the

article
190 Nor-Am Chemical v O.M. Scott & Sons Co.,"® 4 USPQ 2d 1316, 1320 (ED Pa.1987)
101 Brunswick Corp. v. British Seagull Ltd.**!, 35 F.3d 1527, 32 USPQ2d 1120 (Fed.Cir. 1994)
192 11 re Howard S. Leight & Associates Inc.'%, 39 USPQ2d 1058 (TTAB 1996)
103 | b Kichler Co. v. Davoil Inc. 192. F.3d 1349, 52 USPQ2d 1307 (Fed. Cir.1999)

94.12 BRAEMAT 84 19
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(A

104 2002 Newborn Brothers

and Co. v. Dripless, Inc.,'®

Morton-Norwich

4.2

Libertel'®
orange

104 Lynne G. Beresford 2005

2005/10/20-21

Newborn Brothers and Co. v. Dripless, Inc., Opposition No. 113,471 [not citable] 16 ATD
F-252 (TTAB 2002).

Libertel v Be(Cest@4OMEOKEenbur eau

105

106

EELERAT 84 8 94.12



BN EEREREZEE

AAEE &

o

e ;|
I 1T 1 B NN .-

107

25
Andreas'®
7
Viking'®
107 Pantone "pink” , Pantone 212

108 Andreas Stihl v OHIM, CFI Case No T-234/01, 9 July 2003

Viking-Umwelttechnik GmbH v OHIM  CFl  (Case T-316/00) [2003]

94.12 BRAEMAT 84 19
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7

110

LILAC™

1) e

10 NO.51607

11 NO.31336
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Andreas

4.3

1995 6

name device
brand

registration of colors as trademarks
colored trademarks
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(A

841 5
841 6
PIZzzA 2
841
BENCOM 13 5
BEAUTE PRESTIGE INTERNATIONAL 14
TIFFANY 115 TIFFANY & CO
116
12 T\ 585856

13 1M 997455
14 1M 704250
15 1V 718720

16 T\ 923194
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5.1

1995 6

name device
brand
1995 1995
2005 53 22

AT&T YAHOO
KRAFT'S HAPPY LITTLE VEGEMITE TUNE'™  MCDONALDS
CORPORATION™®

clip clop moo

17 T\ 994596

18 1M 1019361
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(A

“Best
value, lowest prices’

“ pi ng”

PP PIP PIP PIP PIP

"PLONKE"”

119

19 RUTH MACKAY 2005

2005/10/20-21
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52
4
Shield Mark BV v. Joost Kist'?
, Preliminary rulings § 2
Shield Mark BV
Benlux Trademark Office
9 "D ED ,EB,D,CA”
Kukelekuuuuu %
a cockcrow
§ 2
musical notes
Onomatopoeia'?
Sonogram A sound recording A digital recording
accessible viathe internet § 2

120

121

122

Shield Mark BV v. Joost Kist, ECJ Case C-283/01, 27 November 2003

An onomatopoeiais atype of word that sounds like the thing it is describing
clip clop moo

94.12 BEMEEATI 84
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(A

Si eckmann

§ 2

Preliminary rulings
Sonogram A sound recording A digital recording accessible via the
internet

K ukel ekuuuuu
a cockcrow

E,D#E,D#E,B,D,CA

SHIELD
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(A

NBC'’S Three Chimes'?®

MGM'’ S Roaring Lion***
”"The melody Sweet Georgia Brown” %

AT&T The spoken letters AT& T4
Rally’s The spoken term “ching”*®’  The spoken term
“cha-ching”**® Beacon Broadcasting Corporation
The sound of a thunderclap™ Yet The

130

sound of Clop, Clop, Clop- Mooo

123 NO.916522

124 N0.1395550

125 NO.1700895

126 NO.1761724

127 NO.1838887

128 NO.1795371

129 N0.1746090

130 NO.1590267
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1982 Morton-Norwich 2001
Traffix 20
Philips
Traffix
7(e)(3)
SM ART 131 132 133
VIEWSONIC 134
135 136

181 NO.1134030
132 NO.1141126
133 NO.1159333
134 NO.1162722

1% NO.163137
1% NO.165884
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(A

137

138 130 B12 “ |NTEL
Sound Mark MR. Brown coffee %2

TRADEDRESS

23 1

187 NO.992276

138 NO.169459

139 NO.1135554

190 NO.1150436

141 NO.1158019

142 NO.1152021
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