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1980
5 6
willful infringement
284 7 3
285 ’
’ Rambus
Hynix Semiconductor 3 7 74
Technologies Microsoft ~ Autodesk 1 3 3
Texas Instruments Globespan Virata 1 1
2 2006
10 2005 3 1
2003 6 ESS DVD-Player
ESS 9 2004
8 5
11
> 198

6

3 419 421 422

7See 35 U.S.C. § 284. Damages  When the damages are not found by a jury, the
court shall assess them. In either event the court may increase the damages up to
three times the amount found or assessed. Increased damages under this paragraph
shall not apply to provisional rights under section 154 (d) of this title.

¥See 35 U.S.C. § 285. Attorney fees  The court in exceptional cases may award
9reasonable attorney fees to the prevailing party.

2004 11
87 88 115
10 Noric Dilanchian Patent infringement damages skyrocket January 2007
http://www.dilanchian.com.au/content/view/177/36/ 2007
6 19
" 4 198
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Cross-Examination

Discovery

12

13

14

2007 3 28

2 See Charles Shifley and Joseph Berghammer, The basics of US patent litigation,
October 2000, at 5,

1I%ttp://www.bannc’;&rwitcoff.com/articles/basiclit.pdf 2007 6 19
4 199
1 3 85
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35 Title 35 of United States Code
28 85

15

U.S. Court of Appeals for the Federal Circuit
CAFC '° United States Supreme Court

17

5 See 28 U.S.C. §1338. Patents, plant variety protection, copyrights, mask works,
designs, trademarks, and unfair competition (a) The district courts shall have
original jurisdiction of any civil action arising under any Act of Congress relating
to patents, plant variety protection, copyrights and trademarks. Such jurisdiction
shall be exclusive of the courts of the states in patent, plant variety protection and
copyright cases. (b) The district courts shall have original jurisdiction of any civil
action asserting a claim of unfair competition when joined with a substantial and
related claim under the copyright, patent, plant variety protection or trademark
laws. .

' See 28 U.S.C. § 1295. Jurisdiction of the United States Court of Appeals for the
Federal Circuit (a) The United States Court of Appeals for the Federal Circuit
shall have exclusive jurisdiction— (1) of an appeal from a final decision of a
district court of the United States, the United States District Court for the District
of the Canal Zone, the District Court of Guam, the District Court of the Virgin
Islands, or the District Court for the Northern Mariana Islands, if the jurisdiction of
that court was based, in whole or in part, on section 1338 of this title, except that a
case involving a claim arising under any Act of Congress relating to copyrights,
exclusive rights in mask works, or trademarks and no other claims under section
11733:8 (a) shgall be gogverned by sections 1291, 1292, and 1294 of this title;...
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rocket dockets 18

Eastern District of Virginia '

Federal Rules
of Civil Procedure FRCP

28 2071 20
Local Rules
2 2000

local patent rule

Disclosure of Asserted Claims and Preliminary Infringement

Contentions
8 94
Forum
Shopping 2000 2004
12,786
1997 0.3% 2004 1.9%
633%
-95
2006 12 12 30
http://iip.nccu.edu.tw/mmot/upload/file/95SMMOT-7.pdf 2007 6
23

1% See Tresa Baldas, Texas IP Rocket Docket Headed for Burnout?, The National
Law Journal, December 2004
http://www.law.com/jsp/article.jsp?id=1103549728998 2007 6

20

 See 28 U.S.C. § 2071. Rule-making power generally (a) The Supreme Court and
all courts established by Act of Congress may from time to time prescribe rules for
the conduct of their business. Such rules shall be consistent with Acts of Congress
and rules of practice and procedure prescribed under section 2072 of this title.

§ 2072. Rules of procedure and evidence; power to prescribe  (a) The Supreme
Court shall have the power to prescribe general rules of practice and procedure and
rules of evidence for cases in the United States district courts (including
2eroceeding; beforleomagistrate judges thereof) and courts of appeals.
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claim construction 2
2004 7
23
complaint summons
20
answer
USPTO
inequitable conduct
Counterclaim **
26
Initial Disclosure
Joint Discovery Plan Initial

Pretrial Conference
Docket Control
Order

2 See Edward Brunet, Markman Hearings, Summary Judgment, and Judicial
Discretion, 9 Lewis & Clark L. Rev. 93, Spring 2005, at 109-110.

> 1d, at 110.

# See Lester L. Hewitt, Patent Infringement litigation A Step-by-Step Guide from
Dispute through Trial for Executives, Witnesses, and In-House Counsel, Aspatore,
Inc., 2005, at 33-35.
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Pleadings Close of
Discovery
Rebuttal Experts depositions

Summary Judgment
Markman hearing
Briefing Schedule

= Mediation

26

Discovery

Electronically Stored
Information 2006 12 1
26 b 2 B
not reasonably accessible because
of undue burden or cost 27
Attorney-Client Privilege

Work Product Immunity 28

Protective Order
26 C

> 1d, at 35-40.

1d, at 57.

. John L. Cooper and Jeffrey M. Fisher = Discovery of Electronically Stored
;yfonnaﬁon 140 2007 1 193-194

2005 4 278
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29

Deposition Upon Oral Examination or Written Questions
Written Interrogatories Request for
Production of Documents or Things
Entry Upon Land for Inspection and Other Purposes
Physical and Mental Examination of Persons

Requests for Admission  *°

31 10

7 32
Pretrial Orders
Proposed Jury Instructions

Motions in Limine

29

— 139 2006 12
52-55

0 9 52 57-59

31 See Hewitt, supra note 24, at 67.

32 See FRCP Rule 30. Deposition Upon Oral Examination.
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a final pretrial conference
33
34 Markman Hearing
35
Claim construction 3
Summary
Judgment 30

37

38

ij See Hewitt, supra note 24, at 75-77.

fall within

35

517U0.8.370 1996 CAFC

Markman v. Westview Instruments,

Certainty and Uniformity

Markman

See Federal Judicial Center, Manual for Complex Litigation, forth, 2004, § 33.22,
at 603-605.

- 18 22
9 74
38 Bench Trial
Jury Trial
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Arguments

39

Cross-Examination

25 40
6 Jurors
Opening

Direct Examination and

Judgment as a Matter of Law

JMOL prima facie
40
jury instructions
2 3
Closing Argument
Deliberation and
Verdict
41
JMOL
4
FRCP 38
1980
70%

18 24

iz See Hewitt, supra note 24, at 81-85.

Id, at 85, 90.
“'1d, at 93, 94, 98.
2 See FRCP Rule 50. Judgment as a Matter of Law in Jury Trials; Alternative
Motion for New Trial; Conditional Rulings.
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a motion for final judgment

3 CAFC
CAFC
CAFC
15 30
6 CAFC
Writ of Certiorari
44
FRCP 65
Preliminary Injunction
45 CAFC
1.
2.
3.
4.
FRCP 65
c Security

B See Hewitt, supra note 24, at 99.

*1d, at 102-103.

3 9 79-80
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46 Stay

47

48

. .. . . 4
motion for temporary and permanent injunctive relief
50

46 28 1292 28 U.S.C. §1292

7 See FJC, supra note 35, § 33.24, at 619-621.

8 See Martin J. Adelman, Randall R. Rader, John R. Thomas, Harold C. Wegner,
Cases and Materials on Patent Law, West Group, Second Edition, 2003, at
1053-1054.
9 283

injunctions CAFC

eBay Inc. et al. v. MercExchange
four-factor test 1.
2. 3.
4. CAFC

139 2006 12

217-218
0 Qee FJC,supra note 35, § 33.1, at 599-600.

97.02 110



RBEFEFIERESTR P ZHF 3T

BY X 4
—3R . EEE L EET IS EEE 5% i
o Complex Litigation
52
3 5
7 10
1 2 53
110
255 >4

American Intellectual Property Law
Association AIPLA 2005

100
35 300
65 450 36
37 277 5
19,777 52,944 37

! See Adelman et al., supra note 48, at 1053.

* See FIC, supra note 35, Part Il “ Particular Types of Litigation™.
23 See Shleﬂy et al., supra note 12, at 1.
18 28

> See Brian Kahin, Patent Reform for a Digital Economy, Computer &
Commumcatlons Industry Association, November 2006, at 8.

% See James F. Holderman, The Patent Litigation Predicament in the United States
(work in progress), March 2007

5http /Iwww.jltp.uiuc.edu/works/Holderman.htm 2007 6 25

See Ray Black, Never Mind the Quality, Feel the Pinch, Managing Intellectual
Properties, May, 2005, at 26.
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Chief Judge James F. Holderman

CAFC 58
CAFC
59
Holderman
CAFC
34 44 90 2005
10 2006 9 CAFC
13 2005 4 2006 3
9.5
2005 4 2006 3
2,812 313,000 1
4 490

¥ See FIC, supra note 35, § 33.225, at 611.

> See Holderman, supra note 56.

8 See Christian A. Chu, Empirical Analysis of the Federal Circuit’s Claim
Construction Trends, 16 Berkeley Tech. L.J. 1075, Fall 2001, at 1092. Recited
from supra note 56.
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61
generalist
62
63
CAFC
Holderman CAFC Markman v. Westview
Instruments, Inc., 52 F. 3d 967 Fed. Cir. 1995
the De
Novo Review Standard
CAFC
en

banc  Cybor Corporation v. FAS Technologies, Inc., 138 F.3d 1448 Fed.
Cir. 1998 o

CAFC

6! See Holderman, supra note 56.

62 See Judge James F. Holderman, Judicial Patent Specialization: A View from the
Trial Bench, 2002 U. ILL. J.L. TECH. & POL’Y 425, Fall, 2002, at 428-429.

o Isc?e Holderman, supra note 56.
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CAFC 1996 Vitronics Corp. v. Conceptronics,

Inc., 90 F.3d 1576 (Fed. Cir. 1996)
intrinsic evidence

extrinsic evidence 1999 CAFC Pitney Bowes, Inc. v.
Hewlett-Packard Co., 182 F.3d 1298 (Fed. Cir. 1999)
Vitronics Corp. warning

Johnson Worldwide Assocs. v. Zebco Corp., 175 F.3d 985 (Fed. Cir.
1999) Rexmond Corp. v. Laitram Corp., 274 F.3d 1336 (Fed. Cir. 2001)

ordinary
meaning 2002 CAFC Texas Digital Sys., Inc. v.
Telegenix, Inc., 308 F.3d 1193 (Fed. Cir. 2002)
Dictionaries and Encyclopedias
Vitronics Corp. 2005 CAFC

Phillips v. AWH Corp., 415 F.3d 1303 (Fed Cir. 2005)

Patent Specification

CAFC
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65
CAFC
81
58
70

66

interlocutory appeal

CAFC 67
CAFC
2007 2
2007 Patent Reform Act of 2007, H.R.
1908
2007 4 18 2007

Interference Proceeding

85 1d.

6 1d.

7 See Edmund J. Sease, Markman Misses the Mark, Miserably, 2004 U. Il J. L.
Tech. & Pol’y 99, Spring 2004, at 100.
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Assignee
prior user

post-grant review procedures

68 Patent Trial and Appeal Board
Board of Patent Appeals and
Interferences
69
5
284 35 U.S.C. §284 b 4
T 10 28 1400 28

68

% See Robert C. Kahrl , Ken Adamo, Brian M. Poissant, Robert O. Lindefjeld and
Cecilia R. Dickson, Patent Reform Act Of 2007: Bill Proposing Fundamental
Changes To The Patent System (H.R. 1908) (S. 1145), Mondaq, Apr. 20, 2007

http://www.mondaq.com/article.asp?articleid=47856&searchresults=1

2007 6 18
" See Patent Reform Act of 2007, SEC. 5. Right of the Inventor to obtain
Damages (b) Willful Infringement.- ...(4) LIMITATION ON
PLEADING.—Before the date on which a court determines that the patent in suit is
not invalid, is enforceable, and has been infringed by the infringer, a patentee may
not plead and a court may not determine that an infringer has willfully infringed a
patent. The court’s determination of an infringer’s willfulness shall be made
without a jury.
b John J. Sullivan

USPTO Howard L. Berman

See Letter from General
Counsel of the U.S. Department of Commerce regarding H.R. 1908, May 16, 2007,
at 6.
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U.S.C. §1400 declaratory judgment
1
2
28 1292 28 U.S.C. §1292
10 CAFC
72 73

http://www.jonesday.com/files/upload/IP_CommerceDeptLetter.pdf
2007 6 30
™ See Patent Reform Act of 2007, SEC. 10. VENUE AND JURISDICTION. (a)
VENUE FOR PATENT CASES.—Section 1400 of title 28, United States Code, is
amended by striking subsection (b) and inserting the following: “(b) Any civil
action arising under any Act of Congress relating to patents, other than an action
for declaratory judgment or an action seeking review of a decision of the Patent
Trial and Appeal Board under chapter 13 of title 35, may be brought only—(1) in
the judicial district where either party resides; or (2) in the judicial district where
the defendant has committed acts of infringement and has a regular and established
place of business. (¢) Notwithstanding section 1391(¢c) of this title, for purposes of
venue under subsection (b), a corporation shall be deemed to reside in the judicial
district in which the corporation has its principal place of business or in the State in
which the corporation is incorporated.” (b) INTERLOCUTORY
APPEALS.—Subsection (c¢)(2) of section 1292 of title 28, United States Code, is
amended by adding at the end the following: “(3) of an appeal from an interlocutory
order or decree determining construction of claims in a civil action for patent
infringement under section 271 of title 35. Application for an appeal under
paragraph (3) shall be made to the court within 10 days after entry of the order or
decree, and proceedings in the district court under such paragraph shall be stayed
during pendency of the appeal.”
7 CAFC Paul R. Michel
Patrick Leahy Orrin G. Hatch

CAFC

500 1 2

Michel

CAFC

See, Judge Michel to the Senate
Judiciary Committee regarding patent reform bill, May 3, 2007

http://www.jonesday.com/files/upload/IP_JudgeMichel050307.pdf 2007
6 30 Michel 5 21 2007
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34 H.R. 34
2007 2 12 34 13
patent and

plant variety protection cases

Pilot Program

The Director of the
Administrative Office of the United States Courts
6 15
3 5
10 6

law clerks ™

John Conyers Lamar S. Smith

See supra note 71, at 8.
™ See generally, H.R. 34 In the SENATE OF THE UNITED STATES, February 13,
2007 http://thomas.loc.gov/cgi-bin/query/z?c110:H.R.34.RFS:
2007 6 30
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75
CAFC
5
3
6

(error correction)

7 See F.R.C.P. Rule 1. - Scope and Purpose of Rules  These rules govern the
procedure in the United States district courts in all suits of a civil nature whether
cognizable as cases at law or in equity or in admiralty, with the exceptions stated in

Rule 81. They shall be construed and administered to secure the just, speedy, and
inexpensive determination of every action.
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Edmund J. Sease, Markman Misses the Mark, Miserably, 2004 U.
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Federal Judicial Center, Manual for Complex Litigation, forth,
2004.
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2002.
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