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1999 Dickinson v. Zurko
1999 Supreme Court of the United State
SCt ! Dickinson v. Zurko 2
U.S. Court of Appeals for the Federal Circuit
CAFC 3 United State Patent and Trademark
Office USPTO 4
Administrative Procedure Act > 5 U.S.C. 8706 Scope of
94.6.27
: 2002
2004 1999 1997

Email cstrcmp@hotmail.com
http://www.inter disc-law.nccu.edu.tw/people/bio.php?PI D=27

http://www.supremecour tus.gov/ 03/29/2005
2 See’527U.S. 150 (1999).
3 http:/www.fedcir .gov/ 03/29/2005
4 http://www.uspto.gov/ 03/29/2005

See Dickinson v. Zurko 527 U.S. 150, at 150.
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review ©
! CAFC USPTO
factual finding 5U.S.C. §706(2)(A) (E) 8
CAFC
CAFC o USPTO
5U.S.C. §706(2)(E) USPTO 10
6 5u.scC. §706

To the extent necessary to decision and when presented, the reviewing court shall
decide al relevant questions of law, interpret constitutional and statutory provisions,
and determine the meaning or applicability of the terms of an agency action. The
reviewing court shall -

(1) compel agency action unlawfully withheld or unreasonably delayed; and
(2) hold unlawful and set aside agency action, findings, and conclusions found to be -

(A) arbitrary, capricious, an abuse of discretion, or otherwise not in accordance
with law;

(B) contrary to congtitutional right, power, privilege, or immunity;

(C) in excess of statutory jurisdiction, authority, or limitations, or short of statutory
right;

(D) without observance of procedure required by law;

(E) unsupported by substantial evidence in a case subject to sections 556 and 557
of thistitle or otherwise reviewed on the record of an agency hearing provided
by statute; or

(F) unwarranted by the facts to the extent that the facts are subject to trial de novo
by the reviewing court.

In making the foregoing determinations, the court shall review the whole record or those
parts of it cited by a party, and due account shall be taken of the rule of prejudicial error.
http://uscode.house.gov/download/pls/05C7.txt 03/29/2005

See In re Zurko, 142 F.3d 1447; 1998 U.S. App. LEXIS 8811; 46 U.S.P.Q.2D (BNA) 1691
(Fed. Cir. 1998).

See Inre Zurko, 142 F.3d 1447, at 1449.

See Inre Zurko, 258 F.3d 1379; 2001 U.S. App. LEXIS 17219; 59 U.S.P.Q.2D (BNA) 1693
(Fed. Cir. 2001).

19 seeInre Zurko, 258 F.3d 1379, at 1381.
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CAFC  SCt CAFC

SCt Dickinson v.
Zurko CAFC

Zurko

In re Zurko** Zurko |

Zurko | 1997 4 15

CAFC 12
CAFC
clear error 13 14

1. A machine-executed method for
executing a trusted command issued by a user on a computer system, the
computer system including an untrusted computing environment and a
trusted computing environment, said method comprising the steps of :

1 111F3d 887; 1997 U.S. App. LEXIS 7150; 42 U.S.P.Q.2D (BNA) 1476.

12 Panduit Corp. v. Dennison Mfg. Co., 810 F.2d 1561, 1566, 1 U.S.P.Q. 2D (BNA)

1593, 1596 (Fed. Cir. 1987).

13 In re Kemps, 97 F.3d 1427, 1428, 40 U.S.P.Q.2D (BNA) 1309, 1311 (Fed. Cir.

1996).

14 SeeInre Zurko, 111 F.3d 887, at 888-889.
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USPTO
5 CAFC USPTO  BPAI( )
clearly erroneous *° USPTO
v CAFC 1
CAFC USPTO
19 20

Zurkoll CAFC

CAFC USPTO CAFC 5U.SC. §
706(2)
USPTO
USPTO
CAFC InreKemps % USPTO

15

16

17

18

19

20

21

SeeInre Zurko, 111 F.3d 887, at 888-889.

Inre Bell, 991 F.2d 781, 784, 26 U.S.P.Q.2D (BNA) 1529, 1531 (1993) ("What a
reference teaches and whether it teaches toward or away from the claimed invention are
questions of fact."); In re Napier, 55 F.3d 610, 613, 34 U.S.P.Q.2D (BNA) 1782, 1784 (Fed.
Cir. 1995) (stating that the inherent teaching of a prior art reference is a question of fact).

W.L. Gore & Assocs, Inc. v. Garlock, Inc., 721 F.2d 1540, 1553, 220 U.S.P.Q.
(BNA) 303, 312-13 (Fed. Cir. 1983) ("To imbue one of ordinary skill in the art with
knowledge of the invention in suit, when no prior art reference or references of record
convey or suggest that knowledge, is to fall victim to the insidious effect of a hindsight
syndrome wherein that which only the inventor taught is used against its teacher.").

SeelInre Zurko, 111 F.3d 887, at 889.

In re Sponnoble, 56 C.C.P.A. 823, 405 F.2d 578, 585, 160 U.S.P.Q. (BNA) 237,
243 (CCPA 1969) ("[A] patentable invention may lie in the discovery of the source of a
problem even though the remedy may be obvious once the source of the problem is
identified.").
See Inre Zurko, 111 F.3d 887, at 889-90.

In re Kemps, 97 F.3d 1427, 1431, 40 U.S.P.Q.2D (BNA) 1309, 1312 (Fed. Cir.
1996).
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CAFC 2

In re Zurko I-1%

1997 4 15 CAFC USPTO
Should this court review Patent and Trademark Office
fact-findings under the Administrative Procedure Act standard of review

instead of the presently applied "clearly erroneous’ standard?

In re Zurko® Zurko Il

1998 5 4 CAFC en banc
CAFC
CAFC
In re Zurko CAFC USPTO
CAFC 5 U.S.C. 8706 CAFC
InreLueders ?* InreMac
Dermid, Inc. % InreKemps ?# InreNapier * InreBrana *°

2 seelnre Zurko, 111 F.3d 887, at 889.

116 F.3d 874; 1997 U.S. App. LEXIS 16456; 98-2 U.S. Tax Cas. (CCH) P50,571.
SeeInre Zurko, 116 F.3d 874, at 874.
142 F.3d 1447; 1998 U.S. App. LEX1S 8811; 46 U.S.P.Q.2D (BNA) 1691.
111 F.3d 1569, 1574-78, 42 U.S.P.Q.2D (BNA) 1481, 1484-87 (Fed. Cir. 1997).
111 F.3d 890, 890-91, 42 U.S.P.Q.2D (BNA) 1479, 1480 (Fed. Cir. 1997).

97 F.3d 1427, 1430-31 & nn.5-6, 40 U.S.P.Q.2D (BNA) 1309, 1312-13 & nn.5-6
(Fed. Cir. 1996) (a precondition to addressing the standard of review issue is that its

resolution be relevant to the determination of the case).
95.02 BB EMATI 86 18
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3 CAFC USPTO CAFC 35U.SC. §141%*
USPTO
5 U.S.C. §706(2)(A) arbitrary and
capricious standard 5U.S.C. §706(2)(E) substantial evidence
standard CAFC USPTO
reasoning CAFC USPTO
CAFC
definite firm
CAFC USPTO clear error standard
CAFC arbitrary and capricious standard substantial evidence
standard clear error standard USPTO

2 55 F.3d 610, 614, 34 U.S.P.Q.2D (BNA) 1782, 1785 (Fed. Cir. 1995) (determining

proper standard of review is unnecessary because board's fact finding could be affirmed
under more stringent standard).

51 F.3d 1560, 1568-69, 34 U.S.P.Q.2D (BNA) 1436, 1443-44 (Fed. Cir. 1995)
(declining invitation to reconsider the standard of review because the decision does not turn
onit).

Seelnre Zurko, 142 F.3d 1447, at 1449.

30

31
¥ 35U.SC. §141 An applicant dissatisfied with the decision in an appeal to the
Board of Patent Appeals and Interferences under section 134 of this title may appeal the
decision to the United States Court of Appeals for the Federa Circuit. By filing such an
appeal the applicant waives his or her right to proceed under section 145 of this title. A
patent owner in any reexamination proceeding dissatisfied with the final decision in an
appeal to the Board of Patent Appeals and Interferences under section 134 may appeal the
decision only to the United States Court of Appeals for the Federal Circuit. A party to an
interference dissatisfied with the decision of the Board of Patent Appeals and Interferences
on the interference may appeal the decision to the United States Court of Appeals for the
Federal Circuit, but such appeal shall be dismissed if any adverse party to such interference,
within twenty days after the appellant has filed notice of appeal in accordance with section
142 of this title, files notice with the Director that the party elects to have al further
proceedings conducted as provided in section 146 of this title. If the appellant does not,
within thirty days after the filing of such notice by the adverse party, file a civil action under
section 146, the decision appealed from shall govern the further proceedings in the case.

http://www4.law.cor nell.edu/uscode/html/uscode35/usc_sec 35 00000141----000-.html
04/25/2005

See Inre Zurko, 142 F.3d 1447, at 1449-50.
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CAFC
34
CAFC CAFC
CAFC
35 36
CAFC 5U.S.C. 8559*
% CAFC
* CAFC

See Inre Zurko, 142 F.3d 1447, at 1450.

® The Report of the President's Committee on Administrative Management 39-40

(1937); 92 Cong. Rec. 2149-50 & 2163-64 (1946), reprinted in Staff of Sen. Comm. on the
Judiciary, 79th Congress, Administrative Procedure Act, Legisative History 1944-46 (1946)
(APA Legidative History).

% APA Legidative History at 189 (report of Senate Judiciary Committee), 242-44

(report of House Judiciary Committee).

5 U.S.C. §559 This subchapter, chapter 7, and sections 1305, 3105, 3344,
4301(2)(E), 5372, and 7521 of thistitle, and the provisions of section 5335(a)(B) of thistitle
that relate to administrative law judges, do not limit or repeal additional requirements
imposed by statute or otherwise recognized by law. Except as otherwise required by
law, requirements or privileges relating to evidence or procedure apply equally to agencies
and persons. Each agency is granted the authority necessary to comply with the
requirements of this subchapter through the issuance of rules or otherwise. Subsequent
statute may not be held to supersede or modify this subchapter, chapter 7, sections 1305,
3105, 3344, 4301(2)(E), 5372, or 7521 of this title, or the provisions of section 5335(a)(B)
of this title that relate to administrative law judges, except to the extent that it does so
expressly.
http://uscode.house.gov/uscode-cgi/fastweb.exe?getdoc+uscview+t 05t 08+35+0++% 28%
29% 20% 20AND% 20% 28% 285% 29% 20A DJ% 20USC% 29% 3ACI TE% 20AND% 20
% 28USC% 20w% 2F10% 20% 28559% 29% 29% 3A CI T E% 20% 20% 20% 20% 20% 20%
20%20%20 04/27/2005

37

3 seelnre Zurko, 142 F.3d 1447, at 1450-51.

% Seelnrezurko, 142 F.3d 1447, at 1451.
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40
CAFC 5 U.S.C. 8559
otherwise recognized by law
1947 5U.S.C. §706(2)(A) 5U.S.C. §706(2)(E)
CAFC
5U.S.C. 8559 5U.S.C. 8559
otherwise recognized by law
41
CAFC
5 U.S.C. 8559 otherwise
recognized by law CAFC
CAFC 1790
1793
formal technical
requirements a2
panel 43

interfering applications

% seelnre Zurko, 142 F.3d 1447, at 1452.

41 Seelnrezurko, 142 F.3d 1447, at 1452.

42 district courts

federal district court See Inre Zurko,
142 F.3d 1447, at 1453.

43 Secretary of State See
Inre Zurko, 142 F.3d 1447, at 1453.
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44
CAFC 1836
Commissioner
board *
1839
District of Columbia
1861
46
Columbia
1839 1861 a7
CAFC 1870
examiner-in-chief Supreme Court of the District of
Columbia Supreme Court of the District of
Columbia bill in
equity Supreme Court
of the District of Columbia 1870
48
CAFC 1925
1927
Board of Appeals

4 Seelnre Zurko, 142 F.3d 1447, at 1453.
45 Secretary of State See In re Zurko, 142 F.3d 1447, at 1453.

6 examiner-in-chief Seelnre Zurko, 142 F.3d 1447,

at 1453.

47 seelnrezurko, 142 F.3d 1447, at 1453.

% seelnrezurko, 142 F.3d 1447, at 1453.
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bill
in equity Court of Appeals for the District of
Columbia 1929
Court of Customs and Patent Appeals
CCPA Court of Appealsfor the District of Columbia

49

bill in equity
1929 CCPA
CAFC

CAFC 1929 1947 CCPA
clear error standard *  manifest
error standard **  "whereit seems proper” standard * material error

* seelInre Zurko, 142 F.3d 1447, at 1454,

Rodli v. Phillippi, 33 C.C.P.A. 865, 154 F.2d 139, 140, 69 U.S.P.Q. (BNA) 97, 99
(CCPA 1946) ("most cogent evidence of mistake and miscarriage of justice” in fact finding
of Board of Interference Examiners); Mantz v. Jackson, 31 C.C.P.A. 824, 140 F.2d 161, 164,
60 U.S.P.Q. (BNA) 329, 334 (CCPA 1944) (appellant given "heavy burden to show that the
concurring decisions [of primary examiner and Board of Interference Examiners] are
erroneous"); Jardine v. Long, 19 C.C.P.A. 1243, 58 F.2d 836, 836 (CCPA 1932) ("This
court . . . refuses to disturb decisions of the tribunals below [primary examiner and Board of
Interference Examiners] upon findings of fact, unless fully convinced that such findings are
not in accord with the weight of the evidence when such evidence is fairly weighed and
construed.").

Ranney v. Bridges, 38 C.C.P.A. 1044, 188 F.2d 588, 596, 89 U.S.P.Q. (BNA) 419,
427 (CCPA 1951) ("It will be understood that in considering allegations of error as to
findings of fact made by the tribunals of the Patent Office this court follows the proper and
well established practice of appellate courts in refusing to reverse such findings unless we
are convinced from our own study of the record that the findings are manifestly wrong
because against the weight of the evidence.")

In re Christmann, 27 C.C.P.A. 708, 107 F.2d 607, 609 (CCPA 1939), de novo, see
Townsend v. Smith, 17 C.C.P.A. 647, 36 F.2d 292, 294 (CCPA 1929) (choosing not to
apply the rule "that it must clearly and affirmatively appear that there has been some
oversight, or mistake, or wrong construction of material facts . . . to justify this court in
reversing the decision appealed from" because all three tribunals of the Patent Office
differed "in their views as to what this evidence shows").

50

51

52
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standard > CAFC manifest clear manifest
error standard clear error standard CCPA
substantial evidence standard > arbitrary and capricious
standard > CAFC %
CCPA
57
CAFC 1952
58
1962
discretionary action CAFC
59
CAFC
53

Zublinv. Pickin, 21 C.C.P.A. 1097, 70 F.2d 732, 733 (CCPA 1934); Clancy v. De
Jahn, 17 C.C.P.A. 714, 36 F.2d 131, 132 (CCPA 1929).

these same cases appear not to have used the substantial evidence standard, which
was applied by the Court to agency action in Illinois Central Railroad Co. v. ICC, 206 U.S.
441, 454, 466, 27 S. Ct. 700, 51 L. Ed. 1128 (1907).

% Nor have the patent cases used the arbitrary and capricious standard, which the Court

applied to agency action in United States ex rel. Ness v. Fisher, 223 U.S. 683, 691, 694, 56
L. Ed. 610, 32 S. Ct. 356 (1912).

Harrisv. Clifford, 53 C.C.P.A. 1463, 363 F.2d 922, 924, 150 U.S.P.Q. (BNA) 630,
632 (CCPA 1966) (following Rodli, supra, in applying the "most cogent evidence of
mistake" standard); Johns-Manville Corp. v. Ladd, 117 U.S. App. D.C. 262, 328 F.2d 563,
563, 140 U.S.P.Q. (BNA) 362, 363 (D.C. Cir. 1964) (Patent Office findings will not be
overturned "unless clearly infected with error").

See Inre Zurko, 142 F.3d 1447, at 1454-55.

Fregeau v. Mossinghoff, 776 F.2d 1034, 1037, 227 U.S.P.Q. (BNA) 848, 851 (Fed.
Cir. 1985) ("In the legidative history addressing the carryover of these procedures into the
1952 Patent Act, it is stated: 'This group of sections [88 141-146] makes no fundamental
change in the various appeals and other review of Patent Office action.™ (quoting 1952
U.S.C.C.A.N. 2394, 2400)).

56

57

58

% "The doctrine [expressio unis est exclusio alterius] instructs that where law

expressly describes a particular situation to which it shall apply, an irrefutable inference
must be drawn that what was omitted or excluded was intended to be omitted or excluded.”
Lueders, 111 F.3d at 1576 n.12, 42 U.S.P.Q.2D (BNA) at 1486 n.12.

95.02 BHFEM AT 86 1
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60
CAFC 1975
USPTO 1982 Federal Court Improvement Act CCPA
United States Court of Claims CAFC  Court of
Federal Claims
1984 Board of Appeals
Board of Patent Interferences Board of
Patent Appeals and Interferences  ( ) CAFC
Board of Patent Appeals and Interferences
USPTO
CAFC ¢ CAFC
62 USPTO

8 seelnre Zurko, 142 F.3d 1447, at 1455-56.

61 Ray v. Lehman, 55 F.3d 606, 608, 34 U.S.P.Q.2D (BNA) 1786, 1787 (Fed. Cir.

1995) (denia of petition to reinstate patent for failure to pay maintenance fee properly
reviewed by district court under APA's abuse of discretion standard); Morganroth v. Quigg,
885 F.2d 843, 846, 12 U.S.P.Q.2D (BNA) 1125, 1126-27 (Fed. Cir. 1989) (refusal to revive
application properly reviewed by district court under APA's arbitrary, capricious, abuse of
discretion standard); Heinemann v. United States, 796 F.2d 451, 453-54, 230 U.S.P.Q.
(BNA) 430, 433-34 (Fed. Cir. 1986) (award of patent to United States instead of employee
properly reviewed by Claims Court under APA's arbitrary, capricious, abuse of discretion
standards).

Lueders, 111 F.3d at 1571, 42 U.S.P.Q.2D (BNA) at 1482 (Fed. Cir. 1997) (clear
error review of what a prior art reference teaches or suggests); Mac Dermid, 111 F.3d at
890-91, 42 U.S.P.Q.2D (BNA) at 1480 (Fed. Cir. 1997) (denying request for in banc hearing
for reason stated in Kemps); In re Mayne, 104 F.3d 1339, 1341, 41 U.S.P.Q.2D (BNA) 1451,
1453 (Fed. Cir. 1997) (clear error review of facts underlying obviousness determination);
Kemps, 97 F.3d 1427 at 1429, 1430-31, 40 U.S.P.Q.2D (BNA) 1309 at 1312-13 (upholding
board's fact finding under less deferential standard of review obviated need for deciding
propriety of using the APA standards); In re Baxter Travenol Labs., 952 F.2d 388, 390, 21
U.SP.Q.2D (BNA) 1281, 1283 (Fed. Cir. 1991) (clear error review of board's factual
finding of anticipation); In re Caveney, 761 F.2d 671, 674, 226 U.S.P.Q. (BNA) 1, 3 (Fed.
Cir. 1985) (clear error review of on-sale factual findings of Board of Appeals); In re Wilder,
736 F.2d 1516, 1520, 222 U.S.P.Q. (BNA) 369, 372 (Fed. Cir. 1984) (clear error review of
Board of Appeal's finding of inadequate description); In re De Blauwe, 736 F.2d 699, 703,
222 U.S.P.Q. (BNA) 191, 195 (Fed. Cir. 1984) (first opinion of this court indicating that the
clearly erroneous standard is applied to Board of Appeal fact finding).

62
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CAFC clearly erroneous standard
63
CAFC
USPTO
clear error CAFC clear error standard
5U.S.C. 8559 additional requirements imposed by statute or
64

otherwise recognized by law

CAFC
CAFC CAFC stare
decisis & 6 1
2
3
67
68 CAFC
1 2
3

8 seelnre Zurko, 142 F.3d 1447, at 1456-57.

See Inre Zurko, 142 F.3d 1447, at 1457.

Rainer Grote 11/27/2004
http://www.advocates.org.tw/3_1 9.php?three five sn=18

65

06/01/2005

66 n. Latin for "to stand by a decision," the doctrine that atrial court is bound by

appellate court decisions (precedents) on alegal question which is raised in the lower court.
Reliance on such precedents is required of trial courts until such time as an appellate court
changes the rule, for the trial court cannot ignore the precedent (even when the trial judge
believesit is "bad law").

http://dictionary.law.com/default2.asp?typed=star e& type=1 06/01/2005

Payne v. Tennessee, 501 U.S. 808, 827, 115 L. Ed. 2d 720, 111 S. Ct. 2597 (1990).

Patterson v. McLean Credit Union, 491 U.S. 164, 172-73, 105 L. Ed. 2d 132, 109 S.
Ct. 2363 (1989).

67

68
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69
CAFC
USPTO
& clear error
CAFC
71
CAFC
CAFC USPTO
USPTO clear error
CAFC USPTO
USPTO CAFC
USPTO
USPTO
USPTO 2
69 Patterson v. McLean Credit Union, 491 U.S. 164, 173-74, 105 L. Ed. 2d 132, 109 S.

Ct. 2363 (1989).

" CAFC  Whileit is unclear what prejudice might befall patentees and patent applicants were
the standard to be changed, the Commissioner has made no suggestion that our current
standard of review is unworkable, intolerable, prejudicial, burdensome, or even that it
adversely affects the administration of the patent system. The standard has not become a
doctrinal anachronism, nor have the premises underlying it changed to make it irrelevant or
unjustifiable--it is very much aive and in use throughout the legal system.  See In re Zurko,
142 F.3d 1447, at 1458.

" SeeInre Zurko, 142 F.3d 1447, at 1458.
2 See In re Zurko, 142 F.3d 1447, at 1458.
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Dickinson v. Zurko™ Zurko llI

USPTO SCt 1998 11 2
Lehman v. Zurko ™ Lehman Bruce A.
Lehman”™ USPTO 1998 2 26
Q. Todd Dickinson™ Dickinson v. Zurko
1999 6 10 SCt
CAFC CAFC
SCt

SCt Federal Rule of Civil Procedure 852(a)
court/court review

clearly erroneous SCt court/court
review court/agency review
7 SCt USPTO
USPTO agency

527 U.S. 150; 119 S. Ct. 1816; 144 L. Ed. 2d 143; 1999 U.S. LEXIS 4004; 67 U.S.L.W.
4445; 50 U.S.P.Q.2D (BNA) 1930; 99 Cdl. Daily Op. Service 4504; 99 Daily Journa DAR
5792; 1999 Colo. J. CA.R. 3216; 12 Fla. L. Weekly Fed. S 310.

525 U.S. 961; 119 S. Ct. 401; 142 L. Ed. 2d 326; 1998 U.S. LEXIS 6849; 67 U.S.L.W. 3299;
98 Cal. Daily Op. Service 8159; 98 Daily Journal DAR 11284,

Bruce A. Lehman
http://www.iipi.org/nav_about/boar ds.asp#L ehman 06/07/2005

Q. Todd Dickinson
http://www.businessofgover nment.or g/main/inter views/profile/index.asp?Pl D=34
06/07/2005

2 K. Davis & R. Pierce, Administrative Law Treatise 811.2, p. 174 (3d ed. 1994)
(hereinafter Davis & Peirce).

See Dickinson v. Zurko, 527 U.S. 150, at 153.

74

75

76

7
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USPTO agency action 9
court/agency
review 80
CAFC CAFC clear
error standard 5U.S.C. 8559 SCt CAFC
1 1946 CCPA CAFC
clearly erroneous 2 court/agency review
3 5U.S.C. 8559 additional
requirement 5U.SC. 8706 *
SCt 8 SCt
CAFC SCt 5 U.S.C. 8559
SCt 89 CCPA
court/court
83
CAFC
89 SCt CAFC
23 clear case of error clearly wrong

79

80

81

82

83

manifest error

5U. S. C. 8701 (defining "agency" as an "authority of the Government of the
United States'); 8706 (applying APA "Scope of review" provisionsto "agency action").

See Dickinson v. Zurko, 527 U.S. 150, at 154.
See Dickinson v. Zurko, 527 U.S. 150, at 154.

Universal CameraCorp. v. NLRB , 340 U. S. 474, 489 (1951); 92 Cong. Rec. 5654
(1946) (statement of Rep. Walter).

See Dickinson v. Zurko, 527 U.S. 150, at 154-55.
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8 SCt CCPA 1930 1940
clearly erroneous court/court review
substantial evidence court/agency review
85 SCt 86
SCt
SCt CCPA clearly erroneous
court/agency review ¥
substantial evidence court/court
review % SCt substantial
evidence trial court 89

court/court review %©

App. to Brief for New York Intellectual Property Law Association as Amicus
Curiae la-6a.

8 Stern, Review of Findings of Administrators, Judges and Juries: A Comparative

Analysis, 58 Harv. L. Rev. 70, 88 (1944) (describing congressional debates in which
members argued for and against applying the "clearly erroneous" standard to agency review
"precisely because it would give administrative findings less finality than they enjoyed
under the “substantial evidence' rule").

8 see Dickinson v. Zurko, 527 U.S. 150, at 155-156.

Polish National Alliance v. NLRB, 136 F. 2d 175, 181 (CA7 1943); New York
Trust Co. v. SEC, 131 F. 2d 274, 275 (CA2 1942), cert. denied, 318 U. S. 786 (1943); Hall v.
Commissioner, 128 F. 2d 180, 182 (CA7 1942); First National Bank of Memphis v.

Commissioner, 125 F. 2d 157 (CA6 1942) (per curiam); NLRB v. Algoma Plywood &
Veneer Co., 121 F. 2d 602, 606 (CA7 1941).

Cornell v. Chase Brass & Copper Co., 142 F. 2d 157, 160 (CA2 1944); Dow
Chemical Co. v. Haliburton Oil Well Cementing Co., 139 F. 2d 473, 475 (CA6 1943), aff'd,
324 U. S. 320 (1945); Gordon Form Lathe Co. v. Ford Motor Co., 133 F. 2d 487, 496-497
(CA®), aff'd, 320 U. S. 714 (1943); Electro Mfg. Co. v. Yellin, 132 F. 2d 979, 981 (CA7
1943); Ajax Hand Brake Co. v. Superior Hand Brake Co., 132 F. 2d 606, 609 (CA7 1943);
Galion Iron Works & Mfg. Co. v. Beckwith Machinery Co., 105 F. 2d 941, 942 (CA3
1939).

87

88

8 Borden's Farm Products Co. v. Ten Eyck, 297 U. S. 251, 261 (1936); see aso,

Great Atlantic & Pacific Tea Co. v. Grogean, 301 U. S. 412, 420 (1937) (accepting tria
court's findings of fact because they have "substantial support in the record").

% See Dickinson v. Zurko, 527 U.S. 150, at 156-57.
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CCPA 89 SCt substantial evidence
SCt substantial
evidence SCt
Interstate Commerce Commission's factual findings, ICC v. Union
PacificR. Co. substantial evidence
92 SCt
Federal Trade Commission 9 . »
SCt substantial evidence
SCt
evidence substantial SCt substantial
% SCt o substantial evidence
98 SCt
89 clear error clearly erroneous

91

92

93

94

95

96

97

98

222 U. S. 541, 548 (1912).
812, 36 Stat. 551.
FTC v. Curtis Publishing Co., 260 U.S. 568, 580 (1923).

85, 38 Stat. 720 (the "findings of the commission as to the facts, if supported by
testimony, shall be conclusive").

See Dickinson v. Zurko, 527 U.S. 150, at 157.

Consolidated Edison Co. v. NLRB, 305 U. S. 197, 229 (1938); see Stason,
"Substantial Evidence" in Administrative Law, 89 U. Pa. L. Rev. 1026, 1026-1028 (1941)
(collecting statutes); see also Dobson v. Commissioner, 320 U. S. 489, 499 (1943) (speaking
generally of the "theoretical and practical reason[s] for . . . [crediting] administrative
decisions').

35U.S. C. §861, 62 (1934 ed.).

5 U. S. C. 8706(2)(E) (applying the term "substantial evidence" where agency
factfinding takes place "on the record"); see aso Association of Data Processing Service
Orgs., Inc. v. Board of Governors of Federal Reserve System, 745 F. 2d 677, 683-684
(CADC 1984) (Scalia, J.) (finding no difference between the APA's "arbitrary, capricious'
standard and its "substantial evidence' standard as applied to court review of agency
factfinding.)
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manifest error %

SCt 89 manifest error clearly

wrong CCPA
court/agency
court/court 100 SCt CCPA
manifest error
CCPA
CCPA CCPA
101 SCt
102 SCt
CCPA
103
SCt CCPA CAFC
CCPA court/court
court/agency
CAFC 5 U. S C. 8559 "additional
104

requirement . . . recognized by law."

% see Dickinson v. Zurko, 527 U.S. 150, at 157-58.

10 see Dickinson v. Zurko, 527 U.S. 150, at 160.

101

Universal Camera Corp. v. NLRB, 340 U. S. 474, at 496 -497 (intraagency

agreement); NLRB v. Link-Belt Co., 311 U. S. 584, 597 (1941) (expertise); Rochester
Telephone Corp. v. United States, 307 U. S. 125, 145-146 (1939) (expertise); ICC v.
Louisville & Nashville R. Co., 227 U. S. 88, 98 (1913) (expertise); Stern, 58 Harv. L. Rev.,
at 81-82 (expertise); 2 Davis & Pierce 811.2, at 178-181 (intraagency agreement).

102

Concrete Pipe & Products of Cal., Inc. v. Construction Laborers Pension Trust for

Southern Cal., 508 U. S. 602, 623 (1993); Stern, supra, at 82-83 (trial court advantagesliein,

e.g., evauation of witness, not comparative expertise).

103 See Dickinson v. Zurko, 527 U.S. 150, at 160-61.

104 See Dickinson v. Zurko, 527 U.S. 150, at 161.
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CAFC
SCt CAFC
SCt
1
SCt CAFC
court/court review clearly erroneous
CAFC SCt
105 SCt
clearly erroneous CAFC
USPTO 106
SCt court/agency "substantial evidence"

ask whether a "reasonable mind might accept” a particular

evidentiary record as "adequate to support a conclusion." '’

court/court "clearly erroneous’ whether a reviewing

judge has a "definite and firm conviction” that an error has been

108

committed. court/agency "substantial evidence"

court/court "clearly erroneous’ 109

SCt mwosct

105 Brief for Patent, Trademark & Copyright Section of the Bar Association of the

District of Columbia as Amicus Curiae 23 (quoting Square D Co. v. Niagara Frontier Tariff
Bureau, Inc., 476 U. S. 409, 424 (1986)).

See Dickinson v. Zurko, 527 U.S. 150, at 161-62.
Consolidated Edison Co. v. NLRB, 305 U. S. 179, at 229.
United States v. United States Gypsum Co., 333 U. S. 364, 395 (1948).

Universal Camera Corp. v. NLRB, 340 U. S. 474, at 477 , 488 (anaogizing
"substantial evidence" test to review of jury findings and stating that appellate courts must
respect agency expertise).

106
107
108

109

110 Universal Camera Corp. v. NLRB, 340 U. S. 474, at 490.
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111

SCt SCt
112
CCPA SCt
113
114
SCt CAFC
1 SCt CAFC
USPTO
SCt CAFC USPTO arbitrary
capricious
116 117

substantial evidence

11 see Dickinson v. Zurko, 527 U.S. 150, at 162.

12 International Brotherhood of Electrical Workers v. NLRB, 448 F. 2d 1127, 1142
(CADC 1971) (Leventhal, J., dissenting) (wrongly believing--and correcting himself--that
he had found the "case dreamed of by law school professors® where the agency's findings,
though "clearly erroneous’ were "nevertheless' supported by "substantial evidence").

13 Universal Camera Corp. v. NLRB, 340 U. S. 474, at 489; Jaffe, Judicial Review:
"Substantial Evidence on the Whole Record," 64 Harv. L. Rev. 1233, 1245 (1951).

114 See Dickinson v. Zurko, 527 U.S. 150, at 162-63.

15 see Dickinson v. Zurko, 527 U.S. 150, at 163.

116 SEC v. Chenery Corp., 318 U. S. 80, 89-93 (1943).
17" See Dickinson v. Zurko, 527 U.S. 150, at 164.
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2
CAFCH® CAFC™® SCt CAFC
CAFC court/agency
court/court
Gould v. Quigg ** CAFC clearly
erroneous
CAFC
121
SCt SCt
SCt
court/court SCt
USPTO SCt
CAFC
122 123
3
CAFC court/court
SCt CAFC
USPTO
18 354, S.C. 8141.
19 354, S, C. 8145.

120 822 F. 2d 1074, 1077 (1987).

121 see Dickinson v. Zurko, 527 U.S. 150, at 164.

122 Fregeau v. Mossinghoff, 776 F. 2d 1034, 1038 (CA Fed. 1985) (harmonizing

review standards).

123 see Dickinson v. Zurko, 527 U.S. 150, at 164.
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CAFC
124
In re Zurko® Zurko IV

SCt  Inre Zurko CAFC CAFC 1999 7 23

126 2001 8 2 CAFC

USPTO CAFC

CAFC

SCt Dickinson v. Zurko CAFC

Inre Gartside  *** USPTO
substantial evidence 128
substantial evidence

USPTO

CAFC
obviousness 129
1

explicitly inherently 2

124 see Dickinson v. Zurko, 527 U.S. 150, at 165.

258 F.3d 1379; 2001 U.S. App. LEXIS 17219; 59 U.S.P.Q.2D (BNA) 1693.
SeeInre Zurko, 1999 U.S. App. LEXIS 17748.

203 F.3d 1305, 53 U.S.P.Q.2D (BNA) 1769 (Fed. Cir. 2000).

SeeInre Zurko, 258 F.3d 1379, at 1381.

35 U.S.C. 7103(a) (1994); Graham v. John Deere Co., 383 U.S. 1, 14, 148 U.S.P.Q.
(BNA) 459, 465, 15 L. Ed. 2d 545, 86 S. Ct. 684 (1966). CAFC A claimed invention
is unpatentable for obviousness if the differences between it and the prior art "are such that
the subject matter as a whole would have been obvious at the time the invention was made
to a person having ordinary skill in the art.”

125

126

127

128

129
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130 CAFC
131 substantial evidence

132 133

substantial evidence

substantial evidence CAFC SCt

substantial evidence such relevant evidence as a

reasonable mind might accept as adequate to support a conclusion.  **

CAFC substantial evidence
1% CAFC
substantial evidence 136 137
USPTO
CAFC USPTO

130 Graham v. John Deere Co., 383 U.S. 1, at 17-18, 148 U.S.P.Q. (BNA) at 467; Inre

Dembiczak, 175 F.3d 994, 998, 50 U.S.P.Q.2D (BNA) 1614, 1616 (Fed. Cir. 1999); In re
Napier, 55 F.3d 610, 613, 34 U.S.P.Q.2D (BNA) 1782, 1784 (Fed. Cir. 1995) (stating that
the inherent teachings of a prior art reference is a question of fact).

131 In re Dembiczak, 175 F.3d at 998, 50 U.S.P.Q.2D (BNA) at 1616.

132 In re Gartside, 203 F.3d at 1311-16, 53 U.S.P.Q.2D (BNA) at 1772-75.

133 SeeInre Zurko, 258 F.3d 1379, at 1383-84.

134 Consol. Edison Co. v. NLRB, 305 U.S. 197, 229, 83 L. Ed. 126, 59 S. Ct. 206
(1938); see dso Dickinson v. Zurko, 527 U.S. 150, at 162, 50 U.S.P.Q.2D (BNA) 1930.

185 In re Gartside, 203 F.3d at 1312, 53 U.S.P.Q.2D (BNA) at 1773 (citing Universal
Camera Corp. v. NLRB, 340 U.S. 474, 487-88, 95 L. Ed. 456, 71 S. Ct. 456 (1951)).

136 Consolo v. Fed. Maritime Comm'n, 383 U.S. 607, 619-20, 16 L. Ed. 2d 131, 86 S.

Ct. 1018 (1966).
137 See In re Zurko, 258 F.3d 1379, at 1384.
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CAFC basic knowledge
common sense CAFC
basic knowledge common sense
substantial evidnece
138 139
CAFC USPTO BPAI
basic knowledge common sense
CAFC
140 141
CAFC USPTO
USPTO CAFC 5 U.S.C. §706
CAFC
clearly erroneous SCt CAFC 5U.S.C.
1% cAFC This assessment of basic knowledge and common sense was not based on any

evidence in the record and, therefore, lacks substantial evidence support.

139 SeeIn re Zurko, 258 F.3d 1379, at 1385.

140 Baltimore & Ohio R.R. Co. v. Aberdeen & Rockfish R.R. Co., 393 U.S. 87, 91-92,

21 L. Ed. 2d 219, 89 S. Ct. 280 (1968) (rejecting a determination of the Interstate Commerce
Commission with no support in the record, noting that if the Court were to conclude
otherwise "the reguirement for administrative decisions based on substantial evidence and
reasoned findings -- which alone make effective judicia review possible -- would become
lost in the haze of so-called expertise").

141 SeeIn re Zurko, 258 F.3d 1379, at 1385-86.
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8706 USPTO
CAFC clearly erroneous
5 U.S.C. 8559 additional requirements imposed by
statute or otherwise recognized by law CAFC
CAFC
CCPA clear error standard
CAFC
CAFC
USPTO
clearly erroneous
CAFC SCt CAFC clear
error standard clearly erroneous standard CAFC
court/court review SCt
CCPA 89 CAFC
clear error manifest error  "where it
seems proper” material error CCPA 8
CAFC CCPA
SCt 5U.S.C. §559 additional requirements

imposed by statute or otherwise recognized by law

SCt CCPA
CCPA clear case of error clear
wrong manifest error clearly erroneous
court/court review court/agency review
SCt CCPA clearly erroneous

5U.S.C. 8559
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CAFC CCPA
SCt
CAFC SCt
USPTO USPTO
agency
USPTO SCt
SCt USPTO
SCt CAFC clearly erroneous
SCt
CAFC 5U.S.C. §8706(2)(A) arbitrary and capricious standard
5U.S.C. §706(2)(E) substantial evidence standard
CAFC USPTO
SCt
SCt CAFC CAFC
5 U.S.C. 8706
USPTO factual finding 5 U.S.C. 8706(2)
hold unlawful and set aside agency action, findings, and conclusions
found to be CAFC USPTO agency action
findings conclusions 5 U.S.C. 8706(2)
5U.S.C. §706 USPTO
5U.S.C. §706(2) A) (P SCt
substantial evidence 5U.S.C. §706(2)(E)
court/court court/agency
SCt clearly erroneous SCt
court/agency substantial
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evidence SCt CAFC
CAFC SCt
SCt 5U.S.C. 8706
USPTO
court/agency USPTO
CAFC
Zurko IV CAFC USPTO
CAFC Dickinson v. Zurko
CAFC
court/court
court/agency SCt
CAFC SCt U.S.C. 8706
Dickinson v. Zurko CAFC
5U.S.C. 8706(2) (A) (F)
Dickinson v. Zurko
Dickinson v. Zurko CAFC

1999 In re Bernard J. Y oungblood*?  In re Bruce Beasley™*
In re Bonnilyn M. Ogger'* In re Paul D. Case and Alan G.

142 98-1518 (Fed. Cir., July 6, 1999), 1999 U.S. App. LEXIS 15024.

143 99-1055 (Fed. Cir., July 20, 1999), 1999 U.S. App. LEXIS 16695.
144 991116 (Fed. Cir., August 10, 1999), 1999 U.S. App. LEXIS 18477.
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Stephenson'* In re Leonard M. Greene'*®
2000 Winner Intl. Roydty v. Wang™ In re Robert J.
Gartside® Inre Donald R. Huene'® InreT. Pfeiffer'

In re Mcneil-Ppc, Inc.™** 52 Singhv.
Brake™® ™ In re Dome Patent, L.P*®°

156

2001 In re Wako Pure Chemical™ In re Misha Tereschouk®®
Rapoport v. Dement™® In re Hans O.
Cederblad And Jan D. Seppala'®

145 98 1531 (Fed. Cir., August 31, 1999), 1999 U.S. App. LEXIS 20827.

146 991317 (Fed. Cir., December 6, 1999), 1999 U.S. App. LEXIS 32002.

98-1553 (Fed. Cir., January 27, 2000), 202 F.3d 1340; 2000 U.S. App. LEXIS 1008; 53
U.S.P.Q.2D (BNA) 1580.

99-1241 (Fed. Cir., February 15, 2000), 203 F.3d 1305; 2000 U.S. App. LEXIS 2065; 53
U.S.P.Q.2D (BNA) 1769.

99-1514 (Fed. Cir., August 11, 2000), 2000 U.S. App. LEXIS 19978.

147

148

149

130 00-1067 (Fed. Cir., November 1, 2000), 2000 U.S. App. LEXIS 27336.

131 99.1268 (Fed. Cir., April 19, 2000), 2000 U.S. App. LEXIS 6960.
Reversed.

99-1259 (Fed. Cir., August 4, 2000), 222 F.3d 1362; 2000 U.S. App. LEXIS 18745; 55
U.S.P.Q.2D (BNA) 1673.

VACATE and REMAND.
Miscellaneous Docket No. 605 (Fed. Cir., February 25, 2000), 2000 U.S. App. LEXIS 5105.

152

153

154
155

156 Dome Patent's petition for awrit of mandamus is denied.

00-1139 (Fed. Cir., February 1, 2001), 4 Fed. Appx. 853; 2001 U.S. App. LEXIS 1376.
01-1112 (Fed. Cir., April 4, 2001), 7 Fed. Appx. 972; 2001 U.S. App. LEXIS 5640.

00-1451 (Fed. Cir., June 28, 2001), 254 F.3d 1053; 2001 U.S. App. LEXIS 14322; 59
U.S.P.Q.2D (BNA) 1215.

00-1336 (Fed. Cir., February 9, 2001), 4 Fed. Appx. 914; 2001 U.S. App. LEXIS 2047.

157
158

159

160
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161
2002 In re Jerry R. Salandro™ In re Bogese'® Singh v.
Brake'® In re Huston'® In Re Glaug'®

161

162

163

164

165

166

167

168

169

170

171

172

Brown v. Barbacid, et al.**’ Inre Sang Su Lee'®
In re C. Steven McDanidl, et al.**®

2003 Mazzari v. Rogan'™ Velander et a. v. Garner, et al.*"™
Ulead Systems, Inc. (a California Corporation),

et al. v. Lex Computer and Management Corp.'"

Affirmed in part, vacated in part, and remanded.
01-1394 (Fed. Cir., February 28, 2002), 30 Fed. Appx. 947; 2002 U.S. App. LEXIS 4434.

01-1354 (Fed. Cir., September 13, 2002), 303 F.3d 1362; 2002 U.S. App. LEXIS 18789; 64
U.S.P.Q.2D (BNA) 1448.

01-1621 (Fed. Cir., October 16, 2002), 317 F.3d 1334; 48 Fed. Appx. 766; 2002 U.S. App.
LEXIS 21887; 65 U.S.P.Q.2D (BNA) 1641.

02-1048 (Fed. Cir., October 17, 2002), 308 F.3d 1267; 2002 U.S. App. LEXIS 21659; 64
U.S.P.Q.2D (BNA) 180.

00-1571 (Fed. Cir., March 15, 2002), 283 F.3d 1335; 2002 U.S. App. LEXIS 4246; 62
U.S.P.Q.2D (BNA) 1151.

00-1590 (Fed. Cir., January 11, 2002), 276 F.3d 1327; 2002 U.S. App. LEXIS 460; 61
U.S.P.Q.2D (BNA) 1236.

00-1158 (Fed. Cir., January 18, 2002), 277 F.3d 1338; 2002 U.S. App. LEXIS 855; 61
U.S.P.Q.2D (BNA) 1430.

01-1307 (Fed. Cir., June 19, 2002), 293 F.3d 1379; 2002 U.S. App. LEXIS 12264; 63
U.S.P.Q.2D (BNA) 1462.

02-1269 (Fed. Cir., March 17, 2003), 323 F.3d 1000; 2003 U.S. App. LEXIS 4750; 66
U.S.P.Q.2D (BNA) 1049.

02-1366 (Fed. Cir., November 5, 2003), 348 F.3d 1359; 2003 U.S. App. LEXIS 22717; 68
U.SP.Q.2D (BNA) 1769.

01-1320 (Fed. Cir., December 9, 2003), 351 F.3d 1139; 2003 U.S. App. LEXIS 24718; 69
U.S.P.Q.2D (BNA) 1097.
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2004 Inre Lavaughn F. Watts, Jr.'”®  In re Jeffrey M. Sullivan et
al.t™ Arnold Partnership v. Jon Dudas'™ In
re Bruce Beasley' Bilstad, et a. v.
Wakalopulos, et al. ™’

2005 Star FruitsSIN.C.,etal.v. U.S. et a.'™® In re Kenneth
Harris and Jacqueline B. Wah!*"®

CAFC USPTO 5U.S.C. 8706
USPTO
5USC. 8706(2) (A) (F)
5USC. §
706
1999 SCt Dickinson v. Zurko CAFC USPTO

173 03-1121 (Fed. Cir., January 15, 2004), 354 F.3d 1362; 2004 U.S. App. LEXIS 572; 69

U.S.P.Q.2D (BNA) 1453.

174 03-1278 (Fed. Cir., March 22, 2004), 362 F.3d 1324; 2004 U.S. App. LEXIS 5321; 70

U.S.P.Q.2D (BNA) 1145.

175 03-1339 (Fed. Cir., March 24, 2004), 362 F.3d 1338; 2004 U.S. App. LEXIS 5513; 70
U.SP.Q.2D (BNA) 1311.

176 04-1225 (Fed. Cir., December 7, 2004), 117 Fed. Appx. 739; 2004 U.S. App. LEXIS 25055.

03-1528 (Fed. Cir., October 7, 2004), 386 F.3d 1116; 2004 U.S. App. LEXIS 20922; 72
U.S.P.Q.2D (BNA) 1785.

177

%8 04-1160 (Fed. Cir., January 3, 2005), 393 F.3d 1277; 2005 U.S. App. LEXIS 2; 73

U.S.P.Q.2D (BNA) 1409.

179 04-1370 (Fed. Cir., May 25, 2005) (Fed. Cir. BBS).
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CAFC  5U.SC. §706
5 U.S.C. §706(2)

A) (F) CAFC
In re Zurko
basic knowledge common sense
5 USC. 8§
706(2)(E) unsupported by substantial evidence...
basic knowledge common sense
basic knowledge common
sense Dickinson v.
Zurko
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