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2.1

express

2.2 Pennwalt Corp. v. Durand-Wayland, Inc., 2

1987 Pennwalt Corp. v. Durand-
Wayland, Inc.,

shift register

b pennwalt Corp. v. Durand-Wayland, Inc., 833 F.2d 931 (Fed. Cir. 1987)

1
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2.4
34
() Rule of Exactness
(2 Rule of Addition
a A B C
A B CD
b A B C
A B C D
c A B C
A B CD D
D
d.

p8 1996 5 16

2003.10.27-29 15
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(3 Rule of Omission
3.
read on literal infringement
2004
functional claims 18 8

means plus function or steps plus function
equivalent scope

112 6 5 SPLTRule13(4)(a) 6

means for

means for

35 U.S.C. 112(6): " An element in aclaim for a combination may be expressed as a means or
step for performing a specific function without the recital of structure, material, or actsin
support thereof, and such claim shall be constructed to cover the corresponding structure,
material or acts described in the specification and equival ents thereof.”

Substantive Patent Law Treaty (10 Session), Rule 13(4)(a): Where a claim defines a means
or astep in terms of its function or characteristics without specifying the structure or
material or act in support thereof, that claim shall be construed as defining any structure or
material or act which is capable of performing the same function or which has the same
characteristics.

Substantive Patent Law Treaty SPLT 2004 10

95.04 ERAEMAT 88 1
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10

11

Colev. Kimberly-Clark Corp., 102 F.3d 524, 531 (Fed. Cir. 1996)(“ To invoke [section
112(6)], the alleged means-plus-function claim element must not recite a definite structure
which performs the described function.”)

Laitram Corporation v. Rexnord, Inc., 939 F.2d 1533 (Fed. Cir. 1991)
p241 1998 11

Graver Tank & Mfg. Co., Inc. v. Linde Air Products Co., 339 U.S. (1950) 605, 70 S.Ct. 854,
94 (L. Ed 1097), at 858.

10

" Dolly, Inc. v. Spalding & Evenflo Cos., 16 F.3d 394 (Fed. Cir. 1994)
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4.1
doctrine of equivalents
12
13
1853  Winansv. Denmead, 56 U.S. 330 (1853) **
equity
insubstantial difference infringement under doctrine

of equivalents

15 SPLT Article 11(4)(b)

2 Festo Corporation v. Shoketsu Kinzoku Kogyo Kabushiki Co., Ltd., et al., 122 S.Ct. 1831,

1837 (2002)(“ The language in the patent claims may not capture every nuance of the
invention or describe with complete precision the range of its novelty”)

13 Graver Tank & Manufacturi ng Co., v. Linde Air Products Co. (1950), 339 U.S. 605, 70 S.Ct

854, 94 (L.Ed 1097), at 858

14 RossWinansv. Adam, Edward, and Talbot Denmead, 56 U.S. 330, 343, (1853)(“The
exclusive right to the thing patented is not secured, if the public are at liberty to make
substantial copies of it , varying its form or proportions.”)

> Warner-Jenkinson Co., Inc. v. Hilton Davis Chemical Co., 520 U.S 17 (2997)(* The scope of

apatent is not limited to its literal terms but instead embraces all equivalentsto the claims
described”)

95.04 EHHEEAT 88 1
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elements
' Rule13(5) 11(4)(b)
(i)
(if)
17
1950 Graver Tank & Manufacturing Co. v. Linde

Air Products Co.

18

16 Substantive Patent Law Treaty (10 Session), Article 11 (4)(b): For the purpose of

determining the scope of protection conferred by the patent, due account shall be taken[, in
accordance with the Regulations,] of elements which are equivalent to the elements
expressed in the claims.

7" Substantive Patent Law Treaty (10 Session), Article 13 (5): For the purposes of

Article 11(4)(b), an element (“the equivalent element”) shall generally be considered as
being equivalent to an element as expressed in aclaim (“the claimed element”) if, at the
time of an alleged infringement:...

8 Graver Tank & Manufacturi ng Co. v. Linde Air Products Co., 339 U.S. 608, (1950)(“ But

courts have also recognized that to permit limitation of a patented invention which does not
copy every literal detail would be to convert the protection of the patent grant into a hollow
and useless thing. Such a limitation would leave room for — indeed encourage— the
unscrupul ous copyist to make unimportant and insubstantial changes and substitutions in the
patent ..., and hence outside the reach of law.”)

LEuER AT 88 1 95.04
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1997 Warner-Jenkinson

19

20

4.2

insubstantial difference

4.2.1

1853  Winansv. Denmead, 56 U.S. 330 (1853) *

minimum and
insubstantial difference

9 Warner-Jenkinson Company v. Hilton Davis Chemical Co., 520 U.s. 17, at 21023 (1997)

20 Winansv. Denmead, 56 U.S. 15 How. 330, 14 L.Ed. 717 (1853)

2l RossWinansyv. Adam, Edward, and Talbot Denmead, 56 U.S. 330, 343, (1853)(“The

exclusive right to the thing patented is not secured, if the public are at liberty to make
substantial copies of it , varying its form or proportions.”)
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Winans v. Denmead

4.2.2
1853
1950 Graver Tank & Manufacturing Co. v. Linde Air
Products Co. function-way-result
tripartite test
way
function result
2 1817 Bushrod
Washington Gray v. James, 10 F.Cas. 1015

Graver Tank & Manufacturing Co. v. Linde Air Products Co.

22 Graver Tank & Manufacturing Co. v. Linde Air Products Co., 339 U.S. 608, (1950)(“ To

temper unsparing logic and prevent an infringer from stealing the benefit of the invention” a
patentee may invoke this doctrine to proceed against the producer of adevice “if it performs
substantially the same function in substantialy the same way to obtain the same result.”
Sanitary Refrigerator Co. v. Winters, 280 U.S. 30, 42. The theory on which it isfounded is
that “if two devices do the same work in substantially the same way, and accomplish
substantially the same result, they are the same, even though they differ in name, form, and
shape.” Union Paper-Bag Machine Co. v. Murphy, 97 U.S. 120, 125)

LEuER AT 88 1 95.04
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4.2.3
function-way-result tripartite test

A B C
A B D C D

C D D C

C C
C D

C D

4.2.3

interchangeability

23

2 Graver Tank & Mfg. Co., Inc. v. Linde Air Products Co., 339 U.S. 605, 609 (1950)(“ What
constitutes equivalency must be determined against the context of the patent, the prior art,
and the particular circumstances of the case. ...Consideration must be given to the purpose
for which an ingredient is used in a patent, the qualities it has when combined with the other
ingredients, and the function which it isintended to perform. An important factor is whether
persons reasonably skilled in the art would have known of the interchangeability of
substitutes for an element of a patent is one of the express objective factors noted by Graver
Tank as bearing upon Whether the accuse device is substantially the same as the patented
invention.”)

95.04 ERAEMAT 88 1
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1950 Graver Tank & Manufacturing Co. v. Linde
Air Products Co.

Graver Tank & Manufacturing Co. v. Linde Air Products Co.

1926
4.2.7
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24 25

4.2.4

4241

2.2 Pennwalt Corp. v. Durand-Wayland, Inc.,®
element-by-element test/elemental
approach

1997 Warner-Jenkinson %/

2 Dolly, Inc. v. Spalding & Evenflo Cos., 16 F.3d 394 (Fed. Cir. 1994)

% Warner-Jenkinson Co., Inc., v. Hilton Davis Chemical Co., 520 U.S. 17 (1997)(*“ The known
interchangeability of substitutes for an element of a patent is one of the express objective
factors noted by Graver Tank as bearing upon whether the accused device is substantially
the same as the patented invention.”)

% pennwalt Corp. v. Durand-Wayland, Inc., 833 F.2d 931 (Fed. Cir. 1987)

2" \Warner-Jenkinson Company v. Hilton Davis Chemica Co., 520 U.s. 17, at 21023

(1997) (" Each element contained in a patent claim is deemed material to defining the scope
of the patented invention, and thus the doctrine of equivalents must be applied to individual
elements of the claim, not to the invention asawhole.”)

95.04 ERAEMAT 88 1
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4.2.4.2

invention as a whole/entirety approach

(1) Hughes Aircraft Company v. United States®

1983 Hughes Aircraft Company v. United
States

instantaneous spin angle; 1SA
precession 1950's 1960's

ISA ISA

% Hughes Aircraft Company v. United States, 140 F.3e 1470, at 1473 (Fed. Cir. 1998)

LEuER AT 88 1 95.04
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SE store and execute
SIE
ISA
external
location SE
7
ISA
SE

(2) Corning Glass Works v. Sumitomo Electric USA%

1989 Corning Glass Works v. Sumitomo
Electric USA

positive doping negative doping

2 comi ng Glass Works v. Sumitomo Electric USA, Inc., 868 F.2d 1251 (Fed. Cir. 1989)

95.04 ERAEMAT 88 1
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30

4.2.5

after-arising
technology 3

% corni ng Glass Works v. Sumitomo Electric USA, Inc., 868 F.2d 1259 (Fed. Cir. 1989)(*An

equivalent must be found for every limitation of the claim somewhere in an accused device,
but not necessarily in a corresponding component, although that is generally the case.”)

3 Texas Instruments v. United States International Trade Commission, 805 F.2d 1558 (Fed. Cir.
1986) (Texas Instrument | )

Vamont Industries, Inc. v. Reinke Manufacturing Co., Inc.

LEuER AT 88 1 95.04
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1986 Texas Instruments v. United States

International Trade Commission

(1) (2)
©) (4)

administrative law judge

readability

cumulative effect

32 Texas Instruments v. United States International Trade Commission, 805 F.2d 1558 (Fed. Cir.
1986) (Texas Instruments| )

95.04 ERAEMAT 88 1
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33

[l

4.3
426
1.06 1
135 1 135 1.06
34
4.2.7
dedication rule 1926

35

36

(1) Maxwell v. J. Baker, Inc.*

Texas Instruments v. United States International Trade Commission, 846 F.2d 1369 (Fed. Cir.
1988) (Texas Instruments 1 )

p200~201
1998 3

Alexander Milburn Co. v. Davis-Bournonville Co., 270 U.S. 390 (1926)
Maxwell v. J. Baker, Inc., 86 F.3d 1098 (Fed. Cir. 1996)
37 36

LEuER AT 88 1 95.04
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1996 Maxwell v. J. Baker, Inc.

(2) Johnson & Johnston v. R.E. Service Co.*®

2002 Johnson & Johnston v. R.E. Service
Co.

Maxwell v. J. Baker, Inc.

YBM Magnex, Inc. v. Internationa Trade

% Johnson & Johnston Associates Inc. v. R.E. Service Co. Inc., et d., 285 F.3d 1046 (Fed. Cir.

2002)

95.04 ERAEMAT 88 1
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Commission®
Maxwell

Maxwell
Maxwell

4.2.8 Warner- Jenkinson v. Hilton Davis®

1982 Court of Appeals for the
Federal Circuit
1997 Warner-Jenkinson V.
Hilton Davis
1952

Warner- Jenkinson v. Hilton Davis
200 400

pH 60 90
5-15 90%
200
500 pH 5.0
5-15 pH 5.0 pH

¥ vBM Magnex, Inc v. International Trade Commission, 145 F.3d 1317, 46 U.S.PQ. 2d 1843
(Fed. Cir., 1998)

40" \Warner- Jenkinson Co., v. Hilton Davis Chemical Co., 520 U.S. 17 (1997)

w EEER AT 88 ) 95.04
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6.0
(1) 1952 112 6
2
(3)

(1) 1952
112 6 1946 Halliburton *

Graver Tank
Niles
deemed material

2

4L Halliburton Oil Well Cement Co. v. Walker, 329 U.S. 1-8 (1946)
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[l

3)
pH 9.0
pH 6.0 90 pH 9.0
pH 6.0
(1)
2
3)
(1)
2 Graver Tank
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Graver Tank

©)] Graver Tank

Warner- Jenkinson v. Hilton Davis

D)
)

3)
(4)

()
(6)

(")
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4.2.9

2002 Festo v.
Shoketsu Kinzoku Kogyo Kabushiki

foreseeability

Warner- Jenkinson v. Hilton Davis

Festo v.
Shoketsu Kinzoku Kogyo Kabushiki

554

D)
2
3)
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Rader Sage”  Johnson & Johnston®
44
4.3
2 (define the scope of
patent right) (notice to the public)

42 Sage Prods. Inc. v. Devon Indus., Inc., 126 F.3d 1420, 1444 (Fed. Cir. 1997)(* as between the

patentee who had a clear opportunity to negotiate broader claims but did not do so, and the
public at large, it is the patentee who must bear the cost of its failure to seek protection for
this foreseeable ateration of its claimed structure.”)

Johnson & Johnston Associates Inc. v. R.E. Service Co. Inc. and Mark Frate, 285 F.3d 1046
(Fed. Cir. 2002)(“ This alternative would also help reconcile the preeminent notice function
of patent claims with the protective function of the doctrine of equivalents. This reconciling
principleis simple: the doctrine of equivalents does not capture subject matter that the
patent drafter reasonably could have foreseen during the application process and included in
the claims.”)

4 Martin Adelman, Professor of Law in The George Washington University Law School.

95.04 ERAEMAT 88 1
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reversed doctrine of equivalents

4.2.8 Warner- Jenkinson v. Hilton Davis ®
112 6

Halliburton Oil Well Cementing Co. v. Walker

Graver Tank 1898 Boyden Power Brake
Co. v. Westinghouse™® 1986

4 \Warner-Jenkinson Company, Inc., v. Hilton Davis Chemical Co., 520 U.S. 17, 28 (1997)

46 Boyden Power Brake Co. v. Westinghouse, 170 U.S. 537, 568 (1898) (“But, even if it be

conceded that the Boyden device corresponds with the letter of the Westinghouse claims,
that does not settle conclusively the question of infringement ... The patentee may bring the
defendant within the letter of his claims, but if the latter has so far changed the principle of
the device that the claim of the patent, literally construed, have ceased to represent his actual
invention, heis as little subject to be adjudged an infringer as one who violated the letter of
a statute has to be convicted, when he has done nothing in conflict with its spirit and
intent.”)

w EEER AT 88 ) 95.04
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Texas Instruments v. United States
International Trade Commission® 425

1985 SRI International v. Matsushita

Electric Corporation of America *

Scripps Clinic & Research
Foundation v. Genetech, Inc.
SRI

4" Texas Instruments v. United States International Trade Commission, 846 F.2d 1369 (Fed. Cir.
1988) (Texas Instruments|1 )

8 SRI International v. Matsushita Electric Corporation of America, 775 F.2d 1107, 1122-1126

(Fed. Cir. 1985)

95.04 ERAEMAT 88 1
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International v. Matsushita Electric Corporation of America

[l
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