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2L I The determination of whether a preamble [imits a claim is made on a case-by-case basis

in light of the factsin each case; thereis no litmus test defining when a preamble limits the
scope of aclaim ; CatalinaMktg. Int'l v. Coolsavings. com, Inc., 289 F.3d 801, 808, 62
USPQ 2d 1781, 1785 (Fed. Cir. 2002) -

2 T Adlam preamble has the import that the claim as awhole suggestsfor it. ; Bell

Communications Research, Inc. v. Vitalink Communications Corp., 55 F.3d 615, 620, 34
USPQ 2d 1816, 1820 (Fed. Cir. 1995) -

B Tlftheclam preamble, when read in the context of the entire claim, recites limitations of

the claim, or, if the claim preamble is “ necessary to give life, meaning, and vitality” to the
claim, then the claim preamble should be construed asif in the balance of the claim. ; Pitney
Bowes, Inc. v. Hewlett-Packard Co., 182 F.3d 1298, 1305, 51 USPQ 2d 1161, 1165-66 (Fed.
Cir. 1999)- See also Jansen v. Rexall Sundown, Inc., 342 F.3d 1329, 1333, 68 USPQ 2d 1154,
1158 (Fed. Cir. 2003) -

2T determi ning that preamble language that constitutes a structural limitation is actually part

of the claimed invention. | Pac-Tec Inc. v. Amerace Corp., 903 F.2d 796, 801, 14 USPQ 2d
1871,1876 (Fed. Cir. 1990) -

% T The determination of whether preambl e recitations are structural limitations can be

resolved only on review of the entirety of the application "to gain an understanding of what
the inventors actually invented and intended to encompass by the claim.” ; Corning Glass
Works v. Sumitomo Elec. U.S.A., Inc., 868 F.2d 1251, 1257, 9 USPQ 2d 1962, 1966 (Fed.
Cir. 1989) -
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preamble only to state a purpose or intended use for the invention, the preambleis not a
claim limitation. ; Rowe v. Dror, 112 F.3d 473, 478, 42 USPQ 2d 1550, 1553 (Fed. Cir.
1997) - See aso Pitney Bowes, Inc. v. Hewlett-Packard Co., 182 F.3d 1298, 1305, 51 USPQ
2d 1161, 1165 (Fed. Cir. 1999) -

T preamble is not alimitation where claim is directed to a product and the preamble merely

recites a property inherent in an old product defined by the remainder of the claim ; Kropav.
Robie, 187 F.2d at 152,88 USPQ 2d at 480-81 -
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SPLT Rule 13(4)(a) ,Tenth Session (2004) " Where a claim defines ameans or astep in terms
of itsfunction or characteristics without specifying the structure or material or act in support
thereof, that claim shall be construed as defining any structure or material or act whichis
capable of performing the same function or which has the same characteristics > | »

40" 4 Inre Johnson,394 F.2d 591,157 USPQ 620(CCPA.1968) % @ - i# il = § s Rt &
L PR o @ S RGP Rl RL P SRR A 2 R AP
2337 - CAFC =+ Atlantic Thermoplastics Co.Inc.v. Faytex Corp.,974 F.2d 1299,24 USPQ
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TOFEMAR TRFAAE SR TEPLRMEL, - F TRPA RS
p.2-1-45 (2004.7.1) - SPLT Rule 13(4)(b) ,Tenth Session (2004) " Where a claim definesa

product by its manufacturing process, that claim shall be construed as defining the product
per se having the characteristics imparted by the manufacturing process. | °
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4 T RODUCT-BY-PROCESS CLAIMSARE NOT LIMITED TO THE MANIPULATIONS
OF THE RECITED STEPS, ONLY THE STRUCTURE IMPLIED BY THE STEPS ; MPEP
2113 Product-by-Process Claims [R-1] (Rev. 3, August 2005) - " [E]ven though
product-by-process claims are limited by and defined by the process, determination of
patentability is based on the product itself. The patentability of a product does not depend on
its method of production. If the product in the product-by-process claim is the same as or
obvious from a product of the prior art, the claim is unpatentabl e even though the prior
product was made by a different process. ; Inre Thorpe, 777 F.2d 695, 698, 227 USPQ 964,
966 (Fed. Cir. 1985) -
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SPLT Rule 13(4)(c) ,Tenth Session (2004) " Where a claim defines a product for a particular
use that claim shall be construed as defining the product being limited to such use only. | »

SPLT Rule 13(4)(c) [COMMENT: For the purpose of the interpretation of product-by-use
claims, such claims should be construed as the product being limited to the particular use.
Therefore, if aclaim defines a product for a particular use, the scope of the claim shall be
limited to the product for such use. Whether the product is new or not and whether the
particular use of such product is new or not having regard to the prior art is not a question of
interpretation, but a question of patentability of the claimed invention. It should be noted
that this provision concerns a product claim limited to a particular use (ex. a chemical
compound Z for insecticidical use), and not a use claim (ex. use of compound X asa
herbicide).] -

* SPLT Rule 13(2)(a) , Tenth Session (2004) " The claims shall not be limited to the
embodiments expressly disclosed in the application, unless the claims are expressly limited
to such embodiments. | -

>l SPLT Rule 13(3) , Tenth Session (2004) " Any reference signs to the applicable part of the
drawing referred to in Rule 5(3)(c) shall not be construed as limiting the claims. | - Rule
5(3)(c) " Where the application contains a drawing, the mention of any ftechnical] featurein
aclaim may, if theintelligibility of that claim can thereby be enhanced, include areference
sign to the applicable part of that drawing;...... |
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ERTE o EPC % 78 i " Requirements of the European patent application(1) A
European patent application shall contain:(a) arequest for the grant of a European patent;(b)
a description of the invention; (c) one or more claims;(d) any drawings referred to in the
description or the claims;(e) an abstract. | - PCT Article 3(2) " An international application
shall contain, as specified in this Treaty

and the Regulations, a request, a description, one or more claims, one or more drawings
(where required), and an abstract. ;» % R % 4% %5 {7 ' R|§ 1.72(b) " A brief abstract of the
technical disclosure in the specification must commence on a separate sheet, preferably
following the claims, under the heading “ Abstract” or “ Abstract of the Disclosure.” | »

% Article 5(2) " The abstract shall merely serve the purpose of information and shall not be

taken into account for the purpose of interpreting the scope of the protection sought or of
determining the sufficiency of the disclosure and the patentability of the claimed
invention. | -

Article 85 " The abstract shall merely serve for use astechnical information; it may not be
taken into account for any other purpose, in particular not for the purpose of interpreting the
scope of the protection sought nor for the purpose of applying Article 54, paragraph 3. | »
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SPLT Rule 7(3)(b) ,Tenth Session (2004) " (b)A Contracting Party may provide that the right
of the applicant to make amendments and correctionsin the abstract referred to in Article
7(2) shall not apply where the applicant is not responsible for the preparation of the fina
contents of the abstract to be published. | -
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65 &4 Corning Glass Works v. Sumitomo Elec. U.S.A. Inc., 868 F.2d 1251, 1257, 9 USPQ 2d
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8 [e]lach element contained in a patent claim is deemed material to defining the scope of the

patented invention, and thus the doctrine of equivalents must be applied to individual
elements of the claim, not the invention asawhole. | -

R.C.A. Photophone Ltd. v. Gaumont-British Picture Corp. Ltd. (1936) R.P.C. 167-207 -
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patentee but is sometimes used against him. Thus, where The wholesome realism of this
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8 Article2 Equivalents” For the purpose of determining the extent of protection conferred by a

European patent, due account shall be taken [ at the time of the alleged infringement ] of any
element which is an equivalent to an element specified in theclaims -

U AR EFEE 2 RAT F 20 0 B w5% 2 %4 [ (2)A meansshal generaly be

consdered as be| ng equwalent if it isobviousto a person skilled in the art that using such
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2z g’l ﬁ* # > AIPPI(Internationa Association for the Protection of Intellectual Property)”‘T *
FRZITEZ NI ERT S 2% 138 > *ﬁ.#ﬁi”i’ BB Fe s ¥ sn/;?a‘ piag 2z
FEFR% ’ Lb’f PE R 5 ¥ riJ-L;EJ PREERETE B3 E o FE I';}\pq 1 /;‘1”5 pES
EEECAIPPIE D F S - s EREN N0% | AR a8 FIMRBAP » .52
g2 > KT ETIER®H -

L E RAFAEOR EPRLPEL S RER LIRS
B L BT R AR T A B BT ET R -

%2 Article 3 Prior Statements " For the purpose of determining the extent of protection ,due

account shall be taken of any statement unambiguously limiting the extent of protection,
made by the applicant or the proprietor of the patent in the European patent application or
patent, or during proceedings concerning the grant or the validity of the European patent, in
particular where the limitation was made in response to a citation of the prior art | »
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(@) (...) aclaim shall be considered to cover not only all the elements as expressed in the
claim but also equivaents. (b) An element (*the equivalent element”) shall generally be
considered as being equivalent to an element as expressed in aclaim if, at the time of any
alleged infringement, either of the following conditionsis fulfilled in regard to the invention
as claimed:

(i) the equivalent element performs substantially the same function in substantially the same
way and produces substantially the same result as the element as expressed in the claim, or
(i) it is obvious to a person skilled in the art that the same result as that achieved by means
of the element as expressed in the claim can be achieved by means of the equivalent
element. | -
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#8227 pw 92 27p2 102 5P %«F’“rﬂWIF’O%ﬁ31‘,?r4‘1 € e kE 2 SCPATh
1iEFE o 2RAEY HHE TADHE ) M IR VERF L ATEE > KA
WIPO + ¢3tmis mad &3> 2 £ d WIPO 2 DirectorGeneraI *2005#% 27 16 p
4 A% B 2. Casablanca 7- \,,L;\f%r; €3k HH SCPA kw &2 1 1% AskipLy
o PEsdih 6 BoRAL > A T~ BAI - A7 EH CEHME S L RBER BT R
w435 % SCP3t w0 15 278 »r e ip 4 | ¢ (Intergovernmental Committee on Intellectual
Property and Genetic Resources, Traditional Knowledge and Folklore, IGC)3 i = £ €
R X PEAR T W AR H 22 ESCP*2005% 67 13 2p Fi7y 11w & ¢k
IGC“”%“200541 6?51 10pE+% 8‘?L‘§F£’ AR g R ggyw

P ivztd > 320058 97 » WIPO £ €3 M3tk % % » *ig%ﬁé*%&é‘z
i@{{mﬂgﬁa °

9 SPLT Rule 13(5) ,Tenth Session (2004) -
% SPLT GUIDELINES, 149, Tenth Session (2004) -
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10.21 # |

FRM 170 #5#F 542 0 s o h i K B2 26 Ed
iﬂ—?ﬁ@%gﬁgﬁ- 21870 # ik 2 L AE iR 2 &
FEERR LAY d Y FRIFERATEIEFER - £ l}ﬁ]ﬁx
%éhﬁ% SABEA R P % B TS B P R T
2% 2 PR F 20

ENREBZ2Z N FRER HFEEH RS BB ELHLED
X)) E_1814 & e Odiorne V.Winkley % » % P im¢a 2 a2 Wk 3
i# ez F Joseph.Story 45 Fi R g m2beng B ez > 7 gy
o d5 R A e g, ' 1817 # ¢ Bushrod Washington ;2 ¢ & Gray
v.James % & & = > [ # 5 — £ B — & % P& (function-way-result test) |

SRR B X e H B gL p]5] 120 4> 1853 E koK 2 42

“‘):

®or [The inventor] shall particularly point out and distinctly claim the part, improvement, or

combination which he claims as hisinvention or discovery ... ;Patent Act of 1870, ch. 230, §
26, 16 Stat. 198-217 (1870) -

100 % 0 % % ;123" Warner Jenkinson v. Hilton Davis % ;&2 2. Notes4 -

101 r Mere colorable differences, or di ght improvements, cannot shake the right of the original
inventor ; Odiornev. Winkley, 18F.Cas.581, 582 (C.C.D.Mass.1814) (No. 10,432) -

102 % 4= Evansv. Eaton 20 U.S. (7 Wheat.) 356 (1822), Machine Co. v. Murpyhy, 97 U.S. 120,
125,24 L. Ed. 935 (1877) % Sanitary Refrigerator Co. Winters, 280 U.S. 30,42, 50 S. Ct. 9,
13(1929) % - 12 45 41 [ generally speaking, one device is an infringement of another 'if it
performs substantially the same function in substantially the same way to obtain the same
result........; so that if two devices do the same work in substantially the same way, and
accomplish substantially the same result, they are the same, even though they differ in name,
form, or shape.’ | -
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TRBEEH NN £ %65 1950 £ 2 Graver Tank %27 & % i Buse

103 Winans . Denmead, 56 U.S. (15 How) 330(1853) - 3% % % % Bl & i¢ * 5% % 4] 2.4 )

EfESRE o R4 Winansk 1 - AR R4 0 o T304 fB4 chd o> T ERS
ﬂw‘ﬁt% Denmead % 3+ 1 - B HIRE N LA T I0E £ F 3 o Winans
o4 Denmead B o — F ik iiA 0 R oY B ?'J%Eﬂ‘ﬂff;ﬁ fia R 'FVIE"' "R
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" specifications are to be construed liberally ;o B % 2 Fa2t iz % @ - T Fl4o2 Fl4a | 28
SmE T A b Bk .

104

105 1 The exclusive right to the thing patented is not secured, if the public are at liberty to make

substantial copies of it, varying its form or proportions. |

106 r "[T]he substantial equivalent of athing, in the sense of the patent law, is the same as the

thing itself; so that if two devices do the same work in substantially the same way, and
accomplish substantially the same result, they are the same, even though they differ in name,
form, or shape." ; Machine Co. v. Murphy, 97 U. S. 120 (1878) -

Graver Tank & Mfg. Co. v. LindeAir Prods. Co., 339 U.S. 605 (1950) - /& & & f1 ¥ 35
?%@ﬂ”%4ﬁpmﬁﬁ $¢¢*$M’ﬁ'$ﬁﬁym o M PE SA R
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I a patentee may invoke this doctrine to proceed against the producer of adevice "if it
performs substantially the same function in substantially the same way to obtain the same
result." Sanitary Refrigerator Co. v. Winters, 280 U.S. 30, 42 . The theory on whichiitis
founded is that "if two devices do the same work in substantially the same way, and
accomplish substantially the same result, they are the same, even though they differ in name,
form, or shape." Machine Co. v. Murphy, 97 U.S. 120, 125. ;- # ¢ #73] T 4p I i0% % (the
sameresult) ) »t H & 4p B )-8 *ﬁ.% ¢ 3 ;“- r4 ﬁ;“r#p ke Hﬂ‘*%(wbstantiallythesame
result) ;o 44 & 1 2001 & 7 i 45 # ;,\#ﬁ 2 rsAE‘wér;a*:?:@»;‘Aﬁ t
WS RIL s £ T zﬁ%ﬁ 1 BT L 3 enddgs 22
%J’?ﬂg%f ,}\%-’&9 7 j_—i\:*;hﬂ ! 3,)3;;}"\7,)‘%5 rr'r'”’ff"' /zp%_gyﬁqm ;%ﬁg\,
ARZRARTERFFHOEPF S ‘}’ AP ¥ EEE Sfr 2 dnk 2 L
Flermak BT RE L & (o (2 Bt = J"m TR A RRATFZFRIPE
F-@f&j\ﬁlpﬁq‘v? ° e

jﬂ.l W
\m*é$v

—‘,\/U

#en 57 B BERRIBAIEREEEILFT

LR F A A R I The differences between the Diehl device and the Cramer
construction are substantial, and not merely colorable. | Singer Mfg. Co. v. Cramer, 192 U.S.
265, 275, 24 S. Ct. 291 (1904) -

"whether under the circumstances the change was so insubstantial that the trial court's
invocation of the doctrine of equivalents was justified. | , " ...where the two compositions
were substantially identical in operation and result, was so insubstantial, in view of the
technology and the prior art, that the patent was infringed under the doctrine of
equivaents. ; , " Such alimitation would leave room for - indeed encourage - the
unscrupul ous copyist to make unimportant and insubstantial changes and substitutions in the
patent which, though adding nothing, would be enough to take the copied matter outside the
claim, and hence outside the reach of law. | -

" In determining equivalents, ......... An important factor is whether persons reasonably
skilled in the art would have known of the interchangeability of an ingredient not contained
in the patent with one that was. | -
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Ra oo FREPAS-Graver Tank /g2 a2 %5~ & 412 > 2 R 514
BEHEY G5 ﬂ#@m & ’ﬁ P e 2 & @ =
# B enf 3 3 (reissue) Az A PTO A& 2 % 14 Fl chBk g ¥ 1 4L
Fo— R BRI Aot 0 3R Loon B SR dn KR T g 2
%]}:]112 °

Graver Tank %/ 2.539% % » BT X2 % » B3 2m4i R %ﬁ
EP 3 MBEHRDEEBYR LT BB RN E LD LR A

W CRIREAS X WAL FREe d W EOLENETE

M2 Graver Tank % 2.t ¢ Warner-Jenkinson % ¢ » 35% %1 XRGAPR O R A

it I (R 35 % 3% o Graver Tank & %3 1950 i 2 Ji—iﬂmmmﬁ%f |i% 19523:%]
08 K] SR <R TG BE S RAk MWW GG i
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LR 12055 655 125 1 BkinE% o 2 {,1 # @&ﬁxr’g,zh19463"§?
Halliburton Oil Well Cementlng Co.v.Walker % ¢, & » F1 52 3% & B 340 # i Mgk
B2 ER I % ) av 112 i % 638 2. hmpwlﬁx‘” ﬁ br;foIE R ]
spal?ﬂ Flt o Eﬁ]é VITE 2 ENUARZENFTLF EBERAE L HFANE S
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3 CAFC» 1982 107 1p % = 553 FI B J1HE L chz 3 > #0305 h2 b 3R

BRSO B EZ 9% R bldep RIS E% 4 & 2 HughesAircraft Co.
v. United States, 717 F.2d 1351(Fed. Cir. 1983)% » th#ifény 2 P54 ¥ Moz 2 &
FIT#lFrr@EEdL 22 ¥ FEJIFERe FA Bl - AFi#idas
ZE T GED O R g Rkl > ¥ - {fir’ré_#%—“li“ AAEHEFEIS2
FELEE o - B 2RI AL ‘S/‘é’ AR ERER G 2 @Y R sp"[ﬂﬁ‘ Lihd f&
KEZ2HB35 > T2 5+ &g o - §F CAFC 2 "JA—’” Ao ir Ry 254 2
Fh PR BEE AT R R LR BRI RARS IS Rk B
R BEERTR ha EEE 0 - FEMRNRE P REREFEE Y R
Flind — PO fics 395 5 4 2 RiETRRG 50 2 I‘mii%ifr% Fle g m§ - B
’&Q*’frrwﬁt#"«iﬂﬁih PR FARE S LR %‘f?}ﬁfbmi& CERF AR R BF
WS 2T RIIRIDEH I LEES 2 o AtlasPowder Co. v. E.I. Du
Pont De Nemours & Co., 750 F.2d 1569,1576 (Fed. Cir. 1984)% » CAFC { #* = » = 2
frt 2] 308 %Y BT 3% P 2 %< (the heart of theinvention) ;# F—;‘f fapt {8 CAFC
Z_fs B AR R = > Y Lemelson v. United States, 752 F.2d 1538 (Fed. Cir. 1985) % » ¥+ 35
Ehearik & 2 43 (T each element of aclaim is material and essential ;| and " the
plaintiff must show the presence of every element or its substantial equivalent in the accused
device ;| ) - ** Pennwalt Corp. v. Durand- Wayland Inc., 833 F.2d 931, 938 (Fed. Cir. 1987)
(enbanc)% » CAFC 2B /ain 2 8 2 R S LiiF P b 27k g 2
W B 08 B F 2 2 2 B3 o> Corning Glass Works v. Sumitomo Elec. U.S.A. Inc.
868 F.2d 1251 (Fed. Cir. 1989)% » CAFC s k¥ 2 & 2 R R > B2A < F 304kdrds ¥ 45
I|E - FEE g R E - - 28RS SR BT EE
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HERENRESAGRERREEER

1
—

EERERGEE B BJIREER C RERAHIEFE ALV R AL
AErrc % > 31997 & > E B E Y Warner-Jenkinson % s 2@ g AR
WD E AT e F AN ERTIEG HHEY P e B LR
g H - L ¥ FR R # 5 7 (prosecution history estoppel) > 7 1k & {14
A ERTA &E(recapture) #oar Y griEAe Y B ORJEE % A 23 (surrender)
iR - S BHEFEFG 2 Amps A Lo B = H g qba
F rsug}i,{dﬁ'#ﬁpﬁé\‘%ﬁm;i ok o ﬁxfé“ﬁx'a‘iﬁ—‘ﬁ y ok
B $% ik & £ (element-by-element) &~ 47 & P iE > 3 > & 2 R P
T SR AlERSE - SRR B EYRER T B
FEZ AR 08 H2EY TP 2 B A Y 5% 1R
cha - POl AT R RS EELETF A T AR E ) BT
EREH R LT FEY FEERL T BRI R 5% a5
#iiﬁ#?féﬁtﬂf’ °
7 Hilton Davis v. Warner-Jenkinson % ¥ > CAFC # Graver Tank %
2. T & 4 B R#(insubstantial differencetest) | to 2 £ % #5% o 3 3¢
TERFAR ) hHEHEE L R 24 4 7 4 Graver Tank %4 %

PE#evab, & TP Bl 808 24y ';J’g'ﬂ“» M oA 59 B

Mg s i qpa 2 Warner-Jenkinson bz R4 ok B2 gt ar R T R0
W A R R T i 4 (copying)shdk 2 > iR ERARE RS Y 0 T 5B
#% Graver Tank % th3, EL:}F] 51 SEHVIELN R OR AL TIHELT LG NG S E
'f]rr!’?ssl—ow EN OBV A= R i’lgvﬁ"r%%—ﬁj?m*"#%hw}—F] oW B
BRSPS RGN AR DE LTS LA F LA @R
(designing around the patent claims) ~ Z&v 7= ’? (independent devel opment)iz o

1 r Today we adhere to the doctrine of equivalents. The determination of equivalence should

be applied as an objective inquiry on an element by element basis. The Court is concerned
that the doctrine, as it has come to be broadly applied since Graver Tank, conflicts with the
Court's numerous holdings that a patent may not be enlarged beyond the scope of its claims.
The way to reconcile the two lines of authority is to apply the doctrine to each of the
individual elements of a claim, rather than to the accused product or process as awhole.
Doing so will preserve some meaning for each of aclaim's elements, al of which are
deemed materia to defining the invention's scope. and” Does the accused product or process
contain elements identical or equivalent to each claimed element of the patented invention? |
Warner- Jenkinson Co. v. Hilton Davis Chemical Co., 117 S. Ct. 1040, 41 USPQ 2d 1865,
1875 (1997) -
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M6 » g =r 1130
Wog % prgin CAFC 2 Niesi2 7032 % 22 2 PR B2 ¢ 1 5Ech TiE B 2k o

18 r [aln analysis of the role played by each element in the context of the specific patent claim
will thus inform the inquiry as to whether a substitute element matches the function, way,
and result of the claimed element, or whether the substitute plays arole substantially
different from the claimed element. ; Warner-Jenkinson Co. v. Hilton Davis Chemical Co.,
117 S. Ct. 1040, 41 USPQ 2d 1875  (1997) -
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