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ABSTRACT

The purpose of the best mode requirement in patent specification is to
avoid that inventor acquires the patent and at the same time conceal the best
mode in practicing the clamed invention at the time of filing. In
determining whether the applicant violates the best mode requirement, first
we have to decide what are the claimed invention(s) and then decide two
factual issues. (i) did the inventor have a best mode of practicing the
claimed invention at the time the patent application was filed; (ii) Is the best
mode sufficiently disclosed to allow one with ordinary skill in the art to
practice the invention. When the specification is in violation of the best
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mode requirement, the related claim(s) is invalid, and if the inventor is
found involved in an inequitable conduct, al the claim(s) in the related
patent such as its continue application are unenforceable.
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Key Words: best mode, claims, inequitable conduct, unenforceable
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35.U.SC. 112,
MPEP 2165.01.
®  Northern Telecom Ltd. V. Samsung Elec. Co., 215 F.3d 1281 at 1289 (Fed. Cir. 1997).

4 Vitronics Corp. v. Conceptronic, Inc., 90 F.3d 1576, 1582, 39 USPQ2d 1573, 1576-77
(Fed.Cir.1996).
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6 Engel Indus., Inc. v. Lockformer Co., 946 F.2d 1528, 1531-33. (Fed. Cir. 1991).
" Inre Gay, 309 F.2d 769, 772 (C.C.P.A.1962).
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& Robotic vision system, Inc., v. view engineering, Inc., 42 U.S.PQ.2d 1619 (1997).

°®  Randomex, Inc. v. Scopus Corp. 849 F.2d 585 at 590 (1988).
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NORTHERN TELECOM LIMITED v. SAMSUNG
ELECTRONICS CO., LTD. %% 3

141 #R 1 %

Northern Telecom ;3% Samsung Elec. &= H - 7 B # #1482/ 4%
2 4B (A2 f 2o B J1(USA030967 » 12 14 f AL 967 B 1) » 4o M A T
3 0F FRat - ] (summary judgment) ¥ o ] % Samsung Elec.F & &
# (literaly infringed) Northern Telecom 2. 967 & 4] » 24§ {sx 3t ¥ -
i@ 2] Northern Telecom 2. 967 & {1z ¥ £ & {1/ % 112

10 High Concrete Structures Inc. v. New Enter. Stone & Lime Co., 377 F.3d 1379, 1384, 71

USPQ2d 1948, 1951 (Fed. Cir. 2004).
1 Young Dental Mfg. Co. v. Q3 special products Inc., 112 F.3d at 1144 (Fed. Cir. 1997).
2 per3s Ae ey 2R B AR L R G MRS

EEHEEAT 9181 95.07



XESENRAZTPBERERN ZER

P

I 1 1 BN III------u..____L

YR KRB ARG 2 & R D AR H 2 2 R 3k
_ #(cross appealed) o B Ricir bRk iz L) 2967 B IS A F ¥
FIE %% 1125 ¢ & $40% 5 B30 2 & 40 b pramzn(affirm)s =& 2
FudtY F-% {14 Blenfasf & Samsung Elec.3 % 4 Northern Telecom
2. 967 & 2. ¥ o

967 & flhb F R - F ey T4E2 4EF V5, 28R > ¢
WIS -MA Lt g RS T T ERY 2 4
AR AP dra R L EMBMT R > P A AR aEN4E L
SRTAR2ZARR L A WL ELEETARZER W LT
i%ﬁ—%%éﬁbuﬁﬁ%’%g¢ﬁﬁﬁ%Fﬁ%ﬁﬁﬁﬁﬁzﬂ
rRY-KFT 2 A Y (mask) - SRk ey B8R
E f@* » ﬁfgr » WA TR 2T AL o B 1970 & N o Fui
gﬁﬁﬁﬁﬂ\ﬁﬂ,a @ﬁ%m@é%ﬁvﬂﬂ%%@%&ﬁgi

N

B WA EER 2 o jri eyl ke ﬁéz:\ﬁ"' N L ]
(sputter)4 %]; 2. :P*“(plasma) %, ME 3K 1,@; -+ (reactive ion)4
oo B P REE 5 BN NS BFEE A G RS

@5%1@4’gmﬁﬂam,%ag%%;@mﬁagﬁoaﬁ%w
LR B ie ey AR BT RS- S RFLLEF LT F
Fa SRR BRSO B T REE A G £ R Tla e

142 B 3 H0 2 £ 3%

%’%ﬁﬁlﬁ*\ﬁ»w'}blﬁ E3 ‘*(smter) ke g SIS 4
rr,;.%c'éﬁ. FE 400°C e+ o |1|J$\xa$/§n'§§z§ﬂ\b%§;$g7 Lo Rm g
duEAEy ¢ 0 € A2 7 fl(spearing)I % 0 H R F1 A AR IR P A

BoA process for gaseous etching of aluminum and aluminum oxide, including aninitial step of

plasma etching in the presence of a gaseous trihalide comprising at least in part, a boron
trihalide.
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18 Northern Telecom Ltd. v. Samsung Elecs.Co., 215 F.3d 1281, 1286 (Fed. Cir. 1997).
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(Fed.Cir.1985).
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" Consolidated Aluminum Corp. v. Foseco Int'l Ltd., 910 F.2d 804, 807-15 (Fed. Cir. 1990).
% Hewlett-Packard Co. v. Bausch & Lomb Inc., 882 F.2d 1556, 1563-64 n.7 (Fed. Cir. 1989).
% McGill, Inc. v. John Zink Co., 736 F.2d 666, 676, 221 USPQ 944, 951 (Fed.Cir. 1984).

% Coleman v. Dines, 754 F.2d 353, 356, 224 USPQ 857, 859 (Fed.Cir.1985).
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