B - HwirEE

i E M HEBRFE(T)

RERE &

=
il

1. fRERBFFHEZE

arbitrability

PEARPEFF SR L T EMAE - MEAR G
@ﬁ?ﬁé_ﬁﬁl%é ’ f‘g‘%&%‘i;Iﬁ'Ai%&d”r?%"Eﬂé_’fé/}J}""f‘&
ﬁ*ﬁﬁ‘?ﬁlﬁx%%]@féi&%i’ﬂ‘]é&%] 5o J’;%)émafx‘féq*;%’ﬁ‘l]—kr’:f
FRE-EBQE -FREELAFEE A THA  *F o fr2 282
THANES L A T E oz n;;_;dﬁ_%;ggggpq;ﬁ ,
HAEE A B H R kg 2 E %578 (1997 2 6 )
430 |

SPEE A A A 90. 03 c+veeiet et



public policy

economic and social

policy
First Options of Chicago
PO A EMARS BT P AR ARG A G
5 FEMARAL (1) ¢ ELEFH# H42¢ > 1998

Ayl 1996 & 1% > 75 F o

4 Alan Redfern, Martin Hunter, Law and Practice of
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8 Alan Redfern,Martin Hunter, Law and Practice of
International Commercial Arbitration, at 105(1986).
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UNCITRAL
commercial disputes
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7 Mladen SINGER, ARBITRATION IN VARIOUS DISCIPLINE:
Commercial Arbitration as a Means for Resolving Industrial Property
and Transfer of Technology Disputes, 3 CROAT. ARBIT. YEARB.,

118(1996).
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Federal
Arbitration Act, FAA

B AKASEFIEWRARNRIRRE S L LA EEE
® 27 - 1995 % 67 » 50 F o

SPEE A A A 90. 03 c+veeiet et



Uniform Arbitration Act

UAA
FAA
FAA FAA
UAA UAA
UAA

FAA

cusdoty

% Howard M. Holtzmann, United Stastes, in: Albert Jan Van
Den Berg ,Intl. Handbbook on Comm. Arb. at U.S.A.1(1986).

% sSeeid. at U.S.A.2.
Sl Seeid.

%2 3. Stewart McClendon & Rosabel E. Everard Goodman,
International Commercial Arbitration in New York,at 35.(1986)
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AAA
Patent Arbitration Rules

3 See Holtzmann, supra note 209,at U.S.A.8.

% Julia A. Martin,Arbitrating in the Alps Rather Than Litigating
in Los Angeles:The Advantages of International Intellectual
Property-Specific Alternative Dispute Resolution.,49 STAN. L. REv.
917,938. (April 1995)

% Gregg A. Paradise,Arbitration of Patent Infringement Dispute
Encouraging the Use of Arbitration through Evidence Rules
Reform,64 FORDHAM L. REv. 247,260.(1995)
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discovery
1.
common
law
Zip Mfg. Co. v. Pep Mfg. Co.,[44F.
2d 184(D. Del.1930).] FAA

daily

relations between merchants

Cotwool Mfg. Corp.,[204 F.Supp.
141(W.D.S.C.1962),affd, 315 F. 2d538(4™ Cir.1963)]

57 Seeid. at266.
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% Konstantions Petrakis, The Role of Arbitration in the Field of
Patent Law, Fall 1997 Disp. REsoL. J. 24,25.

O AL FRBRL R LR PR BE TR
S22 flE FHRTEEA S BRNFEELEAFL o T Y
A o 3% Jos?A. Cabranes, Arbitration and U.S. Courts Balancing

Their Strengths(visited April 3,1999)
<http://www.adr.org/currents/cur0997-1htm>.

“ Julia A. Martin,Arbitrating in the Alps Rather Than Litigating
in Los Angeles:The Advantages of International Intellectual
Property-Specific Alternative Dispute Resolution.,49 Stan. L. Rev.
917,937. (April 1995)
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Hanes Corp. v. Millard,

Hanes

60

Lear, Inc. v. Adkins

no-contest

42 petrakis, supra note 219.

% Hanes Corp. v. Millard,531 F.2d 585, 593-94(D.C. Cir
1976)("Such issues involve complex and difficult questions in
apllying an extremely technical body of law.They are questions that
may be unfamiliar to arbitrators....")

4 Martin, supra note 221.
% Ppetrakis, supra note 219.at,26.
% Seeid.

4 William Grantham, The Arbitrability of International
Intellectual Property Disputes, 14 Berk. J. Int'l Law 173,186(1996)

4 Lear, Inc. v. Adkins,395 U.S. 653(1969).
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Beckman Instruments,

Inc. v. Technical Development Corp., 1976

Diematic Mfg. Corp. v. Packaging Industries,Inc.,[381
F.Supp.1057(S.D.N.Y.),appeal dismissed,516 F.2d 975(2d
Cir.),cert.denied,423 U.S.913(1975)]

N.V. Maafschappij Voor Industriele WfazseenoaAS0;
Smith Corp.,[532 F.2d 874(2d Cir.1976)]

49 Ppetrakis, supra note 225.

% Gregg A. Paradise,Arbitration of Patent Infringement Dispute
Encouraging the Use of Arbitration through Evidence Rules
Reform,64 Fordham L. Rev. 247, 267.(1995)

51 Beckman Instruments, Inc. v. Technical Development
Corp.,433 F.2d 55,63(7th Cir.1970).

52 Konstantions Petrakis, The Role of Arbitration in the Field of
Patent Law, Fall 1997 Disp. REsoL. J. 24,26.

% Seeid.
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C. Marshall Dann, New Jersey Patent

Law Association

Judiciary Committee Robert
Kastenmeier o

% Seeid,at28.

® Rupak Nag ,Copyright Disputes: The Case for Writing

Voluntary Arbitration into the Copyright Act(visited April 12,1999)
<http://www.adr.org/currents/drj1096-4>.

% Gregg A. Paradise,Arbitration of Patent Infringement Dispute

Encouraging the Use of Arbitration through Evidence Rules
Reform,64 Fordham L. Rev. 247,257.(1995)

" Petrakis, supra note 232.
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1982

Uu.S.C.9

% 35U.S.C. Sec. 294.(a):"A contract involving a patent or any
right under a patent may contain a provision requiring arbitration of
any dispute relating to patent validity or infringement arising under
the contract. In the absence of such a provision, the parties to an
existing patent validity or infringement dispute may agree in writing
to settle such dispute by arbitration. Any such provision or agreement
shall be valid, irrevocable, and enforceable, except for any grounds
that exist at law or in equity for revocation of a contract."

% Rupak Nag ,Copyright Disputes: The Case for Writing

Voluntary Arbitration into the Copyright Act(visited April
12,1999)<http://www.adr.org/currents/drj1096-4>.

€ 350U.S.C. Sec. 294.(b) : " Arbitration of such disputes, awards
by arbitrators and confirmation of awards shall be governed by title 9,
United States Code, to the extent such title is not inconsistent with
this section. In any such arbitration proceeding, the defenses provided
for under section 282 of this title shall be considered by the arbitrator
if raised by any party to the proceeding."
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61 35U.S.C. Sec. 282.:" A patent shall be presumed valid. Each
claim of a patent (whether in independent, dependent, or multiple
dependent form) shall be presumed valid independently of the validity
of other claims; dependent or multiple dependent claims shall be
presumed valid even though dependent upon an invalid claim.
Notwithstanding the preceding sentence, if a claim to a composition
of matter is held invalid and that claim was the basis of a
determination of nonobviousness under section 103(b)(1), the process
shall no longer be considered nonobvious solely on the basis of
section 103(b)(1). The burden of establishing invalidity of a patent or
any claim thereof shall rest on the party asserting such invalidity. The
following shall be defenses in any action involving the validity or
infringement of a patent and shall be pleaded:

(1) Noninfringement, absence of liability for infringement or
unenforceability,

(2) Invalidity of the patent or any claim in suit on any ground
specified in part Il of thistitle as a condition for patentability,

(3) Invalidity of the patent or any claim in suit for failure to
comply with any requirement of sections 112 or 251 of this title,

(4) Any other fact or act made a defense by this title. In actions
involving the validity or infringement of a patent the party asserting
invalidity or noninfringement shall give notice in the pleadings or
otherwise in writing to the adverse party at least thirty days before the
trial, of the country, number, date, and name of the patentee of any
patent, the title, date, and page numbers of any publication to be
relied upon as anticipation of the patent in suit or, except in actionsin
the United States Court of Federal Claims, as showing the state of the
art, and the name and address of any person who may be relied upon
as the prior inventor or as having prior knowledge of or as
having previously used or offered for sale the invention of the
patent in suit. In the absence of such notice proof of the said
matters may not be made at the trial except on such terms as the court
requires. Invalidity of the extension of a patent term or any portion
thereof under section 156 of this title because of the material failure -

(1) by the applicant for the extension, or

(2) by the Commissioner, to comply with the requirements of
such section shall be a defense in any action involving the
infringement of a patent during the period of the extension of its term
and shall be pleaded. A due diligence determination under section
156(d)(2) is not subject to review in such an action.
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% JuliaA. Martin, Arbitrating in the Alps Rather Than Litigating
in Los Angeles:The Advantages of International Intellectual
Property-Specific Alternative Dispute Resolution.,49 STAN. L. REv.
917,938. (April 1995)

8 Thomas L. Creel, Guide to Patent Arbitration ,at14(1987).

% 35U.S.C. Sec. 294(c);" An award by an arbitrator shall be
final and binding between the parties to the arbitration but shall have
no force or effect on any other person. The parties to an arbitration
may agree that in the event a patent which is the subject matter of an
award is subsequently determined to be invalid or unenforceable in a
judgment rendered by a court to competent jurisdiction from which no
appeal can or has been taken, such award may be modified by any
court of competent jurisdiction upon application by any party to the
arbitration. Any such modification shall govern the rights and
obligations between such parties from the date of such modification."
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® Rupak Nag ,Copyright Disputes: The Case for Writing

Voluntary Arbitration into the Copyright Act(visited April 12,1999)
<http://www.adr.org/currents/drj1096-4>.

® 35U.S.C. Sec. 294(d):"When an award is made by an
arbitrator, the patentee, his assignee or licensee shall give notice
thereof in writing to the Commissioner. There shall be a separate
notice prepared for each patent involved in such proceeding. Such
notice shall set forth the names and addresses of the parties, the name
of the inventor, and the name of the patent owner, shall designate the
number of the patent, and shall contain a copy of the award. If an
award is modified by a court, the party requesting such modification
shall give notice of such modification to the Commissioner. The
Commissioner shall, upon receipt of either notice, enter the same in
the record of the prosecution of such patent. If the required notice is
not filed with the Commissioner, any party to the proceeding may
provide such notice to the Commissioner."

7 35U.S.C. Sec. 294(e) : "The award shall be unenforceable until
the notice required by subsection (d) is received by the Commissioner.
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% Gregg A. Paradise,Arbitration of Patent Infringement Dispute
Encouraging the Use of Arbitration through Evidence Rules
Reform,64 FORDHAM L. REv. 247,248.(1995)

" Julia A. Martin,Arbitrating in the Alps Rather Than Litigating
in Los Angeles:The Advantages of International Intellectual
Property-Specific Alternative Dispute Resolution.,49 STAN. L. REV.
917,938. (April 1995)
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Priority of the Invention

™ 35U.S.C. Sec. 135(d):" Parties to a patent interference, within

such time as may be specified by the Commissioner 3by regulation,
may determine such contest or any aspect thereof by arbitration. Such
arbitration shall be governed by the provisions of title 9 to the extent
such title is not inconsistent with this section. The parties shall give
notice of any arbitration award to the Commissioner, and such award
shall, as between the parties to the arbitration, be dispositive of the
issues to which it relates. The arbitration award shall be
unenforceable until such notice is given. Nothing in this subsection
shall preclude the Commissioner from determining patentability of the
invention involved in the interference.”
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" Gregg A. Paradise,Arbitration of Patent Infringement Dispute

Encouraging the Use of Arbitration through Evidence Rules
Reform,64 FORDHAM L. Rev. 247,250.(1995)
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Rhone-Poulenc Specialites Chimiques v. SCM Corp.,[769 F. 2d
1569, 1571(1985)]

Wilson Sporting Goods Co. v. David Geoffrey Assocs.,

PTO

™ Julia A. Martin,Arbitrating in the Alps Rather Than Litigating
in Los Angeles:The Advantages of International Intellectual
Property-Specific Alternative Dispute Resolution.,49 STAN. L. REv.
917,939. (April 1995)

" Seeid.

" Gregg A. Paradise,Arbitration of Patent Infringement Dispute
Encouraging the Use of Arbitration through Evidence Rules
Reform,64 FORDHAM L. REv. 247,268.(1995)
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Judiciary
and Judicial Procedure a

Kamakazi Music Corp. v. Robbins
Music Corp. 1981

" Wilson Sporting Goods Co. v. David Geoffrey Assocs.,
498U.5.992(1990).

" Julia A. Martin,Arbitrating in the Alps Rather Than Litigating
in Los Angeles:The Advantages of International Intellectual
Property-Specific Alternative Dispute Resolution.,49 STAN. L. REv.
917,939. (April 1995)

™ Rupak Nag ,Copyright Disputes: The Case for Writing
Voluntary Arbitration into the Copyright Act(visited April 12,1999)
<http://www.adr.org/currents/drj1096-4>.

8 Seeid.
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Saturday Evening Post Co. v. Rumbleseat Press,Inc.,[816
80 F.2d 1191,1198-99(7" Cir. 1987)] Rumbleseat Press
action

Posner

Mitsubishi Motors, Corp. v. Soler Chrysler-Plymouth,Inc

Rumbleseat Press

8 Seeid.
8 Seeid.

8 Julia A. Martin,Arbitrating in the Alps Rather Than Litigating
in Los Angeles:The Advantages of International Intellectual
Property-Specific Alternative Dispute Resolution.,49 STaN. L. REv.
917,940. (April 1995)
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J. Thomas McCarthy

Whatt Earp Enters. V. Sackman,Inc[157 F. Supp.
621(S.D.N.Y.1958)]

Saucy Susan

Products, Inc. v.Allied Old English, Inc.,[200 F.Supp.724

¥ Seeid. at 940-941.

B Bmp B hWEMARY L g #FH 1 EMAREE
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% David W. Plant .Lawyer's letter The Arbitrability of

Trademark Disputes (visited April 3,1999)
<www.adr.org/currents/cur0398-2.html>.
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(S.D.N.Y. 1961)]
Alexander  Binzel Corp. V. Nu-Tecsys Corp.,[No.
91-C2092,1992 WL 26932(N.D.lIl.Feb.11,1992)]

A. & E
Plastic Pak Co. v. Monsanto Co.,[396 F.2d 710(9" Cir.1968)]
Monsanto Sgsns

Aerojet-General
Corp.v.Machine Tool Works,[895 F.2d 736 (Fed. Cir. 1990)]

8 Julia A. Martin,Arbitrating in the Alps Rather Than Litigating
in Los Angeles:The Advantages of International Intellectual
Property-Specific Alternative Dispute Resolution.,49 STAN. L. REv.
917,941. (April 1995)

8 Seeid. at 942.
8 Seeid.

% David W. Plant, Drafting for Confidentility, Arbitrability, and
Enforceability in Intellectual Property Agreements(with Form) , June
1997 ALI-ABA COURSE MATERIALS JOURNAL 51,59.

% Martin, supra note 267.at 946.
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National Union Elec. Corp. v. Emerson Elects., S.p.A.

Scherk .
Alberto-Culver Co.

Mitsubishi
Motors Corp. v. Soler Chrysler-Plymouth, Inc.[ 473 U.S. 614
(1985).]

International Trade
Commission ITC

ITC

2 David W. Plant .Lawyer's letter The Arbitrability of
Trademark Disputes (visited April 3,1999)
<www.adr.org/currents/cur0398-2.html>.

% Edward Brunet, Questioning The Quality of Alternative
Dispute Resolution, 62 TuL. L. Rev. 1, 21(November, 1987).

® William Grantham, The Arbitrability of International
Intellectual Property Disputes, 14 BERK. J. INT'L LAw 173,175.(1996)
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% American Arbitration Association,Patent Arbitration Rules
INTRODUCTION,(visited April 12,1999)
<http://www.adr.org/currents/patent-rules>.

9 Rupak Nag ,Copyright Disputes: The Case for Writing
Voluntary Arbitration into the Copyright Act(visited April 12,1999)
<http://www.adr.org/currents/drj1096-4>.
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