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* Article 83 (Award granting non-exclusive license where invention is not worked)

(1) Where a patented invention is not sufficiently and continuously worked for 3
years or longer in Japan, a person intending to work the patented invention may
request the patentee or the exclusive licensee to hold consultations to discuss
granting a non-exclusive license; provided, however, that this shall not apply
unless 4 years have lapsed from the filing date of the patent application in
which the patented invention was filed.

(2) Where no agreement is reached by consultations or no consultations are able to
be held as provided in the preceding paragraph, the person intending to work
the patented invention may request the Commissioner of the Patent Office for
an award.

® Article 92 (Award granting non-exclusive license to work own patented invention)

(1) Where a patented invention falls under any of the cases as provided in Article
72, the patentee or exclusive licensee may request the other person under the
said Article to hold consultations to discuss granting a non-exclusive license to
work the patented invention or a non-exclusive license on the utility model
right or the design right.

(2) The other person under Article 72 who is requested to hold consultations under
the preceding paragraph may request the patentee or exclusive licensee
requesting such consultations to hold consultations to discuss granting a
non-exclusive license to the extent of the patented invention that the said
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patentee or exclusive licensee intend to workwith a non-exclusive license on
the patent right, on the utility model right or on the design right granted
through consultations.

(3) Where no agreement is reached by consultations or no consultations are able to
be held as provided in paragraph (1), the patentee or the exclusive licensee may
request the Commissioner of the Patent Office for an award.

(4) Where no agreement is reached by consultations or no consultations are able to
be held as provided in paragraph (2) and where a request for an award is filed
under the preceding paragraph, the other person under Article 72 may request
the Commissioner of the Patent Office for an award only within the time limit
for the submission of a written answer by the said other person designated by
the Commissioner of the Patent Office under Article 84 as applied mutatis
mutandis under paragraph (7).

(5) In the case of paragraph (3) or (4), the Commissioner of the Patent Office shall
not render an award to the effect that a non-exclusive license is to be granted
where the granting of the non-exclusive license will be unreasonably
prejudicial to interst of the other person under Article 72, the patentee or the
exclusive licensee.

(6) In the case of paragraph (4), in addition to the case provided for in the
preceding paragraph, the Commissioner of the Patent Office shall not render an
award ordering a non-exclusive license to be granted if an award ordering a
non-exclusive license to be granted is not rendered with respect to the request
for an award under paragraph (3).

(7) Articles 84, 85(1) and 86 through 91-2 shall apply mutatis mutandis to the
award under paragraph (3) or (4).

® Article 93(Award granting non-exclusive license for public interest)

(1) Where the working of a patented invention is particularly necessary for the
public interest, a person(s) intending to work the patented invention may
request the patentee or the exclusive licensee to hold consultations to discuss
granting a non-exclusive license.

(2) Where no agreement is reached by consultations or no consultations are able to
be held as provided in the preceding paragraph, the person intending to work
the patented invention may request the Minister of Economy, Trade and
Industry for an award.

(3) Articles 84, 85(1) and 86 through 91-2 shall apply mutatis mutandis to the
award under the preceding paragraph.
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" Article 86(Formal requirements for award)
(1) The award under Article 83(2) shall be rendered in writing and state the
grounds therefor.
(2) The following matters shall be determined in an award to the effect that a
non-exclusive license is to be granted:
(i) the scope of the non-exclusive license to be granted; and
(ii) the amount of consideration, and the method and time of payment thereof.
8 Article 88(Deposit of consideration)
A person(s) required to pay consideration under Article 86(2)(ii) shall deposit the
said consideration in the following cases:
(i) where the person(s) entitled to the consideration refuses or is unable to receive
such consideration;
(ii) where an action with respect to the consideration is instituted under Article
183(1); or
(iii) where a right of pledge is established on the patent right or the exclusive
license; provided, however, that this shall not apply where the consent of the
pledgee is obtained.
® Article 89(Loss of effect of award)
Where a person(s) who desires a non-exclusive license to be granted fails to pay or
deposit consideration (or, where such consideration is to be paid periodically or by
installments, the first installment thereof) within the time of payment determined in
the award under Article 83(2), the award to the effect that a non-exclusive license is
to be granted shall lose its effect.
19 Article 91-2(Restriction on grounds for objection to award)
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No objection under the Administrative Appeal Act(Act No. 160 of 1962)to the
award rendered under Article 83(2) may be raised on the ground that the
consideration prescribed in the award is unsatisfactory.

1 Article 183.Lawsuit against amount of compensation

(1)A person(s) who has received an ruling under Section 83(2), 92(3), 92(4), or
93(2) may, if not satisfied with the amount of the compensation determined in
the ruling, institute an action demanding an increase or decrease of the said
amount.

(2)An action under the preceding subsection may not be instituted after the
expiration of six months from the date on which a certified copy of the ruling
has been served.

12 Article 106 Expropriation of Patent Right etc.

(1) If a patented invention is necessary for national defense in time of war, incident

or other similar emergency, the Government may expropriate the patent right,
work the patented invention or require a person other than the Government to
work the patented invention.

(2) Where a patent right is expropriated, the rights to the invention other than the
patent right are extinguished.

(3) If the Government expropriates a patent right, or the Government or a person
other than the Government works the patented invention under paragraph (1),
the Government or that person shall pay reasonable remuneration to the
patentee, exclusive licensee or nonexclusive licensee.

(4) Matters necessary for expropriating and working a patent right as well as
remuneration for these acts are prescribed by Presidential Decree.
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3 Article 107 Adjudication for the Grant of a Nonexclusive License
(1) Where a patented invention falls under any of the following subparagraphs, a
person who intends to work the patented invention may request the

Commissioner of the Korean Intellectual Property Office to adjudicate

(referred to as "an adjudication™) for the authorization of a nonexclusive license;
however, a request for adjudication under the following subparagraphs (i) and
(ii) may only be made if consultations with the patentee or exclusive licensee is
not possible or no agreement is reached at the consultation:

(i) where the patented invention has not been worked for more than three
consecutive years in the Republic of Korea, except for natural disasters,
unavoidable circumstances or other justifiable reasons prescribed by
Presidential Decree;

(ii) where the patented invention has not continuously been worked
commercially or industrially in the Republic of Korea on a substantial scale
during a period of three years or more without justification, or where the
domestic demand for the patented invention has not been satisfied to an
appropriate extent and under reasonable conditions;

(iii) where working the patented invention noncommercially is necessary for the

interests of the public; or

(iv) where working the patented invention is necessary to remedy a practice

determined to be unfair after the judicial or administrative process.
4 Article 108 Submission of Response
Where a request for an adjudication has been made, the Commissioner of the
Korean Intellectual Property Office shall transmit a copy of the written request to
the patentee or exclusive licensee mentioned in the request and to any other
persons with a registered right related to the patent, and shall give them an
opportunity to submit a response within a designated period.
1> Article 109 Solicitation of Opinion from the Intellectual Property Rights Dispute
Committee
Before adjudicating, the Commissioner of the Korean Intellectual Property Office
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shall solicit an opinion from the Intellectual Property Rights Dispute Committee
established under Article 29 of the Invention Promotion Act.
16 Article 110 Formality of Adjudication
(1) An adjudication must be in writing and must state the reasons for the
adjudication.
(2) The following matters must be specified in an adjudication under paragraph (1):
(i) the scope and duration of the nonexclusive license; and (ii) the
remuneration for the license and the method and time of payment.
17 Article 112 Deposit of Remuneration
Under any of the following circumstances, a party obligated to pay remuneration
under
Article 110(2)(ii) shall deposit the remuneration:
(i) where the party entitled to receive the remuneration refuses the remuneration or
is unable to receive it;
(ii) where an action under Article 190(1) has been brought concerning the
remuneration; or
(iii) where the patent right or exclusive license is the subject of a pledge, unless the
pledgee has consented.
Article 113 Lapse of Adjudication
Where a person granted an adjudication on an authorization fails to pay or deposit
the remuneration (or the first instaliment of the payment, if the payment is to be
made periodically or by installments) under Article 110(2)(ii) by the time the
payment is due, the adjudication loses its effect.
18 Article 114 Cancellation of an Adjudication
(1) Where a person is granted an adjudication on an authorization under either of
the following circumstances, the Commissioner of the Korean Intellectual
Property Office may cancel the adjudication ex officio or upon the request of
any interested party. However, for subparagraph (ii), such action must protect
the lawful interests of the nonexclusive license:
(i) where working the patented invention is not within the purpose of the
adjudication; or
(ii) where the grounds for adjudicating the authorization of a nonexclusive
license disappear and are considered unlikely to reoccur.
(2) Articles 108, 109, 110(1) and 111(1) apply mutatis mutandis to paragraph (1) of
this Article.
(3) A nonexclusive license is extinguished upon cancellation of the ruling under
paragraph (1) of this Article.
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19 patent Act of 1977,Article 56 (2) (a) 56 (3) .
2 patent Act of 1977,Article 56 (2) (b) > 56 (4) .
2 patent Act of 1977,Article 56 (2) (c) .

22 patent Act of 1977, Article 59 (1) .

2 patent Act of 1977, Article 55 (7) .

2 patent Act of 1977, Article 57A (1) .
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% patent Act of 1977 Article 48
%6 patent Act of 1977,Article 48A.
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% patent Act, Article 24
(1) A non-exclusive authorization to commercially exploit an invention shall be
granted by the Patent Court in individual cases in accordance with the
following provisions (compulsory license) if
1. the applicant for a license has unsuccessfully endeavored during a reasonable
period of time to obtain from the patentee consent to exploit the invention
under reasonable conditions usual in trade; and
2. public interest commands the grant of a compulsory license.

(2) If the applicant for a license is unable to exploit an invention for which he
holds protection under a patent of later date without infringing a patent of
earlier date, he shall be entitled within the framework of subsection (1) to
request the grant of a compulsory license with respect to the owner of the
patent of earlier date if his own invention comprises, in comparison with that
under the patent of earlier date, an important technical advance of considerable
commercial significance. The patentee may require the applicant for a license
to grant him a counter license under reasonable conditions for the exploitation
of the patented invention of later date.

(3) A compulsory license under subsection (1) may be granted for a patented
invention in the field of semiconductor technology only if such grant is
necessary to remove an anti-competitive practice on the part of the patentee
that has been established in judicial or administrative proceedings.

(4) If the patentee does not use the patented invention or does not use it
predominantly in Germany, compulsory licenses under subsection (1) may be
granted to ensure an adequate supply of the patented product to the domestic
market. Importing shall be deemed to constitute use of the patent in Germany
in such case.

(5) The grant of a compulsory license in a patent shall be permissible only after the
grant of the patent. It may be granted subject to restrictions and made
dependent upon conditions. The scope and duration of use shall be restricted to
the purpose for which they have been permitted. The patentee shall be entitled
to remuneration from the holder of a compulsory license that shall be
commensurate with the circumstances and shall take into consideration the
commercial value of the compulsory license. In the event of a significant
change, with respect to the repeated remuneration that will become due in
future, in the circumstances on which the determination of the amount of the
remuneration was based, each party shall be entitled to require a corresponding
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adjustment. If the circumstances on which the grant of a compulsory license
was based no longer apply and if it is unlikely that they will reoccur, the
patentee may require the withdrawal of the compulsory license.

(6) A compulsory license in a patent may only be transferred together with the
enterprise concerned by the exploitation of the invention. A compulsory license
in an invention that is the subject matter of a patent of earlier date may only be
transferred together with the patent of later date.

33 patent Act, Article 24 (1) .
3 patent Act, Article 24 (2) .
% patent Act, Article 24 (3) .
% patent Act, Article 24 (4) .
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¥ patent Act, Article 24 (6) .

®¥28U.5.C.§ 1498 (a) (1) Whenever an invention described in and covered by a
patent of the United States is used or manufactured by or for the United States
without license of the owner thereof or lawful right to use or manufacture the same,
the owner’s remedy shall be by action against the United States in the United States
Court of Federal Claims for the recovery of his reasonable and entire compensation
for such use and manufacture. Reasonable and entire compensation shall include the
owner’s reasonable costs, including reasonable fees for expert witnesses and
attorneys, in pursuing the action if the owner is an independent inventor, a nonprofit
organization, or an entity that had no more than 500 employees at any time during the
5-year period preceding the use or manufacture of the patented invention by or for the
United States. Notwithstanding the preceding sentences, unless the action has been
pending for more than 10 years from the time of filing to the time that the owner
applies for such costs and fees, reasonable and entire compensation shall not include
such costs and fees if the court finds that the position of the United States was
substantially justified or that special circumstances make an award unjust.
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3 http://www.ipnavigator.com.tw/news/news_view.asp?NewsID=20080806092820 .
* USC §2183.

* USC §7608.

%35 U.S.C. 200-212.

* patent Misuse Reform Act, 35 U.S.C. §§271(d) (4)-(5) (1988).

*8 http://www.law.duke.edu/journals/dltr/articles/PDF/2006 DLTR0007.pdf.
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