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EX P

HE

AX ERIR A R BOT AR~ B - e EBE L
%4 % #7% (Claim Vitiation Doctrine, CVD) 14 JR# 2 %4+
Aoy g M g ATAR A FEROREBEIRE  FEAHE
FAE R ARJABBIEEHFEHFERT  E 8 FH A
HEAPT ETRIGF BRI T TAME A > Bl ZAHER K3 (
vitiation ) » 4 £ A4 ik £ 5k 0 Bk > HBLUFH FEHOEN R
B AR IR 4G > MdEe)  LHBEEREEREEDE  £E2K5T
o ek KR W A A o

M4EF: CVD - claim vitiation doctrine ~ & 44 % <32 %

&

ol

— A RFBHEFRAEF ) RAEAK S T RHFRH TR
AR TAMYFER OB I ERGRFHFH Ao
WA BRI Rk P o BB BRI R 2O IR IR R L AR )

fefi P 298 10 7 20
* ¥4 % &£ ¥ 0 %112 42f7 (In-house patent engineer) B34 % A4 A AW FF
Lo R LA
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IR A IR 0 Bk 0 R RIE A & S E
R SR 0 Al ARSI ) REAA > A A RS £
2% REEEARER  BERBBEAEFEIR  FH S -

FRAE R R AT BAREYFERGEL Y FE
#% (Doctrine of Equivalent) 94 & » R FA R — 8B % Fal £ Wik
FeAe F R AIHEA £k SR PR R0 2 AR a3t T ER
% &m0 AR REEIR T A TREFAMEA L
AR fE ey B % (unscrupulous copyist) & B # A A28y (
subject matter ) i#47JF B H 4 ¥ (insubstantial changes ) n ¥ ##12 4%
DR T RAHASF A R FH RS —RATAYFERZ
Btk b oo b AN ZHEM R (apparatus) K iBAZ (process) F 8y
7tk (elements) B — 347 FAHAHE (claim) T &
H 0 H oA — A5 BT H A AR IR A R AR AR A e 2 T L R A
AEBZ ARG LZRGFTTRR S FAZT HF2H0T
T T RAEA RS RBEEER 2T FR > BEHFEH
175 IR B AR AR 2 — B4R b 2 A (elements-by-elements basis ) #25
3|24z B (all elements rule) ~ 22 g & (estoppel) /& B] #1345

' See Winans v. Denmead, 56 us 15 How. 330 330 (1853) . FIn our judgment, the
only answer that can be given to these questions is that it must be so near to a true
circle as substantially to embody the patentee's mode of operation, and thereby
attain the same kind of result as was reached by his invention. 4

* See Graver Tank & Manufacturing Co. v. Linde Air Products Co., 339 U.S. 605

(1950) .
* See Eagle Comtronics, Inc. v. Arrow Comme’n Labs., Inc., 305 F.3d 1303, 1315
(Fed. Cir. 2002)  (citing Warner-Jenkinson, 520 U.S. at 40 ) .
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B AT TR A 85 B e 4 R -

B EFR 0 FAXTH EBBARE EIFERGFIRTY 0 3
RSB R AVHE R IR EAR MR IR O R L A
B EHMARALELH Y 5k AT RELRAHFEH
@ JF %5 (overextension) “ey Bkt » W T o 0 HLHEB MR L RSL
HIWAFEHOARTR - Bk ZH3R8 R T ARE
B A% 38 e BRI HEA S A HE TR Rg LT FARIM > 7 HAadx
AT o T FEROARETR -

B RAME kR ER

SRR AL H R T ARAER RS ER IR P22 £
Z2ERL T AEAANEEE T SR ANV FBREERT > RF
35 B A — R AR AF T g HER ST k 2k 0 B LR by iR IR AT — 1

4

See Wilson Sporting Goods Co. v. David Geoffrey & Associates, F.2d 677, 683

(Fed. Cir), “we have said, the doctrine of equivalents does not involve expansion
of the claims...The answer is that a patentee should not be able to obtain, under
the doctrine of equivalents, coverage which he could not lawfully have obtained
from the PTO by literal claims. The doctrine of equivalents exists to prevent a
fraud on a patent, Graver Tank & Mfg. Co. v. Linde Air Prods. Co., 339 U.S. 605,
608, 70 S.Ct. 854, 856, 94 L.Ed. 1097 (1950) , not to give a patentee something
which he could not lawfully have obtained from the PTO had he tried..”, 5 £ %% 5 :

T3o% 13245 & 02 ¥ 5k 1) PR EJHEA B2 AR A D P F T AZAEE
Flh ot chz ZiE {1 F f"ii"vm g z-JF‘ BBl 23780 @ RS &
I 4 R R 25 0 B B L e
See Freedman Seating Company v. American Seating Company (Fed. Cir.
2005) , ”...This is the precise type of overextension of the doctrine of equivalents
that the claim vitiation doctrine is intended to prevent”.
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KA E ] M LR PR LA e R G 1 l?é]ﬁl’ri}ef’
A SAMR AR EAHREABARA LR FERTIRE

B A RIRR AT ERHZAA o IR (vitiate) 73“%?%%'1#%%%'1
S P 2 AR (limitation) ®% » W & & 28 e % B0 F kb 1

B o2 ARG FAA BB Z T B LAY FER

T HHRAE R 0 BRI R Bk (legal sufficiency) * - B b

PRI E AR F R T REZ TR R TZ S AEA L E

Z UM G RAER R SR AP EI EARAR IS F

® See Warner-Jenkinson Company, Inc., et al., v. Hilton Davis Chemical Co., 520
U.S. 17 (1997) , “Under particular facts of case, if prosecution history estoppel
would apply or theory of equivalence would entirely vitiate particular claim
element, partial or complete judgment should be rendered by court, as there would
be no further material issue for jury to resolve.”.

ft Hvitiate F (TR EF FEE W {3‘73 44 > bl4e vitiate a claim limitation ¥
FLAE- BRI R "'\# ik ¥ ¥ vitiate (T L L3P VL 4 sk
4 claim vitiation doctrine » ¥ F 5 & I ] 2 »c2 3 -

S ABYER L rUgiE (llmltatlon) Bt~ ® (element) -} » Fl5 - B~ %7
WE - BAFLIEE S T E- k5 m”’ﬂ*‘]l'il« C AR - BAES
TR - BIUHIER A ¥ o - BAREG S LR F 2 - B
RFiE T AR - B, & kAU iERT AR - B ¥

p
RN - ? element £« limitation :}ﬂ mfa’fi H_claim @ 224845 x)dfé#f' i B o see

Dolly, Inc. v. Spaulding & Evenflo Cos. 16 F.2d at 398 (Fed. Cir. 1994) ,
"Element" may be used to mean a single limitation, but it has also been used to
mean a series of limitations which, taken together, make up a component of the
claimed invention. http://www.altlaw.org/v1/cases/414170 - last visited SEP 13,
2009.

? See DePuy Spine, Inc. v. Medtronic Sofamor Danek, Inc., 469 F.3d 1005, 1014-. 15

(Fed. Cir. 2006 ), “A holding that the doctrine of equivalents cannot be applied to

an accused device because it “vitiates” a claim limitation is nothing more than a
conclusion that the evidence is such that no reasonable jury could conclude that an
element of an accused device is equivalent to an element called for in the claim, or
that the theory of equivalence to support the conclusion of infringement otherwise
lacks legal sufficiency.”
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Yo e £ 5k R AVRAE IR TN

FAERAE H R LFARAALRRENREY > MR EREAHRY
FHHTXRERLY  BEYFLHZ H A AR EES SR
SRR $6 B = B 3t 9F & X &K 4ZF (literal infringement ) #4150 F
' B EAT AR AR A A o 2 U AR S R AE R e [ 2 U M e 3 S
Ho Ml AEABECAREEANRRERNETHFEROETH
78 (matter of fact) EH| AT > skAF Bz R LHZHE LT E M

EHIETH AR R S &R F G A AN S T AEA R
Bl AR wmtb— R ZRMAR R FER/TZARZEF T
R ER[FREFFREAHEAGRE A KRB LT 5k
Z RAMEE > SEREABERERT RN PET R > TR
WEEHEH -

- ~RA AR ERRPIGF F iR T (misapplication )

S AVHE R TR RS B R T EER M2 BHRA
MEmT ARG AREHE T I REI SR EARLA
4 (contain) Pf# & A4 2 FR&44F (limitations ) » 3 i 54 & &
PR Bl R # i R EagiRE 0 RIS FIEH BRI HEAER
HE2 0B A] ks B & (the law of the land) B 5 35 % 38 24505 4%

"% See Daniel H. Shulman and Donald W. Rupert, " “Vitiating” the Doctrine of
Equivalents: A new patent law doctrine ,, The Federal Circuit Bar Journal VOL. 12,

NO. 3, page 462, “The emergence of the Claim Vitiation Doctrine finds its basis in
a misapplication of the All Elements Rule.”
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iTARiE 0 Bk > T £ B % &% E £ Warner-Jenkinson £ v & 87:35 %
WA W EE B ETHERAGETETFEAVENL  ReER
FBRORBER B FERIANATHEIRZLETRER AR
(black-box jury verdicts ) > H 3% | k1% 1~ BAEAT & 2L 09 3% 5k R Bl T
 RERREAMARE > AR R 2 TER, " wE
W Na S p & T — 18448 (guidance ) > £ 3F % 12 by L ik IR B ITRF
ERIP L EN (F T Y

= ST & 44 2032 3% i * 112 Nystrom v. Trex Co., Inc.'” 5 &)
(- ) EF@\A (fact)

R E A A ZAHE AL Nystrom> B & 1992 S5 93 T
—f— A1 A ASER R A P FE o P FEN 1995 F
MAENED B R RAMEAG LB R4 E R BRI HE £k Trex »

" #2210 F 463 > "While the All Elements Rule became the law of the land,
application of the DOE was still far from settled. Indeed, in Warner-Jenkinson, the
Supreme Court expressly declined to opine on so basic an issue as whether the
DOE should be considered by a jury or treated as an equitable doctrine to be
decided by a judge. In particular, the Supreme Court recognized the fear that
application of the DOE by juries would lead to “black-box” jury
verdicts—verdicts that amounted to an impermissible expansion of the scope of
patent claims without any rationale for the expansion. With regard to that concern,
the Supreme Court provided the following footnote in the Warner-Jenkinson
opinion.”

12 See general Nystrom v. Trex Co., Inc., No. 09-1026, Decided September 8, 2009,
opinions by CAFC at http://www.cafc.uscourts.gov/opinions/09-1026.pdf and
audio of oral arguments also at
http://oralarguments.cafc.uscourts.gov/mp3/2009-1026.mp3, last visited SEP 13,
2009.

13 U.S. Patent No. 5,474,831, title: board for use in constructing a flooring surface.
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Home depot #2 Snavely forest %/ &) 42 F 1 5,474,831 A4 - 123%
Holg B R AEABFIR — F 1 B AA > Rd R e A ALY
B BRI FR AR L a2 T A A BAAEBX
Frag e 2AFn g FABALTRA T o2 TFHE - THEA
THRf$EAe b3 0 12 Bl 0350 b 30k I 8 db i HoaME — s
WEH  maRAN

Bl- &7 AW

Jw B — A7 0 %0831 A AR (#9% 10) BAAH — IR 1A
w (upper surface 13) > 35 JboRAAFIBEZE F 3088 £ 10):% (side edges
11 and 12) 48 #8y » %8 98 A F — W4k = & & (bottom surface 14
) HHAFAM AR FHER o 320831 RAIE —AZFTA MR E

R =
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W E TR X AHEAIR By —AEAR A AN SR HAR A R AR AR B —
TAE ~ — REmEAA RS RTAGR R REA —MERG HehsE
Mo B RS AR TRER BT RZTHARZN
RTEE @ BRFEATA > HZRT AR — ke 4k > FEskifi ) —
WX TATARE A > A BER T AR B — W ZTAR > A
G TG TFRE TS R LT -

ERERHARE LFRARELFEL > T4 2001 $8F - Nystrom
O EE @ Trex LI - &0 Trex &AM HLER » o
R AT AR ~ AR AR 09 MR IAR R B A R OREAR 5 ALK
o REETR Trex 695 —RKERARBRZFL 31 &4 > MHIELE
I 3Rk (briefing and argument ) 24§ K3FA L =18 F 2 R A&
A A fE3g (construction) > ¢4 # (board)~ # % % (Manufacturing
to have ) #1478 & (convex top surface) 2%£'0> %R kis - BEX
R RS HEIE R E AR 0 R 1E ) B EA R AR AR B
H##| (summary judgement) 7> SRR B 0 EIEIRHA L

"> See US. Patent 5,474,831 “claim 1. A board for use in constructing a flooring
surface for exterior use, said board having a top surface, a bottom surface and
opposite side edges, said top surface being manufactured to have a slightly
rounded or curved configuration from a longitudinal center line thereof
downwardly toward each side edge, thereby defining a convex top surface which
sheds water and at the same time is comfortable to walk on, and said bottom
surface having a concave configuration for nesting engagement with the top
surface of another board so that a plurality of the boards may be stacked one on
top of the other with the stability of conventional boards having flat top and
bottom surfaces.”

1 See Nystrom v. Trex Co., Inc., No. 2: 01cv905 (E.D. Va. Aug. 19, 2002) .

V- e BERARG T RE R 2SR (TR L A ER
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WO TR H AT A8 PR A 0 AR 3R o 2 S AB PR 0 AR 2R BB
FES BEREEESE > REREAERYFLHESL ZREHNE
HEOYIRIE (2T R L RECHEREA LR REHUFIRAAF L
o R LI ERA IR AR S A ERAYERR T X
BHEIRGER

F LIk A ke % R 1% 0 R4 Nystrom Xk 7 % —y3FHK >

Bp & A L3 % > ¥A Trex, Home Depot ¥ Snavely Forest™ 2 4% % » it
E5k Trex 095 —RE B2 FHL 831 LA - H E5kE L E B LM
% — kA 2001 F 10 A ez & mAa R 0 B4 % R0 E B 1f ik
#2001 F 10 A A F 3 > bk > Nystrom £ kP FHH 22 F
o i Trex BEHPPREHE EREMAFZ - FLFELRA (res

judicata) *' A% B % - B & Trex 09 % — R E BB E —_RELEY

rE T mspzmd 2 XA LRTEFY Jlr;,JV’;ﬁ—%%il@]Federal
Rules of Civil Procedure, Rule 56. Summary Judgment (d) (1)
( http://www.law.cornell.edu/rules/frcp/Rule56.htm ) 12 % & B Civil Procedure
Rules, Part 24.2b - Summary Judgment
( http://www.justice.gov.uk/civil/procrules_fin/contents/parts/part24.htm ) »
'8 See Nystrom v. Trex Co., 424 F.3d 1136, 1142-48  ( Fed. Cir. 2005 ) .
P es12e
** Home Depot, ¥ Snavely Forest 3 Trex 54l 7 o
2! See Parklane Hosiery Co. v. Shore, 439 U.S. 322,326 n.5 (1979) , “Under the
doctrine of res judicata, a judgment on the merits in a prior suit bars a second suit
involving the same parties or their privies based on the same cause of action.”,
http://www.oscn.net/applications/oscn/DeliverDocument.asp?CiteID=430916 , see
also Lawlor v. National Screen Serv. Corp.,349 U.S. 322,326 (1955), “under the
doctrine of res judicata, a judgment "on the merits" in a prior suit involving the
same parties or their privies bars a second suit based on the same cause of action.”,
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SZER R B B FIRAEER A L B F AR R IEER

AR o Trex 78 #3538 & H) & (summary adjudication ) FAL$% Nystrom
EHEENYMETR LW dg A (1) #HAEE %3 (claim vitiation
)5 (2) £3%k Ex # g % (argument-based estoppel ) ¥ (3) 5 iE b

Z # g % (amendment-based estoppel ) ° HuFg B & Trex 5% —2Léy £
ko AR B &R — L = 2hay £ 5k > Nystrom ¥R Rm$2 & E3F -
R E b SRR TR ARYE £ BRI F 28 #§1295 (a) (1) ¥ &k
FHY

(Z) d 42 f 7 74pk (essentially the same) & # =

—F X BRRA G AP (preclude) Bl —HEAI 0 FAALT » &
b AT AR L E IR B TFRAEA TR S RE-FFAE
Jr #7643k (parlance) %35 K= HEPR (claim preclusion) » H _E3F
ERE IR G A R R0 F 845 AR E— AT HARZIE 0 B
so o A B AR TR 4B B (regional circuit law ) »
B ERSAFARM LF R > iR a R T
BRI R E o REAL  FEP TN RARIERAE

EamR A2 E T4 E (essentially the same )y 2 B Fa2 KE2

\n

http://caselaw.lp.findlaw.com/scripts/getcase.pl?court=US&vol=349&invol=322,
last visited SEP 13, 2009.

2 gpdhi12 e

3 See Hallco Mfg., Co. v. Foster, 256 F.3d 1290 (Fed. Cir. 2001) , “Since the
present claim preclusion issue is particular to patent law, we analyze it under
applicable Federal Circuit law”,
http://openjurist.org/256/f3d/1290/hallco-manufacturing-co-inc-v-raymond-keith-f
oster , last visited SEP 13, 2009.

* See Young Engineers Inc v. United States International Trade Commission, 721
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WG ERRBL L —RERRE —REDZHHEE £ LY (
material ) <[] > AR S o E LK & R B RK 0 {2k PR R R
WA — RIFAAEH B FRAFUE IR TR 200 F H) > &2 4 (board
) y2# A (manufactured to have ) > TR H FIAROG L F — R E B H
ZRAE S ER BB ER 0 Wi IR Trex TR 5 —
RERIE —RKRESFEAARGEZIHBEESRAK -

(z) }wizrpand]ii®md (holdings and reasons )

HIRE IR AL SRR E RO - BATIG R R e R
PRATRE S § R E G R R ERE AR RREY SR
173 F (material differences) fLigt %3¢ i8> ¥ & ¥ &
#oe i (addressed) EF 37 H E 3T E M7 FRIGEE AR
R ER > e T BRA PRI A - X % hiplE Trex

v EE 831 B AU B A G v K

E

7 AL

“i2ax 2

-
[
i

ﬂ
“’:‘-

|

7

¥
kg

272 fo 2 Nystrom # # 2 % 55 A# > Nystrom £ F 1 % Trex
=1 > B| Nystrom & JFzE P & — B4 )2 "4 if i % 3

?T*
Iy
TN

F.2d 1305, 1316 (Fed. Cir. 1983) , “for purposes of claim preclusion, embraces
more than the specific devices before the court in the first suit. Adjudication of
infringement is a determination that a thing is made, used or sold without authority
under the claim(s) of a valid enforceable patent. Thus, the status of an infringer is
derived from the status imposed on the thing that is embraced by the asserted
patent claims, the thing adjudged to be infringing. By the same token, where the
alleged infringer prevails, the accused devices have the status of noninfringements,
and the defendant acquires the status of a noninfringer to that extent.”,
http://openjurist.org/721/f2d/1305/young-engineers-inc-v-united-states-internation

al-trade-commission ,last visited SEP 13, 2009.
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BT AY - AER R LR A BRAPR UGS 4 g

# (board) ¥2 # % (manufactured to have) @ &} 7% & fz3 &

-~

G A= Ry A HE I e S {2 ) ;ﬁd § - I PFm k2 AR
fFES H R A H  F A RS SR D SRR e
ﬁﬁfﬁﬁﬁi“%—ﬂz%mﬁifﬁmﬁﬁl’m&%
Nystrom IR ° g H 203 2% ] T3 2 0 REFRE
PA BA R AR 2 A b iR E A R BT R ki
bz o A FPHFEFERT R OFE G- F 3 ELRR AT O e

2

- AL LR - £ By - )

>

[

=3
v

o
ETS
NS
"
bt

[

4, Nystrom B3k Trex % - A& 582 % - X 4 51
¥ # Ip (insubstantially different) r/ %t/ 3]3% 8114 B2
W A R4 ARG 3F 5 Rt R (feature) A4 FE 3T H

e
Fogdrhhl R A AL WS HRERE FA O REF DN A

A
gd

l\
\m

BRAREND LG AR PEIE B e 5 - AR
B Bren— R HELE LTt At ks B2 R A
L gd A LABT Y R A2 agd] - 8a > gl Ad g
%iﬁ%ﬁ@?’&’vaE«Q&%Eﬁﬁ%4J€®%%@i%&

2 See Catalina Mktg. Int’l, Inc. v. Coolsavings.com, Inc., 289 F.3d 801, 812 (Fed.
Cir. 2002) , “To prove infringement, the patentee must show that the accused
device meets each claim limitation either literally or under the doctrine of

equivalents.””
% 12 e
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EE

5 % B B R IRAEEF B4 o Z FFUFE R INEEER

ASGhEsp ik 9 L2 12 —Lﬁvﬁxﬁﬁ"é‘é‘«f‘:’&_ﬁ?’ﬁa\i

PN g sl —}.—oxe_ﬁf‘ﬁmﬁa%cg\ ARG L FTEEd

MEJIEELS TP TR A E ) G

‘w
3;
w1
i
NI
f*m
bt
I

(materially ) % -

Pteins R4 AREET B X726 B R E T Hg A1
SR AR EE D RASTH 2 Qe s - RA R 2
BARARIE > M Stk o ARBEEES F ot IR REJIEED

CERA N ERBEMUFIER R > FRRERE Y -

N
N
)

2

KEF R > BT R TR R A BEOR AT T BE

B (pay off) AR UHEE LB RS 5= KA K

PE-FARRFFLWAAR IR PR AN - 7 LD
F R

Ja BT B3R % - s #g % (second bite at the apple ) °

A IHES > RE A - AFVERR T AKRDEEL ER

i bk 2 F Rader 37 & B A 2% 0 @
AR A A A M LR %2

A4
'
It
=
F_L

A
i

F
Warner-Jenkinson % 2_ 18 » & B 2 fa¥ T_F FFasriE 2 2 >
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BB 5D AT R0 AP L2 R E R ERFIET

Wt o A FESATF ARASNTIL - BUFIEL R >
mﬁ%%ﬁﬂ%@i”’%%ﬁﬁﬂﬁﬁ:7ﬁﬁ@ﬁ%§@ﬁ@

B PIREBRALT - BEARR RDIBEERP G > K
n@gmmgﬂﬁ“;%’jfwwwé%%ﬁﬁwﬁ”:aww

B R PRTIO R I L R BAIEA R U] > TR REL
P FAT SRR BRARATRI T RN 30 F hpE R > Bl 4 ke
- PR R
AR RO R RS N A o B AR s p oA e e
- H R A BUH6E 2 GO 4 (missing) P AR dE RS 52
Wit < HERAFFAZEAYE RS > TR I A —WiE e

afggzi;i\éhg??ﬁ‘sﬁv.%ﬂ%i EES LA L&rkéii%ﬁ?tﬁ?ﬁ
3

A S RN AT A

FI

)7 o Fld o - BAFEF RO F AL RAUEEN > VEL
& JIHEL 2 47 - 2R A NS S AT

B E - Tt 0 B2 ST B E TR HoEn
) 2 B RP AR (circular) *IE G2 F* oo

7 6 e

2 See Ethicon Endo-Surgery, Inc. v. U.S. Surgical Corp., 149 F.3d 1309, 1317 (Fed.
Cir. 1998) .

A Ty ;p;*gzpz,gi w R R P AR R G 2 4 £) 4 (how much missing is
missing? ) » 3 5B W 3L 12 &

29
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RE R MFR NG LT R TR RIS A TR R
» B 8 7% o i Warner-Jenkinson 2 24?2 > 7 - B A R Apk 25

FheplE Aocz Rk p A P ok g R0 R L RRIG L FF
R0 Ap¥ben s 3% #hon B 4e Warner-Jenkinson % 47 & Ao
y EZE Y 2R ERP AL AR LR - B
2 E AT AR R AR RATISE 2 HRR] 0 BEREA F O
Wil
Nk o AL FHRET PSRN R EREY Trex

b

~

ik o nﬁ‘,__%ﬁ,?]—‘kml Feo e A * 4P cnRPT APF At

i

AEHBRHNASS FALe LIT LR A R S 0%
v AR IR Y F e L2 M2%4 > #X 3+ (entirely
hd RASTE S 2 B2 Bk R T IEHER 2 Nystrom & 35
WA 2 B LRSI RS 0 ERDEES SGE

ILTI2xtaRhA RS LR AT S BRIERIEI IR

B kfzA2REd 27 kiR Ed 5 T;,w— b ok fE 42

—

\

(\x,

=~ iR 2005-2009 27 % 148 4 5T 3 B B o] ik

ZPp P E F o F a0 A 2005 # 1 2009 # F K 26 &
TR AREA I d P2 > BAIEA L% B
DAY S RE nAk2 — o ad A RayE TRFEFL G ARD

% See Upjohn Co. v. Mova Pharm. Corp., 225 F.3d 1306, 1309 ( Fed. Cir. 2000) .
' See Panduit Corp. v. HellermannTyton Corp., 451 F.3d 819, 826 (Fed. Cir.
2006 ) , “The determination of infringement under the doctrine of equivalents is

limited by two primary legal doctrines, prosecution history estoppel and the ‘all
elements’ rule, the applications of which are questions of law.”
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requirement ) 14 % 3f 3 7

R BT & )

& 4
0 35 0P A

R E &

-~

9\
=

RSO pIT
ERERR I AEA
FREZ H TR

ZE R B B R RIEEFEA P Z FFIHERIL

= it (vitiate the claim element ) » ¥t » #

Ao AEER CHRAHL O BRENH P IER DAL @

7 AF ¥k 0 L4liE ¢ (vitiate a limitation ) ~ 4f 3% 7 & i* (vitiate the

2

DBV R L H B ABS 5 4T

AT AR R
W Nl = L e e

iéﬁﬁ%%ﬁiﬁﬁﬁﬁﬂ%%@%Ti

e H|-p 8y E T A BB I A
NEWMAN, ...infringement under the doctrine of
03-1634 | August 18,2005 BRYSON, and | equivalents would vitiate an essential
GAJARSA limitation of the claim...
wicie, | b il el ol b e
04-1048 | March 22, 2005 NEWMAN, . . oo .
IridNet system without vitiating the “mounted
and BRYSON e
on” limitation altogether...
MICHEL , | ...afinding of equivalence in this case would
04-1180 May 6, 2005 LOURIE, and | effectively vitiate the time-related
PROST limitation...
MAYER, ...infringement under the doctrine of
04-1216 | August 11,2005 PLAGER, and | equivalents has the effect of vitiating a
SCHALL, limitation of the claims...
04-1375 | June 29, 2005 (B}I,:SJKEI?IS\I/’X, . ...e.:quivalents upder such a theory would
and LINN vitiate the requirement...
NEWMAN, ...because to do so would impermissibly
05-1331 November 22, 2005 RADER, and | vitiate the “saccharide” and “saccharides”
PROST limitations...
NEWMAN, claim limitation “plate” in claim 2 of
05-1001 | June 14, 2006 LOURIE, and the 578 patent was vitiated
PROST "
MICHEL, ...the application of the doctrine of
05-1236 | March 16, 2006 SCHALL, and | equivalents in this situation would vitiate the
GAJARSA, "providing in" limitation...
05-1261 July 7, 2006 MICHEL, ...equivalence theory would vitiate the claim
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NEWMAN, limitation of performing ““all” write requests. ..
and MAYER
NEWMAN, ...conical shape as the equivalent of a
05-1311 November 20, 2006 LINN, and | spherical shape would vitiate the
PROST “spherically-shaped” limitation. ..
MICHEL, ...doctrine of equivalents cannot be applied
05-1337 | June 12, 2006 GAJARSA, because it would vitiate the “opening”
and LINN limitation of the claim...
wici, | b of bl vl e i
05-1612 December 8, 2006 NEWMAN, L ’ ’ . .
and RADER infringement under the doctrine of equivalents
as a matter of law...
LOURIE, ...allowing floor sensors to be equivalent to
06-1013 September 6, 2007 RADER, and | side sensors would vitiate the “side of the
PROST vehicle” limitation...
06-1101 January 5, 2007 gggg,ﬁh s l?ecause a ﬁ'ndir}g gf e?quivalence would
vitiate the claim limitation...
ELLIS
SCHALL, ...claim 6 of the *691 patent under the
GAJARSA, doctrine of equivalents would impermissibly
06-1102 January 19, 2007 and vitiate the limitation of claim 1 of a weight
MCKINNEY ratio...
RADER, ...otherwisg \.Jvoucl‘d vitiate thé language of the
06-1350 | June 18, 2007 ARCHER, and | Staute requiring “corresponding structure,
GAJARSA mate.rlal, Qr acts described in the
specification...
LOURIE, ...doctrine of equivalents cannot be employed
06-1610 October 18, 2007 RADER, and | in a manner that wholly vitiates a claim
PROST limitation. ..
NEWMAN, ...doctrine of equivalents cannot be applied to
07-1117 November 2, 2007 LOURIE, and | an accused device because it ‘vitiates’ a claim
LINN limitation. ..
SCHALL, ...under the doctrine of equivalents because
07-1186 November 28, 2007 BRYSON, and | doing so would vitiate the claim element of
MOORE the “vertical opening.”...
RADER, ...equivalence with a single strap lacking
07-1273 December 19, 2007 SCHALL, and | separate sections and different materials
PROST would impermissibly vitiate this limitation...
LOURIE, | (o008 equivatens by reventing 1
07-1266 September 8, 2008 BRYSON, and .. . e
PROST application when doing so would vitiate a

claim limitation...
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MICHEL, ... To determine whether finding infringement
07-1512 | May 6, 2008 LINN and | under the doctrine of equivalents would
PROST vitiate a claim limitation...
NEWMAN ...finding of equivalency would necessarily
08-1098 October 31, 2008 and LOURIE, | vitiate the “dried fruit” limitation out of the
and ALSUP claim...
MAYER and | ...district court properly found that vitiation
08-1003 | March 31, 2009 DYK, and | did not bar a doctrine of equivalents analysis
HUFF here...
...the Supreme Court identified two
NEWMAN, iuch “legal limitati’ons”': (1) the
08-1240 | June 1,2009 BRYSON, and all-elemegts rlile, which bars'a patentee
LINN from asser'tlng 2.1 fheory of e?qulvalenf:e [that]
would entirely vitiate a particular claim
element...
MICHEL, ... The district court granted summary
09-1026 | September 8, 2009 RADER and | judgment on vitiation and argument-based
PROST estoppel...

ko frTm

Fo— U} A1 2005-2009 £2 B 4 £ pcIL G B B e i

S HA LB KA R F IR R §
P ¥ | 2

- ~ i535% % (reverse Doctrine of Equivalents ) ¢ 32

SECES R R

FE 2 RAR S SR~ R IR ST
H#H o L1573k RE (principle) & F 7 ke 275 43

2 See Graver Tank & Manufacturing Co. v. Linde Air Products Co., 339 U.S. 605
(1950) , “a device is so far changed in principle from a patented article that it
performs the same or a similar function in a substantially different way, but
nevertheless falls within the literal words of the claim, the doctrine of equivalents
may be used to restrict the claim and defeat the patentee's action for infringement.”,
see also Westinghouse v. Boyden Power Brake Co., 170 US 537 (1898) , “The
patentee may bring the defendant within the letter of his claims, but if the latter
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R LAEA AR RAT 2 2T FAEA AR RPEFT 2 XY
8 B & LS %
;sm;nfui%i’* AR - R AR
7k Bl i ek @ERAIPR | BfERG oo e i
Lo AL B

has so far changed the principle of the device that the claims of the patent, literally
construed, have ceased to represent his actual invention, he is as little subject to be
adjudged an infringer as one who has violated the letter of a statute has to be
convicted, when he has done nothing in conflict with its spirit and intent.”

3 See, SRI Int’l v. Matsushita Elec. Corp. of Am., 775 F.2d 1107, 1124 (Fed. Cir.
1985) .”on which the fact question raised by the reverse doctrine of equivalents,
infra, may be resolved.”; see also Richard T. Holzmann, Infringement of the
United States Patent Right: A Guide for Executives and Attorneys, page 126,
“Both infringement underthe Doctrine of Equivalents, and noninfringement under
the Reverse Doctrine of Equivalents, are questions of fact.”
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LEFEREHFRRE REF AL G Heon¥ - BRI LR
PAEE ] B > @ ZEE ¢ 2 2 % (direct infringement

) ** ~ #e4 =4 (actively induces infringement) *° 22 § 84 iz 4 (
contributory infringement ) *°% = # i # - SO st o) i
Pl ks L oo

BB RERE O AHRL IR ARTABEET YR
BT E B RAGEF AN ENET RIRR - T 0 ARRG
LAMEA TR S AR R 2 BT AKGAED

4 %R 35 U.S.C. 271 Infringement of patent.(a) “Except as otherwise provided
in this title, whoever without authority makes, uses, offers to sell, or sells any
patented invention, within the United States, or imports into the United States any
patented invention during the term of the patent therefor, infringes the patent”. » f§
;’?ﬂ%é:r“,ﬁﬂ\/zy BRI HNENEFTFIEF > AGHFv N E RN Y
g RO L A B EARZEM AR & i&;zéﬂ} A d F@wﬂ
»IERBP O BETEIE,-

33 ;fr’}% 35 U.S.C. 271 Infringement of patent. (b) “Whoever actively induces
infringement of a patent shall be liable as an infringer.” » f§ ¥ 2: T iz P ek
g A BT EHEZA B BREFIALTIE,

36 #%& 35U.8.C. 271 Infringement of patent.(¢) “Whoever offers to sell or sells

within the United States or imports into the United States a component of a

patented machine, manufacture, combination, or composition, or a material or

apparatus for use in practicing a patented process, constituting a material part of
the invention, knowing the same to be especially made or especially adapted for
use in an infringement of such patent, and not a staple article or commodity of

commerce suitable for substantial noninfringing use, shall be liable as a

contributory infringer.” » ff i 2:TiE P& M4 & A48 > Ad P Rizr 5| 2

U G e s R R A

%’f TR RN EE 2 A P A 2 l‘*xt‘ﬁl,\jG
%?ﬁ FrUuFNT AR TR Y B E PR B e

1‘??*:% A2 FE g
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ZAB N E AR R A AR RIS FIET R PTER 0 B AT
AR FRTHERGCHN A RBILHIT  EHERS
Ao B AR R E HETYF R TR 0 ek — 2R
PAF R T mEF LG REE B ETEFGHEF o XA Rader X7
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Jo sk fx 0 FIETAZ Y flde @ B4 (dome) #8#35 %7 F4 (plate

3% See U.S. Constitution: Seventh Amendment, “In Suits at common law, where the
value in controversy shall exceed twenty dollars, the right of trial by jury shall be
preserved, and no fact tried by a jury, shall be otherwise re-examined in any Court
of the United States, than according to the rules of the common law.”

3 See James E. Hanft and Dominic A. Chiarelli, " The Doctrine of Claim Vitiation , ,
page 3, “Yet, now, claim vitiation allowed the court to neatly sidestep the
substantiality of the differences as a matter of law.”,
http://www.darbylaw.com/files/Publication/727362¢8-b113-4a68-81d2-d53b809{6
299/Presentation/PublicationAttachment/78a8a943-15ad-4cd1-83a8-daa85b71a8d
a/ABA landslide.pdf, last visited SEP 13, 2009.
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) M5 f2 8 454k (conical) 3t 134 % 50 £ 54k (hemispherical ) # 5 —
1B % pe N 0942384’ (intracellular marker substance ) 35 %74 k5 35 RE

#4478 (transmembrane antigen )* - {2 5 {a] 7 > % & (slidably mounted

) PR EAT 2 % F (rotably mounted) ** o
18 ~ &3

SAME B H AR FRATZEER  BRATABIER
FIHEA R FERPT LG BERERBERNZETEANER > 2
B AR IR A &R K 0 Blde B L& R E5k T A0 ke
WK B A R BB E IR 0 2 B AT LRk A
S AIHE kTR > AP R SRR AR BIARIE 0 & T B4
¥ 5 e oy T EAR M £ 5k R A R O 0 Ul MG
H PR ERA R — ey @ RARE R F R — AT E A A K

1 See Primos, Inc. v. Hunter's Specialties, Inc. 451 F.3d 841 (Fed. Cir. 2006 ), “the
claim term "plate is a structure that was not vitiated by substitution of a dome, we
affirm the court's conclusion that applying the doctrine of equivalents was not
improper.”

2 See Dr. Raymond G TRONZO v. Biomet, Inc., 156 F.3d 1154 (Fed. Cir.
1998 ) .,“We are convinced that the evidence offered did not adequately establish
legal equivalency of the hemispherical shape.”

® See Goldenberg v. Cytogen Inc Cr. 373 F.3d 1158, “The district court's
conclusion...concluded that antigens falling in different halves could not be
equivalents as a matter of law...Regarding infringement under the doctrine of
equivalents, however, we disagree with the district court's conclusion.”

* See Freedman Seating Company v. American Seating Company. 420 F.3d 1350

(2005 ), ”We think that this structural difference in the mounting of the moveable
end to the seatbase is not a "subtle difference in degree, but rather, a clear,
substantial difference or difference in kind.”
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 J 421100 F 488 > “The Claim Vitiation Doctrine as currently applied by the

varying Federal Circuit judges provides little predictability or guidance. Indeed,
much of the application of the Claim Vitiation Doctrine runs afoul of Supreme
Court precedent. To preserve the workability of the DOE, the Claim Vitiation
Doctrine should be abolished, or at a minimum, the Federal Circuit should
consider the doctrine en banc to provide a single rule that can be predictably
applied. If a rule is adopted, such a rule should provide a distinction between
limitations which may be vitiated, and characteristics of limitations which may

2

not.” °
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