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# {7 ~ inequitable conduct ~ duty of disclosure ~ duty of candor and

good faith ~ misconduct ~ patent unenforceable

fcfep 1100 297 2 p
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2010 # 4 % 26 P » 3 R IR b 3FE a2 & B R 2 i4-(en banc)
* & 2TE.B Therasense, Inc. v. Becton, Dickinson & Co.ﬁsl (™ @A
Therasense %) # & {7 %2 (inequitable conduct) 2_ R4 » T P fE Fe2 %
(amicus curiae) M> %% 22 EL L 3 LEATHRAAT T (757236 o 5
ZMiwiw FIpiE e b - KRBT LT 5 R B4 5 Kingsdown Med.

s

Consultants, Ltd. v. Hollister Inc. %> (™M @A Kingsdown % ) > FES & 5
23 B2 4 o P EHEE - FNFIL 2011 & 5P 25 p gadi )i AL
E R U CRUBER 5% - periy SN S I L AR e R S NS
ML grsdsm o sE A g F R ERAIAAG O BEI T FLIEHRAKR

AEREJIEEFDY D FL bR 1988 & TR E TR

#% (plague) > 7 )7 bR BB i RS T Ak
% 417 %4# (non-infringement ) ~ % 1 & »x (invalidity) *t~ §4& 113 1 {7
AR R R RES TR KT - BARKRF AR FLIRGHLL
flEfErrn? TPk 77 LE B @ERn Y ig- L & hd

EEEEF Y S VT RN SR LEAREaIE R S

' Therasense, Inc. v. Becton, Dickinson & Co., 593 F.3d 1289 (Fed. Cir. 2010).

PR JIEE A 2T 2 2 % 7 5 (improper conduct) % J.P. Stevens & Co. v. Lex Tex Ltd.,
747 F.2d 1553 (Fed. Cir. 1984).— % ¢ ¢ s~ f % T2 & {7 & | (inequitable conduct) » #
x> % 2 1 ¥ 3% | (improper conduct, misconduct) £ " 2 & {7 % | (inequitable
conduct) @ % Jo LZF W H B o

? Kingsdown Med. Consultants, Ltd. v. Hollister Inc. 863 F.2d 867 (Fed. Cir. 1988) (en banc).

Burlington Industries, Incorporated. v. Dayco corporation, 849 F.2d 1418, 1422 (“The habit

of charging inequitable conduct in almost every major patent case has become an absolute

plague.”).

S
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A BRI AR A HT R Fé Tt @ R ETET gD

BERAGFRY ZRNVITAZT I AT EDEE Ry - L2

RMEERJEALF AL FS 2 ERETER ALENITHE T i
e A

4 € AR B P g -

1977 # 1% 1 p 312009 & 12 % 31 p S8R p EFOERE TR
FBE S 94579 B R4 2 2MARARRY 08 57 A 2 S HRE
AE K ARE AL E R A8 o 1999 5] 2009 £ o FUES 10 £ > F &R K
GCRFSEERL IS 3 L0 S RF R EASERSLT F 4 S
S S T SRR G i U I e I
2010 # 57 FE T it 23T 2T LA 2ERAHABHFET
Ptk R i % 2P mT LA B fIvEn R B R D] )
FHRAEELER L Rt A A LR L BL 27

PR AT AAPE ERER B OIE

FRBERRATE ARSNGB BRUTR R 3
H-Bg - FREA2 P BJIR Eamdsn > AP e F85234% 3
FERE FREJUE T 2 HIRY SR AR 2R RP

4
i
T EFRREHLAF LR BLFENL RERN PET R

—

&
o
»*

> United States Patent and Trademark Office, PTMT SPECIAL REPORT. ALL PATENTS,
ALL TYPES, available at <http://www.uspto.gov/web/offices/ac/ido/oeip/taf/apat.pdf> (last
visited on Nov. 3rd 2010).

° Id.

7 Philip Elmer DeWitt, HTC counter-sues Apple, CNN MONEY.COM, May 12th 2010,
available at <http://tech.fortune.cnn.com/2010/05/12/htc-counter-sues-apple/?source=yahoo
quote> (last visited on Nov. 4th 2010).

¥ See 2 Martin J. Adelman & Randall R. Rader & John R. Thomas & Harold C. Wenger,
Cases and Material on Patent Law, 647 (2nd ed. 2003).
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BRI A D TLAGEI FIRADEE P WAL TR AE R fRen
PPRE s B JIecE 2 X% 2 1 (7 5 2 :0E B BN bR 1L A

FOA_E ML TR AT -

-

,1 ﬁx«TTrﬁFM «L:u-

ﬁi””ﬁﬁ*l FLRBTAL L AR H DI 7L PE EF
» {4 )T*Eiy ZRiie bR R 2011 & 5 0 25 P ATRAER AR Y4 Therasense
s B ATRLR R B AR -

‘W &”x

» P

@ xIF R p T 1945 & £ R ENEF 2 b Precision Instrument
Manufacturing. v. Automotive Maintenance Machinery Co. %’ (1 -
Precision % ) ¥ #rias cnd i FZA A A B iRfpgr T2 A FL 2

B B (unclean hands doctrine ) o % J* % 8258 % W § & 1952 & 1% ﬁ ER

&P R R aA > -T2 w3714 (enforceability ) it ;¢ 7]~ jE

TaprEd ¢ 0 a2 w o 2R ?' ¥R G AR B e - 35 US.C.
(United States Code )§ 282 % 2 38 % 1 xR T2 & {75 b g2 37
AN SN %%f;ﬁ% TR TATRE 2 BR DR

AP REATIMBEBRI D 75 o 0 F ob P B4 437 37 CFR.

® Precision Instrument Manufacturing Co. v. Automotive Maintenance Machinery Co., 324
U.S. 806 (1945).
' DAVID HRICIK, Wrong About Everything: The Application by the District Courts of Rule 9(b)
to Inequitable Conduct, 86 MARQ. L. REV. 895, 896 (2003).
'35, U.S.C. §282 para.2 (1): The following shall be defenses in any action involving the
validity or infringement of a patent and shall be pleaded: (1) Noninfringement, absence of
liability for infringement or unenforceability,
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( Code of Federal Regulations) § 1.56 28 %% o

T EEREA - AR A E 2 (common law ) hff R ILRHFE
(affirmative defense) > p g GE Y A R TS o TS BT
e R H 2 T 5 (exparte) #Trd ¥ GriEAR? o f 3 0 gs (candor)
233 (good faith) &7 : & 5 &v & flahufars » L1¥ 54§14
FIF &R T HE T3 $#>7 & 112 (patentability) # % £ & ¢ (material )

Fasaae Ft i ¥ FR I LY A A RMBTT HRNT LI

LSFEREDTR B B G4 AL R LM RS G M

P r 2z d Agfav. Creo 23 % ME I 2@ &3 WEMAY 7> | 73-74 >
2006 & o

" ALICIA GRIFFIN MILLS, Protecting Yourself from Your Assertions: Navigating Multiple

Regulatory Schemes and Disclosure. 2,J. HEALTH & LIFE ScI. L. 109, 114 (20009).

" RPN %2 #> duty of candor and good faith 3 7 FfsfF e 2= > FREJZ 240
BEPERLAE ARG FLTREFY afm %/z‘g}!mﬁﬁ—pmv ' F 7452004 & >
EX R g,azz»y &k %f ]¢ FM PIERAREZ P;L-'! o P
ZW G DA FREERPEFEZEEF LA LG 0 F 452009 £
WL OTHE R L ARG o &% 47 BLACK’S LAW DICTIONARY 9th ed. (2009), Duty of
Candor and Good Faith 2_ iz : (A patent applicant's responsibility to disclose to the U.S.
Patent and Trademark Office all known information relevant to the invention's
patentability, esp. prior art, novelty, and embodiment. If an applicant fails to be candid in
disclosing all relevant information, the PTO may reject the application. If the patent is
issued and undisclosed but relevant information is discovered later, the patent may be
invalidated, and the applicant charged with fraud on the PTO, even if the undisclosed
information might not have barred the patent's issuance.) > 1 ~ 3% 5 & f3f ¢ -4 $3t 3%
DR RN %‘m LFPT RN A TG BT E 23
FER* candid’ EZ L FehsBPEehoiFi b A E‘%F 18 & » Candor &_F #-2
T ARMAEFTHIBELENFRAIZL  TEITHLL A2 25 T2
2 Good Faith $t B F & ¢ chg L > kjﬂ ¢ FA R RIRE 2 FTuhEEEE
*ﬁ-%\& ? FF’\Z%’FmFVF%’EJ""ﬁ&‘%g%‘.%‘Tr‘s’fﬁ-}i’mﬁﬁ”rﬂ’—_‘]’: \J~
P ff“ Forif > SHBARFNILIZPTE AL F AT LTI oy
Z it 3% ¥ 4% 9 0 & Duty of Candor and Good Faith 28 % 352 § £ %78 3

o

iz

'3 37 C.FR. § 1.56 (2010).
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B AREFEE LT R ERENNTVEEORER > FE R REHNTE
flirn 3 23 £ R PR MEAIMBEP- A c FHIREF LG
AARGOIARE YA L HEARNEER BTN ST R
2 RFIMBLFEREOT A REHFLF LR BT A

B A FUER B AR Y AL R 2 e b A ek T
R0 P ERBB U EG R gt » AR L 7S FURE o fERER
2 )% 7 24 7°° (unenforceable ) » # 3 i 4p B e 33% & 41 (family patent )
ST F AR AT FATRET PG AL T LA OTT G f BRI AR
RAEA G REF Y ek sk in? (exceptional case) o & £ #4173
RS BEENOL GG ERLEEHFREF R AT e BT E
ERENEARILYATIE Y BB RAsEp ¢ A

f® AT 5 g@t;,g;_# oy BN {Jf%%}%;‘#ifé@é\ll TEFLREA S
BT o BB AT AR ERG A DL 7R 0 & EREE NS

37CFER.1.56 (¢c) ® #z_:

'® Dean L. Fanelli & Victor N. Balancia & Robert J. Smyth & Carl P. Bretscher & Arthur M.
Antonelli & Mark J. Sullivan & Kent E. Basson, A Review of Recent Decisions of The
United States Court of Appeals For The Federal Circuit: Area Summaries: 2007 Patent
Law Decisions of The Federal Circuit, 57 Am. U.L. Rev. 821, 998 (2008).

VBRI L F AL ARET Y MAL > B340 F 2740

18 See 35 U.S.C. § 102.

¥ See 35 U.S.C. § 103.

* Kingsdown, 863 F.2d at 877.

?l' A.B. Chance Co. v. RTE Corp., 854 F.2d 1307, 1312 (Fed. Cir. 1988). (“inequitable

conduct is a separate defense to patent infringment and, either alone or in conjunction with

trial conduct, may constitute the basis for an award of attorney fee under 35 U.S.C. §

2857)

See 35 USC § 285. (“The court in exceptional case may award reasonable attorney fees to

the prevailing patry”); Epcon Gas System, Inc. v. Bauer Compressors, Inc., 279 F.3d 1022,

1034 (Fed. Cir. 2002) (“The prevailing party may prove the existence of an exceptional

case by showing inequitable conduct before PTO”).

22
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(=) F-BadfldEd G2 8mL
(=) F- BEFEY FHARILE Y FhantfFd fmL ]

(Z) BB G FREEE LAY 2 A AR {Y sh%2 4 > 02 B i

e 2% = B = S 2g e S o 23
PR AV Ao R EE O RF LA HLER T

blde > BRI A & B G IR hiT ST T 75 0 3%
R AN F BJIEEFT € TG s ** (malpractice suit) % % - |
EHALIPHEARENTRY c FERFFAL T EF BFAET
LR A - S EREDTRS TP A LT b T g
HEZL N S L At 1)

ERL S N I R fig & E R % 4] eh S T EEAR Y

AR o FAADM S A A S RITBEE AT N TS E R e
P A

PETRE A BRI EALY BB L R R s R ek R

# 37 C.FR. § 1.56 (c) (2011).(c):

Individuals associated with the filing or prosecution of a patent application within the

meaning of this section are:

(1) Each inventor named in the application;

(2) Each attorney or agent who prepares or prosecutes the application; and

(3) Every other person who is substantively involved in the preparation or prosecution of
the application and who is associated with the inventor, with the assignee or with
anyone to whom there is an obligation to assign the application.

CHRITOPHER A. COTROPIA, Modernizing Patent Law's Inequitable Cinduct Dontrine, 24

BERKELEY TECH. L.J. 723, 766 (2009).

> Id.

*Id.

See Nisus Corp. v. Perma-Chink Systems, Inc., 497 F.3d 1316, 1320-22 (Fed. Cir. 2007).

JOHN F. LYNCH, 4An Argument for Eliminating the Defense of Patent Unenforceability Based

on Inequitable Conduct, 16 AIPLA Q.J. 7, 8 (1988); CHRISTOPHER E. MAMMEN, Controlling

the “Plague”: Reforming the Doctrine of Inequitable Conduct, 24 BERKELEY TECH. L.J.
1329, 1343 (2009).
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LS ALk 0 B L G e AR EE B e

uﬁré%e%ﬁ%w%é RN €2 PR
A gty - BRI AL FTAHCEE G L LM (materiality )
PoBAFL AR &S r?‘z%ﬁlﬁi , (intent to deceive) * 7 ### & (F

P REENT T TR HEHREJFHRADLBE HEETRLLG L

BIRT AL TR R - B OHIR o FIREE T IRy
ez TERM R T v LB £ A* 175" 4§ (inequitable

L laEszY LE

—

conduct balancing ) » A E3% & f1¥ 34 hiF 5 0 B

ﬁ,.ﬁgaoo

S0 E E e T 37 CER. 1.56 (0)*T2R2_f 4 4hi
Blhpesd TERE, HFR - 2R
B i ER 5 hiT 5 R BEIEE R T
£EAIFFRE - k2T RRD B LI g

P79 34k (£3 1 (7 5 a0k & o
I EFEEHRIFE

PRI R REE A kA R R R B EE B TR
PR E AR SERT EBEAGF SR LG R AT AL

puat
T_L

See Exergen Corp. v. Wal-Mart Stores, Inc., 575 F.3d 1312, 1329-31 (Fed. Cir. 2009).
(attempting to increase the pleading requirements for inequitale conduct).

Star Sci., Inc. v. R.J. Reynolds Tobacco Co., 537 F.3d 1357, 1365 (Fed. Cir. 2008) (“The
district court must still balance the equities to determine whether the applicant's conduct
before the PTO was egregious enough to warrant holding the entire patent unenforceable.”);
MAMMEN, Supra note 28, at 1342-44.

w
o
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FIT D

El\
!
5
~=h
=

1. Hazel-Atlas Glass Co. v. Hartford - Empire Co. %

2R EF 2 RE &3 &E073 2 7 5 (wrongdoing )
T A gl kX 417 717 (unenforceable) o 4B G X5
AR flgeavenk 7 R flREFR AN HENF LT
I % {7 % (improper conduct )#ifiE2. %k | g L3t Hazel-Atlas Glass

Co. v. Hartford-Empire Co. %> (117 f§ #- Hazel-Atlas % ) - 3%
¥ —%—l\ - B4eo TRk JIF A s v lg o 3t g0 ;?-/\;ru
FA S W

B A
*? /e ,ﬁ Ea

L PR - B L L flene §o 550 73
ﬁ%ﬂﬁﬁ%ﬁ@?%f’%ﬂﬁﬁ%ﬂﬁzgé
BAPYe Al kwEme 2 Faalr L EY 3

il
3

1\

N

ﬂ\_y}

ik B R

-~

! Hazel-Atlas Glass Co. v. Hartford-Empire Co. 322 U.S. 238 (1944); Precision Instrument
Manufacturing Co. v. Automotive Maintenance Machinery Co., 324 U.S. 806 (1945).

32 GERALD SOBEL, Reconsidering the Scope of the Inequitable Conduct Doctrine in View of
Supreme Court Precedent and Patent Policy, 18 FED. CIR. B.J. 169, 170 (2008).

* Id. at 170-71.

** Hazel-Atlas, 322 U.S. at 240.

74 101

03 EZ2E#AT] VOL.159



BRIl emmrs PR AR BEEIEE

LAl oy B o b b EEL BT L A FRE I
o hE AR 0 T EE S )RR F R
BB EIRIL L SRORET Fa F] LRI HOE R Y T 20k

A R 7 5 TR ]k

BB R R EFENEE IR B PR F R

B S R R D LR E T A R

- :
ﬁfﬁpwr¢mmi IAREE it R
| B R ﬁl%ﬁ%ﬁﬁré%%ﬁﬂ%”wﬂ%

éif%é?mﬁ% A2 FeiF A7 G eh I B 1R 4 AT S

?ﬁﬁiﬁ%ﬁ—%?w%%jé—ﬁ%ﬁ»w%y%&%&
RAsthBbHl s e 0 R A HE NP HA G K5

v s [N 4
Lo Bzl A £ 32 (dismiss) 2% e .

2. Precision Instrument Manufacturing Co. v. Automotive Maintenance
Machinery Co. %
- E2_ {4 BENE B 2 Pt Precision XAl A 7L AP B

7

H- 0 R E IR AR I (interference procedure ) e fE

Hartford-Empire Co. v. Hazel-Atlas Glass Co., 137 F.2d 764 (3d Cir. 1943).

Hazel-Atlas, 322 U.S. at 243.

1d. at 245-46.

Id. at 248.

Id. at 250.

Id. (had the District Court learned of the fraud on the Patent Office at the original

infringement trial, it would have been warranted in dismissing the patentee's case.)
FERHEAFPAERF 1~ "@‘«‘7-_‘ efav ?ﬁ’* Fole — v P A B B Y
(two pending applications ) P¥ » & 2~ R ¢ gk gre s & el B9 Bk -

% M pF (between a pending apphcatlon and an 1ssued un-expired patent) )l'* FREERE

flErR AR KR TR A B A E P A o
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5 il

EEEFNE LA ETRER BERERT

(settlement ) » & 17 #% & % 4= Precision Instrument Manufacturing
Co.( 1™ f§ # Precision 2 # )¥¥ Automotive Maintenance Machinery
Co. (127 f§ # Automotive 2 # ) 2 IR A2/ o At fltr
%425 7 Automotive = & 3 BT £ Precision & & 2. - &
Larson # % & & 4 £ 3 P a2 F cn®p (affidavit) » 2
Automotive = & L F # Larson RN FFHBLEJIF &
koo Foa Al E4E Larson wfg IR AZR R b dm 0 s &
Larson % 42 % cr{cf# 1 ~ Automotive = ¥ I Larson %1
FlrR 425 ¢ 133% (concession) > J& 7 ik 4 ; 2 ~ 3 Larson &
Y A/ ¢ % 1Y R (assign) % Automotive = & 53

T Larson ¢ H 2 & Precision = & A % 4t 4 & & | {5 FoF
kT4 s £ Rk EY o S BHIERA L
Automotive = & #7¥ i 2 i3 & {122 Larson Lk #r¥ eh

1 - %+ F_Precision = & 33 ¥ - # 4 £ » Automotive = 33 5

SR LR et D R NEFRT HEF T
NV
=

v

BB il s Bi%Z 7 X T2 Automotive 2 #2353 0 T il
wiw ke ez el e AR B ek e R R 70
BRI i o 5 i HEJIF &R (s U ol i

40 P
SRR FRnE sl i DS EE LR

Precision, 324 U.S. at 816. 809.

Id. at 813-14.

Automotive Maintenance Machinery Co. v. Precision Instrument Manufacturing Co., 143
F.2d 332, 333 (7th Cir. 1944), rev'd 324 U.S. 806 (1945).

Precision, 324 U.S. at 816.

1d. (applicant's duty to report facts related to fraud or inequitable conduct is uncompromising).
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BT A - RMEPRTREL BB LT ED L
;fé‘” o % ﬂﬁﬁs mﬁ? AEHFEEIBE d HEIAY
WAL SR SRR TR AN L E B AR
R A ZJ{&iﬁﬁéﬂﬁﬂ 75 il

5§ g _

#oEfle ﬁﬁmﬁﬁﬁ#Tﬂié’E$$éi&%ﬂﬁ

FERPLHGREIRFHBLEEJFRASEE 2F A
(public representative ) =k @ b » % fvfdar £ A HFT 2 v 4
BT TR AL D T A FY (equitable nature ) o # i ¥ fiF
Lz 2% 2.+ KBl (unclean hands doctrine) 3 # & {7 5 — =

22 %I F)m 3 T 0, i T 58 34 0 Automotive 2 & e & g

Féii?ﬁ@ﬁﬁﬁﬁﬁ%ﬁ“°
Z) FEFRER R

& Norton v. Curtiss %> (117 fj # Norton % ) & % WA M ir
2 4] 2% 12> (United States Court of Customs and Patent Appeals,

47
48

49
50
51
52
53

Id. at 818. (safeguards the public in the first instance against fraudulent patent monopolies).
Id. at 816. (The far-reaching social and economic consequences of a patent ... give the
public a paramount interest in seeing that patent monopolies spring from backgrounds free
from fraud or other inequitable conduct and that such monopolies are kept within their
legitimate scope) s 2~ %F A kz il Ak Bz 14 | 10-11 -
Precision, 324 U.S. at 819.

1d.

Id. at 816.

Norton v. Curtiss, 433 F.2d 779 (C.C.P.A.1970).

United States Court of Customs and Patent Appeals > % /% B {o& 1 F 372 & o £ R 5%
M b giE fchm &> 1982 & F R § i i 0 BERE furig 2 % (Federal Court
Improvement Act)» A32%2% > 1982 # 102 1 p » & Jp keh2 Niﬁ Mg & )

7# 1%.( United States Court of Customs and Patent Appeals )¥7 £ R & P22 u( United States
Court of Claims ) &7t 330 F® & & » & = £ FE 2R + 3772 B (the United States Court
of Appeals for the Federal Circuit) °
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CCPA.) #TiaenE & 2 FRAMIcE I 72z i

R v 54
55]7' f”ﬁ'ﬂpﬁ

wi%% ¢ o Norton 32z Curtiss ¥ 3% iy 3 54
M

Ff

AL
7 % & &% & § PFeh Patent Office Rule 56 s A £

Curtiss % ¢ g ek 27« 2 WA Mic R {3 s + %
gﬂ%%%wﬂzaé$w7w%%§Mﬁnwé’ﬂﬁi$$ﬂﬁi‘

EEM2 MR A RRILSHERT AL T LR

o

%%

@%ﬂ@;ﬁﬁﬂ,gﬂﬁ%%@Wﬂ@%&éﬂﬁﬁf—@

3%‘ AHEEER }\rr:#m;rﬁ: o 13‘._?,/2* Fad B adF i B H &
}"TJ';;T}—-L’;‘J/LL’ |’3’3’_‘mpfbﬂg i’.g;‘f r;i’fﬂ }\m/z‘ T-——FF "EE ,";:AI;

EJIFEER AT chE B (materlahty) 27 3 @ (intent) & 2

kg™

p
o
F_L
w\
N
W
X

<P R £ R VAR Taok B )
FREFOEF PR AE I T\IE,TJ"/L

=
EE
—=\
R
o
=
S
£

w
[

56

57
58

W
o

SOBEL, Supra note 32, at 173.
Norton, 433 F.2d at 782.

Patents, Trademarks, and Copyrights, 13 Fed. Reg. at 9579 (1948) §56: Improper
applications. Any application signed or sworn to in blank, or without actual inspection by
the applicant, and any application altered or partly filled in after being signed or sworn to,
and also any application fraudulenty filed or in connection with which any fraud is

practiced or attempted on the Patent Office, may be stricken from the files.
Norton, 433 F.2d at 782.

Id. at 789.

1d. at 795-96.
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In
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%bﬁ%w”ﬁﬁi?#%?éiﬁ@°%%i%—@“r%ﬂﬁﬂ
FFIE B P Y % 114 (the objective patentability of the
"FAEAREY Graipmpat

(subjective considerations of the examiner and the applicant ) | 2_ | 3%

claims at issue ) { B iL* ¢ 3

.y 61

= °

LR > B EA Y RR L T2 Mt E R R
BEFAPTEME IS L AR N E G TR B
B ks 0 BIFARAE T SRS 2 AR OL 20
HTIRE P § B & B (actual intent ) 62,

) *ETEEGZEHBHE
# Norton %14 > # RIgZRsw F3rdfast =m0 2 1 (7 2 B

o HEFE N &8P alE . 4
3 R Ep 2R b 3R0E o s = 18 eh American Hoist & Derrick Co. v. Sowa
<)o P FoT
KRB E &aar bR et SETE B PR o E RE T
I doRGL A fEREEY

gl 3@ 5 p82 | (objective “but-for” test); 21 4 genl

Lk VAR B EE
& Sons, Inc. xS (1~ 4 #- American Hoist & Derrick %
American Hoist & Derrick %

# 5 B3R | (subjective “but-for” test); 3~ 2 2 ¥ 5t jplz22 | (but

itmay have test );4~ &6 72% 4 A R RIGFZ g * H P — fApREE o

Id. at 794.
1d. at 795.
1d. at 796.

American Hoist & Derrick Co. v. Sowa & Sons, Inc., 725 F.2d 1350 (Fed. Cir. 1984).
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FEAL 2 FZEFI%JT;K”;&;%P%?%? o fe fd

P~
W P PRE e 2 (g o R b aRiE A * P Stevens & ki-
T

<

* T FEE L (T 5k P °é€cif\§£"$wﬁ;€&s{
FPEAEHNEE L A TFSERBERDEEL - o
1. T2a3iF5 | #3E@* hs-

% J.P. Stevens & Co. v. Lex Tex Ltd. % (1™ f§ #- J.P. Stevens

%)E‘ ’%;K&ﬁ" ’?/z}‘mﬁf“‘iw}l\ 'é,‘f’rf% 'Té‘
ﬂf;%ﬁﬁf&ﬁ&ﬂgﬁ;‘éjﬁﬂrg%g s wFEREJN TR TN

ﬁ%“o%aﬁéwzﬁﬂ%ﬂ%ﬁ%éﬁﬁﬁiﬁ@%%*’
BAIT A AREER AR G A RS0 R RE KT

S e 3T RUABEA R L F F R B h JP
Stevens % ¥ i * T 2 & (= 5 (inequitable conduct) | i=B * @
PEAFHENFEL T3Fd (fraud) o 3% 2 8 17 2 2% 3 0

LLflEERE LELSE AR EL AL T

8 J.P Stevens, 747 F.2d at 1559.
8 Precision, 324 U.S. at 818.
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LpEen(E s R A ML NIRRT 5 2 ORISR T 2

Ra 2T AT FET A2 HMEAIY A7
g 7 eehkiE.e 7 H 2 Y 5(ex parte application proceedings)
fo i L8 42 B (priority proceedings ) ¥ » & & % ¥ KL P iF § o 3
FEi a2 Y G R AR Y > B IY G4 5 R R
PR RA e Pi kA fl R AR JIRESS P
EJlarg A R EAE DS TSR FURR Y 2T L PR

2Rp g ERFLE R Aok 2 AR AR IR Y o
BT A REREEBHE S B2 BE A D AAER Y G
2R P J‘E’éf”fé’f 2 B8 o 'ﬂt“”ﬁ R E S C RS

LA

ETIR

20 FEZ A T henk 2
Fl# T2 EL 2R T EARFENRFHELELT
MAFNEFT L PFA® 0 BHEP 3D F 5 0 AR EBHEA
SRR A BERE ]I EG ER RS 2 AW o
(1) £ & 1 (Materiality )
FEBA T R THEPADE A R ERALEREP T
ﬁ

R RIRA AP A2 L A LA E T E R

7 GINA ELDER, 4 Review of Recent Decisions of The United States Court of Appeals For The
Federal Circuit: Casenote: A Practical Guide For Proving Fraud On The Patent And

Trademark Office: J.P. Stevens & Co. V. Lex Tex Ltd., 34 AM. U.L. REV. 729, 734 (1985).
% J.P. Stevens, 747 F.2d at 1559.
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ezl ﬁ;’” g ¥ & American Hoist & Derrick % #13% !
BRREETRMPEN 4 BARPIESZ > T Ardg* EH
T h o 1992 25 37CFR.§1.56 (a)& 2% & ~ B euplidi2 o

(2) & B (intent)
FIaghiR 0 BARFECOME o AQAR T BAF W Z T
T E - HETERIREUEEEJIIREDT L F S
PR T AT ALY B RP ol ii_%i’jg*ii;éj
e B R ARSI AT HRE 0 F E A
- 2 R PRE |5 sl &R P 4% (wrongfulness )
# R (willfulness) = ¥_% % (bad faith) &5 & - + % #ceh

>z Y !

Bl EF AL AELFARL EG o AR AY
APIA T G 2 AR E B B LG FE A
FodEd - B E L RERT A RS G LARE S S
5o k@M HIBEILEB o £ <4 (gross negligence )
R E BT BB K £ & (good faith) T ¥ 4 eh
i % (simple negligence ) ~ &t & (overs1ght) B H A Rend|dr

(erroneous judgment) Sy > 384 K1 &% ¥ R/ {7 2.

69
Id.

" Digital, 653 F.2d at 709( ;# Fx 8 5 &t % 4§ :%1 ¥ dcenPE A )i Norton, 433 F.2d at 793
(FRini Bl 13v5e §3 275 0 £3 S F 2L anrs) e

I (kA o 2 ﬁﬁimzﬁmiézﬁé’ A FEIREH LW

R R ) e
72 See Hycor Corp. v. Schlueter Co., 740 F.2d 1529, 1540 (Fed. Cir. 1984) ( ¥ 3 if 2
('simple negligence ) ~ #x & (oversight) & §_45 32| %7 (erroneous judgment) #1gE

¥ J’KZ E AR BlaE )
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e }§ & e Argus Chemical Corp. v. Fibre Glass-Evercoat Co. %" »
BRArE AT AR AARPER AR R E AT A 2
Fote JP Stevens &7 £ ¢ % K477 [ (7 5 GupliE S E > L ERF

2],

FRERALAREBN S HEEFALI L EE R

ZEER

W VR RE R IF R R E R ORGE > ERHER
Moo R G R RIES E 0 R B GHARA Y AT
FEb AP I FTHETE LB BTN LG LR

FALAHE PR [ F R ARBDLE RO

BARR o Bt PR PR KGR S ARRE F o RN E R LG £ R
shiplidiz o Bl s T RO T FE JRERE 2 AReh T E & ) RIS
3 e BT RRE 4 EEF R AR RIRE S A G/ P - KB
wiE MU V”'J/T}E'I«LL 5 fARERE TERP o BB i

Therasense % 15 > & & (4 & 2 2850 {70

FRELJFRARDDRREE IR S FFE Y *ﬂﬁi?
EEPAARBFANT R L FP A AR B AH LR

TR g eir2Ed 2 RHIFAARIRALLTIL LA
PAFIE 3T KA TR RRLEE S TR 4 A TEP P

3 Argus Chemical Corp. v. Fibre Glass-Evercoat Co., 759 F.2d 10 (Fed. Cir. 1985).

74
Id. at 14.

75 KAREN G. BENDER & SUSAN HABERMAN GRIFFEN & CHARLES E. LIPSEY, Area summaries:
A Review of Recent Decisions of The United Stated Court of Appeals For The Federal
Circuit: Patent Decisions of the United States Court of Appeals for the Federal Circuit:
The Year 1985 in Review, 35 AM. U. L. REV. 995, 1022 (1986).

7 2 @ A< % - Therasense, Inc. v. Becton, Dickinson & Co.%
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z

(4
Bh T Bl | B EA - SR R e RS
EP 0 FRIEHEMNENF AR MEF L S Y hE R
ﬂ v

| & 2 ;#*7 o iE 1B PERIE g
T ERAIEH LAY EY Rk o ek BT L AW s

T ORISR F AT
§ W BRIE Aleng sl o T et > BABF Y G
BlERGE Y F 27 (antitrust) 75 ¢ 0§ TR JHEA GFE R Y &
ek JI4E BT F 4tk emed 2 - e

. Walker Process Equipment v. Food Machinery & Chemical

" DONALD S. CHISUM, Best Mode Concealment and Inequitable Conduct in Patent

Procurement: A Nutshell, a Review of Recent Federal Circuit Cases and a Plea for Modest
Reform, 13 SANTA CLARA COMPUTER & HIGH TECH. L.J. 277,293-94 (1997).

® Corning Glass Works v. Anchor Hocking Glass Corp., 253 F. Supp. 461, 469 (D. Del. 1966)

(Citing Corona Cord Tire Co. v. Dovan Chemical Corp., 276 U.S. 358 (1928)). (that the
patent would not have issued but-for the fraud.); Hazel-Atlas Glass Co. v. Hartford-Empire
Co. 322 U.S. 238 (1944); Precision Instrument Manufacturing Co. v. Automotive
Maintenance Machinery Co., 324 U.S. 806 (1945).

" In re Multidistrict Litig. Involving Frost Patent, 398 F.Supp. 1353, 1368 (D. Del. 1975).
% Norton, 433 F.2d at 795.

81 JAMES CRONIN, Inequitable Conduct And The Standard of Materiality: Why The Federal

84

Circuit Should Use The Reasonable Patent Examiner Standard, 50 ST. Louis L.J. 1327,
1339 (2006).
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Corp.‘;";82 CBRAEA AR A BN E B R R L B REES

AL R A R @ EonnB I RT R P EE o 2k
~%m3i%1ui CE AR A Y I TEE R LY
%?Mﬁ’ﬁﬁﬁaf*iﬁ@~&m%@“o%b@m;r¥£Jﬁ%
FAET o 7R L L E P aM e dok ¥ H A B
SRR NS S w%“iﬁ’ﬁ@%ﬁgﬂaﬂﬁﬁﬁ
@Rl 28 A 2t JIE R PoLL A

f

l—iﬁmr?ﬁjlﬁj; ’:‘vi‘f%k'ft%/\f‘ﬂﬁ:é__'%'r?\ L
S SR E S %%ﬁﬁf%ﬂ%§4§iimgiﬁ%%ﬂ
LR EhF s Fi L RPN HEEFR AR Y

E=2
N

1= o

2

B
) ama TEE ) RIEE
e U g pl3Ri# | (subjective “but-for” test) & T
B TEam iz | g ka ® k8L T 2@ T%-}‘/@\j iE‘J
W2 AZRTEFEREFT WAL o % PR HIFHN
FEAHLNNG AR SBREY e ﬁ&wﬁﬂwgﬂgga
Bock i # g ApM e F o P18 kL LI 2B AppF 0 325 1)

334§ﬁ%gﬁﬁ}i%ﬂ”oﬁfi’ﬁwﬁﬁﬁiﬁ%éﬂ

Walker Process Equipment v. Food Machinery & Chemical Corp., 382 U.S. 172 (1965).

1d. at 174; See also 35 U.S.C. 102(b) (2000).

1d.

1d.

Waterman-Bic Pen Corp. v. W.A. Sheaffter Pen Co., 267 F. Supp. 849, 856 (D. Del. 1967).
KAYTON, LYNCH & STERN, Fraud in Patent Procurement: Genuine and Sham Charges, 43
GEO WASH. L. REV. 1, 32-33 (1975); See WILLIAM COCHRAN, Historical Review of Fraud
in Patent Procurement: The Standards and Procedures for Doing Business Before the
Patent Office, 52 J. PAT. OFE. SoC’Y 71, 79 (1970).
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BlaRE | B

& American Cyanamid Co. v. ET.C.%* » American Cyanamid %
PAREZRE 5 L R g3ui 2 v kF 3k % & (Price fixing) @
EFMANY 5 £ R €2 (Federal Trade Commission Act) > {6 k3% %
IFIF O PR o HAMT I LR EFNEPEFLL W H
W FEORP EENFRA  r HEJIFRAERTE G EE
Fapehd 50 FEFe Rk Y

¥ 6 bR s kg

Hifrbier k254125413 % 4;1'5;&%3;%0@3@;@;?%@5@51
BHAAY o GFFF LG AP NG LR e d
FEA R4 G AR ﬂ’ﬂw%ﬂ”%iﬁg%m¢%i &
FENFHRp I o F 6@ PFFRDIMAFT LI LR § AL
MEFEPIFE AR TR B PR X AT RS R A
Ll flgac L3

ZEAIF AR LR ER KSR F R SN EEA
friae %z 4

_,?
x\".
I
3

ﬁn
A
ot
i
i
N
b8
a
g‘_
4

sl

feF| T e FR R ESTR 2

TR

rEpr Tapmen TEE plidiz ) RH%E &8 Mahk

S

8 Skil Corp. v. Lucerne Prods., Inc., 684 F.2d 346, 350 (6th Cir. 1982); Pfizer, Inc. v. Int'l
Rectifier Corp., 685 F.2d 357, 359 (9th Cir. 1982); Plastic Container Corp. v. Cont'l
Plastics of Okla., Inc., 607 F.2d 889, 899 (10th Cir. 1979), aff'd in part, rev’d in part, 708
F.2d 1554 (10th Cir. 1983).

% American Cyanamid Co. v. F.T.C., 363 F.2d 757 (6th Cir. 1966).

® Id. at 772.

' Id. at 779.

86

101.03 HEME#AT VOL.159



(

I

)

BRIl emmrs PR AR BEEIEE

F o ERBREREHOERMAAE I AR fINENE AL R ARR
LooTAgen T iy seaci e TR T m | RIE2
PR RHREBAEREEOEF AL A A BRI L A TR
ﬁmﬁ??uﬁf EEMARRERT RN E AR A
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-}i e 5‘" /H F-é‘ /if

Mie 2% 5 pli22 | (butitmay have test) > if * pF2fad £ ¢
FAhBAIY FoBARY A s ERE S 3 IR E T ALE R
BRI 4 G FRGFALRARSEE  FEAWLEER
ARG EPALJOEfIF AL R FA AL 17 g b
B B e i b TR HoE e guplai "

w

t SCM Corp. v. Radio Corp. of America % (+17 fj - SCM
ﬁ”%ﬂﬁ%%ﬁ%*ﬁﬁﬁﬁﬁ‘@w‘mm4@%<mml
application ) » ¥ #4514 H ¥ o & Bl s kB
W27 e T %iﬁ'ﬁﬁﬁﬂf‘%%#ﬁ:"..2@%11]'?,-;5*%%, AR AT bR
N FEERRERE Y AEE T S X RRERE - SR

2 Gemveto Jewelry Co. v. Lambert Bros., 542 F. Supp. 933, 940 (S.D.N.Y. 1982); See Plastic
Container Corp. v. Continental Plastics of Okla., Inc., 607 F.2d 885, 900 (10th Cir. 1979).

% CMI Corp. v. Barber-Greene Co., 683 F.2d 1061, 1066 (7th Cir. 1982); Timely Prods. Corp.
v. Arron, 523 F.2d 288, 297-98 (2d Cir. 1975); Trio Process Corp. v. L. Goldstein's Sons,
Inc., 461 F.2d 66, 73 (3d Cir. 1972); Monsanto Co. v. Rohm & Haas Co., 456 F.2d 592,
600 (3d Cir. 1972).

% SCM Corp. v. Radio Corp. of America, 318 E. Supp. 433 (S.D.N.Y. 1970).

% Id. at 444.
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BEALLAATHES  FmA A L &Y A 6 BE LI

&
ERCE Ty ! “é”iuéﬁigh A BB HEREARG
LA A o R T R d FRIES T AREERSTE R
REREE* S MAIAEFOTE AL LF A EPRE LB E
- F R G Ft b A AR LR REE o A4
ot DEa | RlERE o 2 e i b SCM % #7rif * e

i TR R DR Y
Foo Tl T AEF AL S L T ?ﬁj?ﬁ%ﬁéﬂ%ﬁ
AR FE PRl 3R A &G ER-E B i
ABEXNR IS o e H%ﬁ&ﬁ%aﬂ’ RS
RS

= w
(6‘:

ERF AL RRRRE

LAIFARA £ 1977 #5 5 & 37CFR § 1.56 iF 2 LM+ ¢
223”29 37CFR §1.56 (a) 22
...... 3 - BELEEHBTHAR RF . AH AT &?i@ﬁ

Id. at 450.

Id. at 449-50.

In re Multidistrict, 398 F.Supp. at1368.

LiSA A. DOLAK, The Inequitable Conduct Gyre Widens, 50 IDEA 215,216 (2010).
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AEJIPF F AR AT ABRIBTRLL & G0

IR B LRI 0 S B g I T IR R
%5 T e&m% A4 4 R &% (reasonable examiner standard ) - ¥] 5 ¥
RER SRR U AT REEZAEAIFE R AR
EPALFIF A ERPT A ek A RNLJIF AL R
FE&agopFarid apVommn FrEny A5

i BRALIF NS > FEA R F D
ﬁﬁ’ﬁiﬁr@mgfﬁﬁ‘ﬁ°“‘%ﬂ%i%iﬁé’&%
TH T - BE S BEAEGRER TR €& gy 512 .

% A.B. Dick Co. v. Burroughs Corp %'® » 4 #+ I g zmicin b 37
et T2EFAARREEY o FpArmi- pATHR
ARG R A g P B & aRRA o At o F P
S E: R TR L SR TE N A RER L AT 2 R T

o6 Ef Y AT EHF AL RFREIE S 2L H Y
P PE JIEIGRIE 2 Y A B ERS rEH AR ET R
WG TR B EBIF AR e s

100

101
102
103
104
105
106

37 C.FR. § 1.56 (a):
(a)...Such information is material where there is a substantial likelihood that a

reasonable examiner would consider it important in deciding whether to allow the
application to issue as a patent. The duty is commensurate with the degree of
involvement in the preparation or prosecution of the application.

ELDER, Supra note 67, at 738-40.

American Hoist & Derrick Co. v. Sowa & Sons, 725 F.2d 1350 (Fed. Cir. 1984).
A.B. Dick Co. v. Burroughs Corp., 798 F.2d 1392, 1392 (Fed. Cir. 1986).
CRONIN, Supra note 81, at 1342.

A.B., 798 F.2d at 1369-97.

Id. at 1398.
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RREENFERLAES L0 Ea
FREL o EBRRr TEEEFRA BRI AT HELT LS
TEM FRNAIFEFLEFERMTL D FP AR
Fead g dgpn 2 FP At 2l A FPLER
N4 3 B IF A B FRIEIRERE > B wApk g f

FAg e Fp s P R - B LR JIF AL R AT 0
913%.112»?'1 FAEA Y AE R TG sl gaw$ 0 & flap

NS X
= P’Dplu,—» ¢ B

% ¥ % 2 f7 o ¢ (Patent Bar Association ) 3% 4 % i >
Fla2leina B E PR EJIF LA AP EE fIm gy

;%—— ;fgvi%mﬁ]islw,&g#j-\ * F - 'E“k‘—’"alﬁ,’* I‘L‘/_%ﬁ,{ﬁ
PldiE AF a3 o A Zdo%if * 1992 & 2 ¢ {8 037 CER,

§§ 1.97-98 f,;f'zjq %—%ijbg PR é%ﬁ—ﬁqi—ﬁ_‘gjuj{{%j j’%—i—,ﬂ#ﬁ 8
MPehph > a3rd A AR JIP AR hE PR RIS RS
mg‘ nr ﬁ*}; 4&31 y TR ¢ —i-l\ﬁs:*}{mﬁignpﬂllo

() %208/ 7 - RRR:E

LAIHER A 1992230 37CFR.§1.56 £~ » #79 § B &
B e ¥riR R % 4 37 C.FR. § 1.56 (b)# £

107 Id

108 Id

19 Jerome G. Lee ef al., Equitable Defenses in Patent Cases, 320 Practising Law Institute,
Patents, Copyrights, Trademarks, and Literary Property Course Handbook Series 571, 591
(1991).

"% See 37 C.E.R. §§ 1.97-98 (2005).
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(b)) v L2 R FR > AN Ew e 5hY Fand

N 111
TL*% ?%%—E—Jﬁ? ,k}_ ’l_‘.::' ......
B 1991 # 2 WEARiE FRE R BRI AT D (TAT

R

& 2 (culpability component) * > 323 F|l 2 A I (7 5 TR D
%?ﬁﬁwﬁﬁﬁrﬁ@ﬁﬁjﬁaﬁﬁﬁﬁgjzﬁﬁwmm
FarraE <A P fada F - l@;i Gl REALR: s
e {EY 2 T2t

pun

4}:

1991 EBE>3 1 (7 A AL R P2 L AE B PR o
& Halliburton Co. v. Schlumberger Technology Corp. %' » 4 2 ¢
FALA Y A B AT RET I Rk JIF A 4R R ek
28 TR FHMH ) (cumulative) > A ERE LA BREET
GFERm AR ER e hkd L R RFR AR ST
BB RAROTFR R EHS RV AR 3
AT ERMTRTETAE G ERE 2

EAIF RGP s D

=
W
et
i
-
==
&
TP b
F_k
=
W

11

112

113
114

115

37 C.FR§1.56 (b) :

Under this section, information is material to patentability when it is not cumulative to
information already of record or being made of record in the application, and...

DONALD S. CHISUM, United States Court of Appeals For The Federal Circuit Tenth
Anniversary Commemorative Issue: 1991 Area Summary: Patent Law Developments In
The United States Court of Appeals For The Federal Circuit During 1991, 41 AM. U.L.
REV. 869, 894 (1992).

Halliburton Co. v. Schlumberger Technology Corp, 925 F.2d 1435 (Fed. Cir. 1991).

Id. at 1440 (citing 37 C.F.R. § 1.56 (1991) (defining material information as that which
would be "important in deciding whether to allow the application to issue as a patent").

Id. (The PTO recently proposed rule changes that would abandon the "important to a
reasonable examiner" standard of materiality. See Notice of Proposed Rule Making, 56
Fed. Reg. 37,321 (1991) (to be codified at 37 C.F.R. § 1.56) (proposed Aug. 6, 1991).
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1992 # > 371237 37CFR. § 1.56 >t &£ & M enifo g » HErd &
BRRELTEFLT IFRAT AT G BT R
R

‘.

A TRBTR AR APRMERR SN T R BB b
B Bfld A BALN LB A AR EDNE B LA RF
o RIEAT AR L TR TR bl F R E IR
THEI R e 2 AB-C-Dw B'Uf|igi o x 5 - Lo ft
WEA X T A~B A BIUHEE > RIS fHE TR B R
Ao ABHRX AL ERBATR O FL T UEBHECED
TRz A Lmpires  FLEEJENFRGRE? 22H 12
% o g L Lok Y- iﬂﬁ,{ﬁ“'ﬁf‘gm Y #E g‘z%«fﬁg«fq%
Bli e hA-B-~CZ B Uit > 22 AR PFY 2211 %
hiEAeY c BT AL RGO RFAT T A XL ER 2R
(4B A-B) 24w FR Y (37 A-B-C): T Lok

WERY ¢ AR AERRE B AR B &AW X
5¢%ﬁﬁﬂ’ﬂ&%£i£ﬁm°

34

-

37CFR.§1.56 (b) 31 (1)~(2) R

e

(1) FFR+ L& gz%g%;agw%;mﬁnggﬁnxf%pﬁz
o BAEGRAE AV R L6 @B &

(2) *yﬁf‘qbﬁg—f *3'—/\ Lﬁ,ﬁg'f -ﬁiﬂ‘ﬂlw\}f* %%"%1']-’»
FRALVEE S EAFLY FEJLFP AT TR AT

o pi Ak s pzr 14 F 20210 T %2 % (cumulative) FE TE B o
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FPcnghs FA A - &' o

B2 57 B liiend 6 @ 8 ¥ 28 % - 1R
K2 5 - FFEEEF > AARP L - RePFRT 83 R gggﬁ
ﬁiﬁiéﬁ A AdATRE ¢ AWEP HL R RTL

BRHD O F- FTRRLEG BRBEB LA EE %ﬂﬁ
ﬂ %ﬁ-.a‘uﬁ LV Rl -

-

AE(D~(2) Faw* L3 Tdai, 8 43 - &
FALEER B F > EAf Tdewyn/ - &Y, BE
(prima facie / inconsistent standard )» 1992 # % it i {4 937 C.F.R. §
1.56 (b)) $* £ & Moy { 5 UL & %ﬁ’"ﬁi#@“ff ¥ PN
REAAFRTFTRAELEE c R FRETF 1 AT AV R
AR RS 2 B O RE TR AEY R R
T R E T2 R BRI ADART T - izf.ﬁ -l
GRALEF ERM Y ?j“q*’7???‘bm THEJFERL G R

"7 37 CFR §1.56 :
(b) Under this section, information is material to patentability when it is not cumulative to
information already of record or being made of record in the application, and
(1) It establishes, by itself or in combination with other information, a prima facie case
of unpatentability of a claim; or
(2) It refutes, or is inconsistent with, a position the applicant takes in:
(1) Opposing an argument of unpatentability relied on by the Office, or
(i1) Asserting an argument of patentability.

"8 A prima facie case of unpatentability is established when the information compels a
conclusion that a claim is unpatentable under the preponderance of evidence, burden-of-
proof standard, giving each term in the claim its broadest reasonable construction
consistent with the specification, and before any consideration is given to evidence which
may be submitted in an attempt to establish a contrary conclusion of patentability.

"9 ELIZABETH PETERS, Are We Living in a Material World?: An Analysis of the Federal
Circuit's Materiality Standard Under the Patent Doctrine of Inequitable Conduct, 93 IOWA
L. REV. 1519, 1535 (2008).
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i Bruno Independent Living Aids, Inc. v. Acorn Mobility Services.
Ltd %" (T A Bruno % ) Ftin s A LRHE 1% A
AR EHE BRI AT & A AT B LT D
Lah FAFT AT Bk o FHIp o Flt A R AT
T34 15 1992 £ %% 37 C.FR. § 1.56 iz (8.2 4 € & P!

(=) deimif *

BHFEEAFTIATOR L BRI I N DERF A LR
Rl rm? A EE @ P Amma PRy B -
i B AL 1982 & 3] 2005 & 2 B ghig NEm3 b 4 RplEE

% 1995 & 1 Molins PLC v. Textro %' » 5 1ari % 2 2 fde 8 437
BRI 2w (FICRR A B3 R E a4 (retroactive) i 32 d 4B G
i * P31 2000 & e Semiconductor Energy Laboratory Co., Ltd. v.
Samsung Electronics Co. %' > ;2 Fu® #if * #7113 & 033 1992
EY ekl T F A% BRI B P & 2005
# ;% %t Bruno % 22 Purdue Pharma L.P. v. Endo Pharmaceuticals.

7

Inc. %M v 27 L 41¢ %2 1992 # 30 16 B 15¥ 3 A

120

121
122
123
124

125
126

Bruno Independent Living Aids, Inc. v. Acorn Mobility Services. Ltd., 394 F.3d 1348 (Fed.
Cir. 2005).

Id. at 1352-53.

Molins PLC v. Textro, 48 F.3d 1172 (Fed. Cir. 1995).

Id. at 1179.

Semiconductor Energy Laboratory Co., Ltd. v. Samsung Elecs Co., 204 F.3d 1368 (Fed.
Cir. 2000).

Id. at 1374.

Purdue Pharma L.P. v. Endo Pharmaceuticals Inc., 410 F.3d 690 (Fed. Cir. 2005).
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Control, Inc. v. Charles Machine %' ( "M @ Digital %) ¢ 1
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B ERM R ERY T A A AR Rl 3

PlREERETELFER O TR - LT
Digital %2 P 7 5 fRIFRE 0 ¥ & % o frily PR I E AR
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L

" 3Bl M TS L

#c ik Digital k2 Lj# B FHRHATE L R EHPE & PR
W A% RBR )i @ WE{ B £ 8 HanpidiE o &
%%%%gm?uEié%KFSﬁﬁ&m&mﬁé’%H%ﬁi
AT ﬂ’ﬁ TR Mo e E R bR f e Therasense % {8 ¥
EEPE 2 CE S QR E PR S

27 Digital Control, Inc. v. Charles Mach. Works, 437 F.3d 1309, 1315 (Fed. Cir. 2006)
(noting that "there is no reason to be bound by any single standard").

128 Jd. at 1315-16 (The PTO's recent adoption of an arguably narrower standard of materiality
does not supplant or replace our case law. Rather, it merely provides an additional test of
materiality. That is, if a misstatement or omission is material under the new Rule 56
standard, it is material. Similarly, if a misstatement or omission is material under the
"reasonable examiner” standard or under the older three tests, it is also material).

129 NICOLE M. MURPHY, Inequitable-Conduct Doctrine Reform: Is the Death Penalty for
Patents Still Appropriate?, 93 MINN. L. REV. 2274, 2280 (2009).

139 CRONIN, Supra note 81, at 1338.

31 2 @ k< 4% - Therasense, Inc. v. Becton, Dickinson & Co.% o
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L+ FEG TPE R B (intent to deceive)  t¥ ¥k
SALEATRE B HEP > LA FAAFEBJIEFE €W
FE AR imnsEE' (attorney-client privilege ) » 2% 4 2.7 7 114k
R EERT ARG Tk WF NG S i AR e e &
ATV ONEM TSR B e EE Sy (direct evidence )0 i F EJEFE F

N L R S R TEN Sy R YAty

LWL
%

S

## 5 (circumstantial evidence) * & i Y o Ju ¥t g 2T 3

VTR RVE I RO R SECE RN T TN S R R

%ﬂﬁﬂﬁﬁaﬁfé W T bl LREFLYF AR LARR
B ARG NHB AR &G R A g

LREERT RS TR gy HED L H AT DA - B2
3o A AT AR A2 5= 81 %" (The Seventh Amendment of

1326 Donald S. Chisum, Chisum on Patents, §19.03, 263 (1992).

33 ALEXIS N. SIMPSON, The Monster In The Closet: Declawing The Inequitable Conduct
Beast In The Attorney-Client Privilege Arena, 25 GA. ST. U.L. REV. 735, 736 (2009).

4 1d. at 736-37.

"% Molins, 48 F.3d at 1181.

136 2 PETER D. ROSENBERG, PATENT LAW FUNDAMENT, §15.08[1][b][96] 226, (1999).

7 U.S CONST. amend. VII: In Suits at common law, where the value in controversy shall
exceed twenty dollars, the right of trial by jury shall be preserved, and no fact tried by a
jury, shall be otherwise re-examined in any Court of the United States, than according to
the rules of the common law.
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the United States Constitution) 3 J§d 13 % B § #1590 1] > & Paragon
Podiatry Laboratory, Inc. v. KLM Laboratories, Inc. %% » ;# 1218 5] & 44

1R 3 B r?ﬁ%iﬁJﬁi%moé%%ﬁE%ﬂ%

BFmiUEY A TR R 2 AT oA X5k I

MEFERIABRY BRI FMF AL TR E T

M S o @ BETE LT uprkeni 20 Mt et & 4 Y e
7

HENFHEALREHSFEI AT L RAFN LR AT 7
BT A G EE AR FRY ZP Ao A LT FRNEAD B R

g e 141
P S

TR LB KPS P S bR i iTECR BlARR
RAAEABI G 2 R P picn bR &
% (scienter ) 742 & 143;’)& ER3LG E & £ 5T £+ i 4 (gross negligence ) |
i 'Y e ity P o gt 1984 EFES R R {7 5 Ik JP Stevens

2199 2 7 AR R EP T & i+ B3 (deliberate scheming )

% Paragon Podiatry Laboratory, Inc. v. KLM Laboratories, Inc., 984 F.2d 1182 (Fed. Cir.

1993).

THOMAS L. IRVING & MICHAEL D. KAMINSKI & LINDA S. EVANS & DONALD R. MCPHAIL,

A Review of Recent Decisions of The United States Court of Appeals For The Federal

Circuir: Area Summary: A Year in Review: The Federal Circuit's Patent Decisions of 1993,

43 AM. U.L. REV. 1259, 1285 (1994).

0 Paragon, 984 F.2d at 1190; see also United States v. Louisiana, 339 U.S. 699, 706 (1950)
(stating that Seventh Amendment is not applicable to equity actions and only applies to
actions at law).

' Paragon, 984 F.2d at 1190.

142 SOBEL, Supra note 32, at 177-78.

143 Scott Paper Co. v. Fort Howard Paper Co., 432 F.2d 1198, 1204 (7th Cir. 1970) ("Unclean
hands can be asserted only if there has been a deliberate misrepresentation in the Patent
Office.").

14 DeLong Corp. v. Raymond Int'l Inc., 622 F.2d 1135, 1146 (3rd Cir. 1980) (stating that
inequitable conduct requires at least a finding of "gross negligence").

45 J.P. Stevens & Co. v. Lex Tex, Ltd., 747 F.2d 1553 (Fed. Cir. 1984).

139
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R FECEL TR AL A2 g

Sl (kHOWD) f&4 (should have known) A #hi 2 Fihd & (2pF > R
SR EE TR A T L R e N L TRy Y
IEPPHET R E AL o

3 BT mE R AR R FE <B4 | hfER > WEH S auEd AR
Fokenk s Rt RBAERL R FH ke Yo F 5] 1988 £ A2 HpERY AP
WA R AP TR B Ar AT R BARA LR IR Ak o2 R

S E e E PR P RS S R N S Ll R S

BES AL R TR A 2 % L SRE A b Rk s A b
% Burlington Industrial Inc. v. Dayco Corp. %" (1217 § #- Burlington % )
21 Kingsdown %' o

F|% Kingsdown % H 7 & {7 5 324 & Therasense % w0 v — chBf /iy &)

Moo PRk A F RH2007 £ 10 1 pED]2010F 57 26 0 F
11 B % AR B8 2

Wy

R iw ka3l cnk 212, 32 € B R v

¢ 1d. at 1560.

47 g

8 JiM CARMICHAEL & CAMERON WEIFFENBACH, Inequitable Conduct, Gross Negligence
And The Kingsdown Decision, 8 J. MARSHALL REV. INTELL. PROP. L. 18, 28 (2009).

CHISUM, Supra note 132, at §19.03, 272.

Burlington Industrial Inc. v. Dayco Corp., 849 F.2d 1418 (Fed. Cir. 1988).

Kingsdown Medical Consultants, Ltd. v. Hollister, Inc., 863 F.2d 867 (Fed. Cir. 1998) (en

banc).

PATENTLY-O BLOG, Top Ten Most Cited Patent Cases 2007-2010, available at <

http://www.patentlyo.com/patent/2010/05/top-ten-most-cited-patent-cases-2007-2010.htm
1> (last visited on May. 13th 2011).

Top Ten Most Cited Patent Cases 2007-2010 :

1. Phillips v. AWH Corp., 415 F.3d 1303 (Fed.Cir. 2005).

2. Cybor Corp. v. FAS Technologies, Inc., 138 F.3d 1448 (Fed.Cir. 1998).
3. KSR Intern. Co. v. Teleflex Inc., 127 U.S. 1727 (2007).

4. Markman v. Westview Instruments, Inc., 52 F.3d 967 (Fed.Cir. 1995).

149
150
151

152
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# & 2 2 Kingsdown % % ~ Kingsdown % 71 %2 Kingsdown % 1$

ITECR B A e P enpF L o B IR b it E fR B Therasense % {8 ¥t 3F

HABE 2§t R 0 3N

(- ) Kingsdown %5 — € + i§4

é_Burlington R B 2 Rk s Bl
TR R I HAEOE NS B Y g Y gk
FIEE 5 A5 proria Fanri 485 2~ ¢ FE JlehiEfF FEM AT

BAY GRERF AL BFSSDEE o TR fuk s 4

Fooomgad xE B2 FH TR LA (Summary Judgment ) e

VRIS U SER LS ¥ ¢ ol U U PP e R O
FARTEF ERBPER A A B R h BRI b F
Fed PRENLFFELNF R SRR LB A4S
CAFEEEIEFRE 3 RLESES TR EL R, L

153
154

155

5. Graham v. John Deere Co. of Kansas City, 86 U.S. 684 (1966).

6. Vitronics Corp. v. Conceptronic, Inc., 90 F.3d 1576 (Fed.Cir. 1996).

7. In re Calmar, Inc., 854 F.2d 461 (Fed.Cir. 1988).

8. Warner-Jenkinson Co., Inc. v. Hilton Davis Chemical Co., 117 U.S. 1040 (1997).

9. MedImmune, Inc. v. Genentech, Inc., 127 U.S. 764 (2007).

10.Christianson v. Colt Industries Operating Corp., 108 U.S. 2166 (1988).

11.Kingsdown Medical Consultants, L.td. v. Hollister Inc., 863 F.2d 867 (Fed.Cir.
1988).

12. Rite-Hite Corp. v. Kelley Co., Inc., 56 F.3d 1538 (Fed.Cir. 1995).

13. In re Seagate Technology, LLC, 497 F.3d 1360 (Fed.Cir. 2007).

% B & % 4 ~ Therasense, Inc. v. Becton, Dickinson & Co.% -

Kingsdown, 863 F.2d at 1419. ("impregnat[ion of] individual fibers in the yarn

bundle," and "impregnat[ion of] the fiber bundles and encapsulat[ion of] the

individual fibers.")

Burlington, 849 F.2d at 1421. (The nondisclosure of facts of which the applicant should

have known the materiality may justify an inference of intent to mislead in appropriate

cases.)
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. Kingsdown R L flpE s BB &4 B %
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R RE L NIRRT ST R S

B G DB AR AOT 5 50 i 2 &5 ”RF
B R FEIL R RS o R P B E R 2 Rl AL
SR E S B T e S I A ﬂﬁﬁfiﬁm°

156

157

158
159
160
161

100

Id. (it was error to reject the attorney's explanation out of hand in favor of "a less plausible
sinister interpretation.)

Id. at 1422. (“The habit of charging inequitable conduct in almost every major patent case
has become an absolute plague.”).

Kingsdown %3P ¥ 24 F =2 > i 14> | 88-93 o

Kingsdown, 863 F.2d at 874-75.

Id. at 867.

Id. at 869-71.
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ZRERHEJRPELRFFHIE RS
Ao d T A B B A E L B W@Ff e
ﬁ%@ﬁﬁﬁﬂiﬁﬁfiﬁﬁﬁﬁoﬂﬂﬂﬁi%mvm‘%%
ForHHE A 2 R RENTRRTS S TR A R
H

_g)
2RI IR 2 R IR GRS BIR P A R dge

TR )
Kingsdown % E Fg=Ricie Forid s = 0 keli— 5 B2 {7 5
ER A AT E A A AT XA BFHENFRATLRIR G

P8
WA RSP B DLE AT HE S S BRI
Moedh e 3R 4 L ARG BT LT kL

(=) Kingsdown % 14

Rader /# F % 25 % Kingsdown %X |48 £ Bl g ok 5

"2 Id. at 872.

15 Jd. at 876 ("a finding that particular conduct amounts to "gross negligence' does not of
itself justify an inference of intent to deceive; the involved conduct, viewed in light of all
the evidence, including evidence indicative of good faith, must indicate sufficient
culpability to require a finding of intent to deceive.")
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" rELABMEFAR R by -l £
Ghd BB Y g g 210

Critikon, Inc. v. Becton Dickinson Vascular Access, Inc. % "°( r1 =

i fp- Critikon % ) #_t Kingsdown %% - BA 2 LZNx 2 %

‘M’*

I# ¢ =it Kingsdown % 4248 (overrule ) 0 Driscoll v. Cebalo %%
2 EABARE R AR oA B LR ang Y miw
wir bRt b JEERR Y s R Tt BB 2ET AL
EHEERS  FAESIEEL I R B FEIEAY G
PR AT R L L L TR 2 RAB AL flRErn G
TRETLEFERR LI RLIRFUEATEJFERL LR
SF MRS A 2 &R AOT R R AR Y AR AR

s e sy 169
EATHFUREE F I 7 L fLRE

164

Aventis Pharma S.A. v. Amphastar Pharms. Inc., 525 F.3d 1334, 1350 (Fed. Cir. 2008)

(Rader, J., dissenting).

165

ERIK R. PUKNYS & JARED D. SCHUETTENHELM, Applicatiob of The Inequitable Conduct

Doctrine After Kingsdown, 5 SANTA CLARA COMPUTER & HIGH TECH. L.J. 839, 850
(2009).

166
167

Critikon, Inc. v. Becton Dickinson Vascular Access, Inc., 120 F.3d 1253 (Fed. Cir. 1997).
Driscoll v. Cebalo, 731 F.2d 878 (Fed. Cir. 1984)( Where the inventors and their attorneys

knew, or should have known, that the withheld reference would be material to the PTO's
consideration, their failure to disclose the reference is sufficient proof of the existence of
an intent to mislead the PTO).

168

BRETT J. THOMPSEN, Resolving Inequitable Conduct Claims According to Kingsdown, 18

TEX. INTELL. PROP. L.J. 269, 275 (2010).
19" Critikon, 120 F.3d at 1255.

102
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BEAEL R AR Rt B 6 TRe
FRAEEMOTALG P T E”ﬁ PR 4 7 Jx (clear and

convincing evidence ) M &g 4 "2 &) & e ZF AL
L, T FERFREJEL IR B Uend L7 g

LRGTH N R e AAp § FIEE 0 Flet R R dadr - B T ap
HAERRF PRE T

Pk A1 AR S Kingsdown & FARER 4R E T T 5]
A2Ap g Sk o Newman 2 F A v 22 ad R L3 Y 244
M s Critikon % %_%* (bad law) %] 3% & 351 % ¢ 54 Kingsdown %
$ags¢n Driscoll v. Cebalo %' ; Linn i# E % o1 Critikon % 3% 2k

®H 3L A Kingsdown % ¢ irdafeend L B4 L !

FeiE L et gediih DB AL 5 o Critikon Y gt Te e
AT, AREJIFERARLIL] ER AT ARBLEFE
BREAEARLE ] EAEL 0 ERAED | R A E - e
W Kingsdown k#rfE 2 cnHE B L 3 £ < F4

LB AN T Kingsdown k& 2 el 5 e fif‘uﬁ‘—;—f{f‘nﬁ AT
#£ B Kingsdown %k *tHfpenm ik » e g4 Te de ) & T

70 Id. at 1256.

" Id. at 1256-57.

"2 LYNN TYLER, Kingsdown Twenty Years Later: What It Takes To Prove Inequitable Conduct
Is No Clearer, 10 WAKE FOREST INTELL. PROP. L.J. 30, 31 (2009).

' Ferring B.V. v. Barr Labs., Inc., 437 F.3d 1181, 1202 (Fed. Cir. 2006) (this aspect of

Critikon, Inc. has been correctly identified by practitioners as "bad law," both because it

relies on the overruled Driscoll decision and because it is representative of a recent

resurgence of the plague that Kingsdown had intended to cure) (Newman, J., dissenting).

LYNN TYLER, Kingsdown Fifteen Years Later: What Does It Take To Prove Inequitable

Conduct?, 13 FED. CIR. B.J. 267, 277-78 (2003).

174
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< NTF RIS I[ﬂ;*ﬂ_ﬁ Z4rie f [Eele i 2L
doie g *

P HErir i LBl S BAREEUGE* o - L Kingsdown % 2.
%ﬁ=Fﬁﬁﬁ£*ﬁ%zﬁﬁﬁw&@ﬁﬁﬁﬁm’¢<‘é
WA ¥ - 5 Critikon 2248 1 TTe vy & TR e AR5 {5
ThRE 5T ELERPITRBELEIF S - 25 BHREZL
(GRT

BEP o ER- BB LG I - B LR
(panel) » B 3|78~ B & R eH-§ A T5g * 70— BRI - Aag *
i AR % B E e koo Kingsdown %18 BR3¢ b 3RE AT

LRArPI e R s B o B ek B 5 Kingsdown %17 s Critikon

/

15 31 % Kingsdown % 7 : Purdue Pharma L.P. v. Endo Pharms., Inc., 438 F.3d 1123 (Fed. Cir.
2006); M. Eagles Tool Warehouse, Inc. v. Fisher Tooling Co., 439 F.3d 1335 (Fed. Cir.
2006); Atofina v. Great Lakes Chem. Corp., 441 F.3d 991 (Fed. Cir. 2006); Old Town Co.
v. Confluence Holdings Corp., 448 F.3d 1309 (Fed. Cir. 2006); In re Metroprolol
Succinate, 494 F.3d 1011, 1013-14 (Fed. Cir. 2007); Scanner Tech. Corp. v. Icos Vision
Sys. Corp. N.V., 528 F.3d 1365 (Fed. Cir. 2008); Eisai Co. v. Dr. Reddy's Labs., Ltd., 533
F.3d 1353 (Fed. Cir. 2008); Star Scientific, Inc. v. R.J. Reynolds Tobacco Co., 537 F.3d
1357 (Fed. Cir. 2008); Larson Mfg. of S.D. v. Aluminart Prods. Ltd., 559 F.3d 1317 (Fed.

Cir.

104

2009) % -
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B 1982 Empsiicir ForEia A 2w ERPALRA F Fhomip 3

PRLBxe 2P FF 2R L L% 7w 72 B & Scott Paper

176 51 % Critikon % % # : Bruno Indep. Living Aids, Inc. v. Acorn Mobility Servs., Ltd., 394
F.3d 1348, 1350 (Fed. Cir. 2005); Pharmacia Corp. v. Parr Pharm., Inc., 417 F.3d 1369
(Fed. Cir. 2005); Warner-Lambert Co. v. Teva Pharm. U.S,, Inc., 418 F.3d 1326 (Fed. Cir.
2005); Novo Nordisk Pharm., Inc. v. Bio-Tech. Gen. Corp., 424 F.3d 1347 (Fed. Cir.
2005); Ferring B.V. v. Barr Labs., Inc., 437 F.3d 1181 (Fed. Cir. 2006); Agfa Corp. v. Creo
Prods., Inc., 451 F.3d 1366 (Fed. Cir. 2006); Dippin' Dots, Inc. v. Mosey, 476 F.3d 1337
(Fed. Cir. 2007); Cargill, Inc. v. Canbra Foods Ltd., 476 F.3d 1359 (Fed. Cir. 2007);
McKesson Info. Solutions, Inc. v. Bridge Med., Inc., 487 F.3d 897 (Fed. Cir. 2007);
Nilssen v. Osram Sylvania, Inc., 504 F.3d 1223 (Fed. Cir. 2007); Monsanto Co. v. Bayer
Bioscience N.V., 514 F.3d 1229 (Fed. Cir. 2008); Aventis Pharma S.A. v. Amphastar
Pharm., Inc., 525 F.3d 1334 (Fed. Cir. 2008); Praxair, Inc. v. ATMI, Inc., 543 F.3d 1306
(Fed. Cir. 2008) % -

% B A& < % - Therasense, Inc. v. Becton, Dickinson & Co.% -

'8 Digital, 437 F.3d at 1313; Purdue Pharma L.P. v. Boehringer Ingelheim GMBH, 237 F.3d

1359, 1366 (Fed. Cir. 2001).

177
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Co. v. Fort Howard Paper Co. %' > ({ .32 B & 2 A W& § 1w }
%% I te Digital Equipment Corp. v. Diamond, % "37 %3 4% * - #5630
TN TRAEARKAOLRRE LG BRALLENT N PFHL RO
Wﬁﬂﬂwa%@’ﬁzﬁwwyﬁmgrﬁﬁ Pk TR P
EFTRAEEARG - RS IR FLAAFER h?lmﬁilii‘{"’\ k
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AR Tk

& Star Scientific, Inc. v. R.J. Reynolds Tobacco Co. %" (117 j #- Star

17" Scott Paper Co. v. Fort Howard Paper Co, 432 F.2d 1198 (7th Cir.1970).

"% Digital Equipment Corp. v. Diamond, 653 F.2d 701 (1st Cir. 1981).

81 Jd. at 716. (a lower showing of intent if coupled with a greater showing of materiality, and
vice-versa.)

182 Star, 537 F.3d at 1367 .

'8 MAMMEN, Supra note 28, at 1333.

184 ]d

185 SOBEL, Supra note 32, at 181-82.

"% Star, 537 F.3d at 1366.
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W1 gFetpaim®

87 Id. at 1367.
88 1
'8 MAMMEN, Supra note 28, at 1344.
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1 Star, 537 F.3d at 1367 (quoting Critikon, Inc. v. Becton Dickinson Vascular Access, Inc.,
120 F.3d 1253, 1256 (Fed. Cir. 1997)).
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192 K ATHERINE NOLAN-STEVAUX, Inequitable Conduct Claims in the 21st Century:
Combating the Plague, 20 BERKELEY TECH. L.J. 147, 154 (2005).
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Abbott Diabetes Care, Inc. (12 f§ £ 5 Abbott = & ) &_J & & o7
3 A ~# pE Therasense, Inc.2 = # » #_Abbott Laboratories, 14 = & 22004
# 3 7 Becton Dickinson and Co. ("4 f§ i 2 BD = & ) & et & ' (14
T ALREN ) Bk R AREEIRE W 1] 6143164 (12T ARG 164 )
226592745 (M T @A 745 B 1) * & F minz ¥ (declaratory judgment
of noninfringement) - A% # % BD = @474 2¢hd BA K> &~ 8 5 1.BD
Latitude Diabetes. Management System £ 2. BD Logic Blood Glucose
Monitor ° & & A &£ F egF & ‘FK i@t BD & qn RN 3 B {8
Abbott = & e UG R I (T @A) A FH ISR S 2 Bk 37 BD
2P T H 164 % 4]~ 745 & 18 5820551 (1T {45 551 B A1) - B

Rl E ST e RS ST (IR S SRR S

W BD 2 7 fagrd A &l F =3 Abbott Qf’éﬁéflj’i"i%%;tiiﬁlj
Ao 2008 £ 40 3P o RN TR A 3ae BD 2 P HA 5 BT
164 % 4]~ 745 41 > b P22 745 £ 415 1-5+5+21-23 28~ 31 55 & {1

R F 5 L ¢ (anticipated) @ £ 2<'” o 15 42008 £ 6 7 27 p A7 551
-%?3’14-%? "T\JEW.?W%*M‘EF*WEI’“WPW f”ﬁhquLg
)7 7 #4719 o Abbott 2 7 7 JR_F R b3 E R o
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195 Therasense, Inc. v. Becton, Dickinson & Co., 560 F. Supp. 2d 835, 880 (N.D. Cal. 2008).
" Id. at 1127 .
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(Materiality—lntent—Balancing Framework ) 5 %] 2 {88 o i3 3 £ 38
FHETBDE A H @ RS
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LS A

'VE_7 78 & % %2 £ (unclean hands) 7 5 ? & 2%
22 FL AT REL R D
(Z) ELPMERHFREL P2 TRELMUP > LF L DFRR

i
Pl iFefasd 2ERBAT AP - R F2girda §
Fa - & MBI RA 7 kA

:ZZ TheraSense, Inc. v. Becton, Dickinson & Co., 374 Fed. Appx. 35.

Id. :

1. Should the materiality-intent-balancing framework for inequitable conduct be modified or
replaced?

2. If so, how? In particular, should the standard be tied directly to fraud or unclean
hands? If so, what is the appropriate standard for fraud or unclean hands?

3. What is the proper standard for materiality? What role should the United States Patent
and Trademark Office's rules play in defining materiality? Should a finding of
materiality require that but for the alleged misconduct, one or more claims would not
have issued?

4. Under what circumstances is it proper to infer intent from materiality?

. Should the balancing inquiry (balancing materiality and intent) be abandoned?
6. Whether the standards for materiality and intent in other federal agency contexts or at
common law shed light on the appropriate standards to be applied in the patent context.

9,
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551 % 4 ¢ 3>t 1984 & > Abbott 2 @ f¥ 35 13 & By
itk 11372 % Jlehat § % ¢ 5 (continuation application ) » 2 84
FREF RS T AATFLE EH L F v 2 REF R
W51 £ R 4545382 41 (1T [ AL382 B 1) A S w2 0382
B AP Y T RN TR Ry R RS
R HEE R BT 7 01997 & Abbott 2 P t¥ & I
FH T SRR B 0 £ WL FIH R R 5 3 Abbott 2
AR IR 1 Sanghera % L ¥ > Sanghera % 1 & 7 17551 &
Ul e g o J AR Y B i ¥ iy ik 58 382
BAIF 44 63-65 (T2 P >4 F € R E»’***?s_;u%ii\iﬁ'lﬁfﬁ
e 4 7 &' . Abbott 2 2 & ] #£fF Lawrence Pope

7 U.S. Patent No. 4,545,382, column 4, lines 63- 65. (“Optionally, but preferably when
being used on live blood, a protective membrane surrounds both the enzyme and the
mediator layers, permeable to water and glucose molecules.”)

8 Therasense, 593 F.3d at 1330-31 (“one skilled in the art would have felt that an active
electrode comprising an enzyme and a mediator would require a protective membrane if it
were to be used with a whole blood sample. Therefore, he is sure that one skilled in the art
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weh R R B o Sanghera 1 AP (5 ki g EF
(declaration) # ¥ 3 2 WMEJIF A » *#WIRERE JIF &
koo B8 551 BB A

2. B E o cpat

¥ - % G Abbott 2 & fegcH ¥ R IR B AR BT
382 & ) g & % EP0078636 (14 T i A EP636 & )
- B 3o padier bk dp Rk it 0 1995 & 57 3 p > Abbott
o gk JlEF e & 1k (European Patent Office) #% 1 -
FERCR ARG TV VA REBET (optionally, but
preferably...) &> T > frd 7 (T BB IR E Prreh &
AT VA I e g FRRERARFL T R LR
AR AL FRT R FN A e R T EAFEG o wiE
RN BW LY F RS RENEH Y R REAR

2 200

?

R

199

200

would not read lines 63 to 65 of column 4 of U.S. Patent No. 4,545,382 to teach that the
use of a protective membrane with a whole blood sample is optionally or merely
preferred.”)

Id. at 1329. (“the new claims with the argument that the claims of the application were not
anticipated or obvious because the claims taught a new glucose sensor that did not require
a protective membrane when testing whole blood.”)

Id. at 1334 (“It is submitted that this disclosure is unequivocally clear. The protective
membrane is optional, however, it is preferred when used on live blood in order to prevent
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EFAARAET L& Fl LG8 IEE Abbott 20 & &2 R
IR AR R ATt 5 f 605 (3) Abbott 2 F ik I
Lawrence Pope 27474 3% " 2 ¥ Sanghera #£ L P 4= Abbott = 7 %
TEAERJ AR rRHEREFER T TET (4)
Lawrence Pope {£E* &2 Sanghera f# 1. = A ¢ &2 ¥t L @) #

il&]%?r@%ﬂ B Abbott 2 7 A F i & I B e 2

-~

)kr
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s
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3 L iRF Abbott 2 & A g B e’flj);i'ﬂ Mk fi’wﬁ’;f§ {ﬁi e

P

. e ey 2 201
G BTFE KL BT

201

the large constituents of the blood, in particular erythrocytes from interfering with the
electrode sensor. Furthermore it is said, that said protective membrane should not prevent
the glucose molecules from penetration, the membrane is permeable to glucose
molecules.”)

Therasense, 565 F. Supp. at 1113-16 (N.D. Cal. 2008).(“(1) that the statements made to
the PTO concerning the prior art '382 patent were absolutely critical in overcoming the
examiner's earlier rejections of the claims of the '551 patent; (2) that the EPO statements
would have been very important to an examiner because they contradicted the
representations made to the PTO; (3) that Pope and Dr. Sanghera both knew of the EPO
statements and consciously withheld them from the PTO; (4) that neither Pope nor Dr.
Sanghera provided a credible explanation for failing to submit the EPO documents to the
PTO; and (5) that Pope's and Dr. Sanghera's explanations for withholding the EPO
documents were so incredible that they suggested intent to deceive.”)
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22 Scanner Technologies Corp. v. ICOS Vision Systems Corp., 528 F.3d 1365 (Fed.Cir.
2008).
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20 Therasense, Inc v. Becton Dickinson and Co., No. 2008-1511, -1512, -1513, -1514, -1595,

Slip Op. (May 25, 2011) (en banc), available at <

http://www.patentlyo.com/therasensefrompatentlyo.pdf> (last visited on May 25th 2011).
2 Id. at 18-35.

205 Jd. at 26-28.
206 1d. at 36-37.

27 Id. at 25; Hazel-Atlas Glass Co. v. Hartford-Empire Co. 322 U.S. 238 (1944); Precision
Instrument Manufacturing Co. v. Automotive Maintenance Machinery Co., 324 U.S. 806

(1945); Keystone Driller Co. v. General Excavator Co., 290 U.S. 240 (1933).
% 1d. at 27.
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