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M EFROER > BHLRAER G EARARGHANEL > LigE
BmA SEAC R - B A AR LB AIEE A » ZAH E RIEA
HAA 0 LA ITE > HEEBFIEALIRET  RELMER
2 Bl BAEAZERER S FREGRELEAZIAFZRBES
q o BARE LB AR AR EE  EARFIANE ¥
HAFKEa 3k B ey

g EFEASATH R AT RE R FA T *Ei’l'@ o Fw
BERI;y > —AHEREARANEE > 5 —ARALTRME ¥
SE A 46 B 6 7542 B1AR (question of law) o 3404 4] 46 B8 5 14 41 78
(claims) #F 27 — o) AEAR G SAIRAZMHEAF RIS MR %48
&y ¥& 7k (teleologische Extension) R4z (teleologische Reduktion) #%

' Bonito Boats, Inc. v. Thunder Craft Boats, Inc., 489 U.S. 141, 151 (1989) (“The ultimate
goal of the patent system is to bring new designs and technologies into the public domain
through disclosure.”)

2 Markman v. Westview Instruments, Inc., 52 F.3d 967, 978 (Fed. Cir. 1995), aff'd, 517 U.S.

370 (1996) (“The two elements of a simple patent case, construing the patent and

determining whether infringement occurred, were characterized by the former patent

practitioner, Justice Curtis.”), available at http://www.law.cornell.edu/supct/html/95-

26.70.html, last visited Jan 16, 2012.

Id. (“The first is a question of law, to be determined by the court, construing the letters-

patent, and the description of the invention and specification of claim annexed to them. The

second is a question of fact, to be submitted to a jury.”)

Bell Atlantic Network Services, Inc. v. Covad Communications Group, Inc., 262 F.3d 1258,

1268-69, 1271 (Fed. Cir. 2001)("the written description can provide guidance as to the

meaning of the claims, thereby dictating the manner in which the claims are to be construed,

even if the guidance is not provided in explicit definitional format.”) (quoting SciMed Life

Sys., Inc. v. Advanced Cardiovascular Sys., Inc., 242 F.3d 1337, 1344 (Fed. Cir. 2001)),

available at

http://www.ll.georgetown.edu/federal/judicial/fed/opinions/00opinions/00-1475.html, last

visited Jan 16, 2012.
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ML R A Rt 0 AT4E O R G9 IR AR BT R Al A AR AEAT
B Rty S AR > Blde — RAVE A GG T e F B 0 B A BT AARITE
8 b 2% o 1 3 A RE P R A 89 46 (performance ) /74 > RIBLHAT @ B
Fini@ERAE LR - ARG RHETAHER > FHEAREKBE
B4z 4 (direct infringement ) 47 2 #a %) sk i 8454 (indirect infringement )
ITABRREEERTER > BRZERMAT A CHEAA F BB Tk
BREFFET  RERBATAGGEERT R R BT RAT EF
B Wik BEMEATAE R M IR F R KA AR AR Z N UM
MK 5 A o T2 AR o

Q

A -~ 22 H# 2% (divided infringement theory) )
EEE

FA KR ERG > BFERREE —RBITAHANERL - 225

S VIR B AIER 0 M ASRR EHE divided infringement 3E4 T 5 iR 4 Eda
ﬁ%\%%+§$%wr ERMARS AAR KL THERERF N FHOEE
Bt 5 ERHEGEEGIERERRERLEGTAEAN > Kby EE IS éﬁfx’f’%ﬁ
Ao %ﬁéaﬁﬁ%‘ky%‘éﬁ THEAT ARG R EREGREITA  FRANTA L
4% divided infringement 3 2 T 52 X 24 5 (http:/stlc.iii.org.tw/docfile/d8722caa-2b6d-
4e9f-b0b0-11b332b291d625596130crbq55iz0nla55jhns2p55.pdf - 4 B A% B 2012 1 A
16 8) & T 53434 4
(http://www.google.com/url?q=http://www.apipa.org.tw/down_class_book con.php%3Fid
% 3D126&sa=Ué&ei=-0cLT9SyBc-aiAfF9djxBQ&ved=0CCEQFjAC&usg=AFQjCNFBi0
GVIV3kH3dIneE7n493GxUqdA > 44 B #(% 8 201241 A 16 8) °
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0 FATAE 2R 0 24k JB et (territorial ) Ceg B A) ) sk E L FE — B AT
BA CEAERHSBEGERTAAGERN N ERTAHGER > ke
BB A LH BB R A FERERN AT H AR &
RILAALA b B 32 AR 5545 15 HE 22 3 049 48 ) 45 B0 3E o AT AR

— HABITHATEEHATA

NEREABEAERE X —HRHEEEEY > 224 dHER
SBOTHERSEOTREAEN  WEENF NS LG E— &
HEATAHANE R LA SR EHTE > Bt S ERERAGA
WRAZHEAT By A8 B F R PSR T AR 0 — AR IR 3 0 ELAF AR A E A 4R 25 4R
My kB A EH FREGLE S BAHRMEAY EEAZZH - Bl2
BREAE—ITHAREBNYERATHANT A H ik EHZF R M
TR ARBI O T AR R AR ER T R BB AZE T -

6 See, e.g., Dowagiac Mfg. Co. v. Minn. Moline Plow Co., 235 U.S. 641, 650 (1915) (“The
right conferred by a patent under our law is confined to the United States and its territories,
and infringement of this right cannot be predicated on acts wholly done in a foreign
country.”); Brown v. Duchesne, 60 U.S. 183, 195 (1856) (“U.S. patent laws do not, and
were not intended to, operate beyond the limits of the United States.”).

" Mark A. Lemley, Inducing Patent Infringement, 39 U.C.D.L. REV. 225, 226 (2005),

available at

http://papers.ssrn.com/sol3/Delivery.cfm/SSRN _1D772264 code603.pdf?abstractid=77226

4&mirid=1, last visited Jan 16, 2012.

Edward Van Gieson, Divided patent infringement and patent valuation, (“Divided

infringement liability is a special subset of direct liability. Traditionally, in order to infringe

a patented process, a single party must practise each step of the claim. Divided infringement

occurs when two or more different parties are required to infringe the claims of a patent.”),

available at http://www.beyerlaw.com/pdf/Feature%207.pdf, last visited Jan 16, 2012.

® Joy Techs., Inc. v. Flakt, Inc., 6 F.3d 770, 773 (Fed. Cir. 1993) (“For process patent or
method patent claims, infringement occurs when a party performs all of the steps of the
process.”).
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%tz (as a whole) ' RREAMBHH—E B HREBGEAIH > %
HXPERTHE—ETHRE B TRERRR  ErEREIBMSEET
EHRIHR—E2= > RLEZERIBWERL > RAFRCETERERL
AT34 (practicing the priorart) ! o

)

=~ FHE TR LA T R F BT

AR ETREMNTHROEALT » RAA —RITAAZETRZEL
MEE > REAHBANE R L TR EF S5 B3 EAHARE
HPET R REFHRMAITHAN  2REERERBEGHE &
AREFT XA REHEAEET  E— > HERAEITAAMARTEA S Fhiz
FMG R R EHRRHEERTZEE -

' Diamond v. Diehr 450 U.S. 175 (1981) (“In determining the eligibility of respondents'
claimed process for patent protection under 101, their claims must be considered as a
whole.”)

Yoches, E. Robert, Designing Around Patents. (‘“‘Another way to avoid infringement is to
practice the prior art. A patent claim that covers the prior art is invalid, so practicing the
prior art will prevent interpreting a claim to be both valid and infringed.”)

See, e. g., Engelhard Industries, Inc. v. Research Instrumental Corp., 324 F.2d 347, 351
(9th Cir. 1963), Cert. denied, 377 U.S. 923, 84 S.Ct. 1220, 12 L.Ed.2d 215 (1964); Great
Lakes Carbon Corp. v. Continental Oil Co., 219 F.Supp. 468, 475 (W.D.La.1963), Aff'd per
curiam, 345 F.2d 175 (5th Cir.), Cert. denied, 382 U.S. 905, 86 S.Ct. 241, 15 L.Ed.2d 158
(1965) (“A patent is not infringed where any of the steps which constitute the patented
method or process is omitted.”)
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3 A FRR S (arms-length agreements) Bif4FrEk @ & R 3E 4]
T AG B O R M AR L& B4R (jointly infringement ) 4T %

YT R AEBRRERIE -
=) AR EHRBRHERRTIRE

PHEREEROFUZ AN R T A EOT AT AR
FIFBR > o) E R BRI T AR T HRAK —ATHANE
o s RARAT B APT B > ERRAN T A E % (doctrine of
equivalents ) &94% 34T H| 7 > 83 A F E A B — IR H
ZHEHEBHEN  BFEOBRABEALANERASTE A AE
(substantially identical) ' B st > 7‘7‘;‘%%—%']"5‘5%@%?@@ EuE]
I T AR AR BT AE -

13

14

72

BMC Resources Inc. v. Paymentech LP. 84 U.S.P.Q.2d 1545 (Fed. Cir. 2007)(“A party
cannot avoid infringement, however, simply by contracting out steps of a patented process
to another entity. In those cases, the party in control would be liable for direct
infringement.”), http://www.ll.georgetown.edu/federal/judicial/fed/opinions/060pinions/06-
1503.pdf, last visited Jan 16, 2012.

American Seating Co. v. Southeastern Metals Co., 412 F.2d 756. (“It is well settled that
infringement exists only where the accused device and the teachings of the patent in suit
are substantially identical in structure, mode of operation, and results accomplished.”)
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(=) XREBEHEE

B FBREAES 271t a HOABRHAL —REALR
£ ¢4 X35 (strict-liability offense) ' > %38 2 ¥ & % K4k R 5 WME
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74

35 U.S.C. §271(a) (“Except as otherwise provided in this title, whoever without authority
makes, uses, offers to sell, or sells any patented invention, within the United States, or
imports into the United States any patented invention during the term of the patent therefor,
infringes the patent.”).

35 U.S.C. §271(b) (“Whoever actively induces infringement of a patent shall be liable as
an infringer.”).

35 U.S.C. §271(c) (“Whoever offers to sell or sells within the United States or imports into
the United States a component of a patented machine, manufacture, combination, or
composition, or a material or apparatus for use in practicing a patented process,
constituting a material part of the invention, knowing the same to be especially made or
especially adapted for use in an infringement of such patent, and not a staple article or
commodity of commerce suitable for substantial noninfringing use, shall be liable as a
contributory infringer.”).

In re Seagate Tech., LLC, No. 830, 2007 U.S. App. LEXIS 19768, at *12 (Fed. Cir. Aug.
20, 2007) (en banc) (“Because patent infringement is a strict liability offense, the nature of
the offense is only relevant in determining whether enhanced damages are warranted.”);
Hilton Davis Chem. Co. v. Warner-Jenkinson Co., 62 F.3d 1512, 1523 (Fed. Cir. 1995) (en
banc) (per curium) (“Accidental or ‘innocent’ infringement is still infringement.”), rev’d on
other grounds, 520 U.S. 17 (1997).
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BERL Ehda— 2Rt ZHETA B A —F oiERtk
FoeyRBITA  E-ATBTETROFERALT » ZHEALE
FRIE—F A A TEFEMANT 182 EF S B miE
RAZHATA  F 220 BME—FHEANT I 00 B A58
SEISLTR 8 R SLHARARAE Z VT AE

=) FeEBERERMOEHBZHE TE
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rea) ¥ AR WAGUAEHIMHIHER BT TR
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20

21

22

BMC Resources, supra note 13, at page 12. (“indirect liability requires evidence of
“specific intent” to induce infringement.”)

Mark A. Lemley, supra note 7. (While §271(a) of the Patent Act creates liability for
someone who directly infringes a patent, §271(b) of the act “extends liability to one who
actively induces infringement by another.”).

See general Developments In The Mens Rea of Inducement of Patent Infringement,
available at http://www.mkgip.com/node/698, last visited Jan 16, 2012.

35 U.S.C. §271(c), supra note 17.
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— ~ On Demand v. Ingram™ %
(=) EHIF %

AEREANB-—REEIE RG> 05
B oABEMABHEN BB EROXTRE N ZERF /A
TR T EXHR ) — TR BB M RIEE R 58T
B FZEHROEHR ) —HROXFHEEE R ELEHA
B¥% GREEEEMRE—BERESLATHEE S X
fritd—EnBEeRAMPBEZ TN BAFZIHEE
BELEEROREFZABEILEH OAH ROV ERT > Ak —

2 On Demand Machine Corp. v. Ingram Industries, Inc., Nos. 05-1074, -1075, -1100 (Fed.
Cir. 2006), available at http://caselaw.findlaw.com/us-federal-circuit/1451352.html, last
visited Jan 16, 2012.
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25
26
27

See Claim 1 of USPAT 5,465,213.("a book manufacturing system comprising: computer
means for storing data corresponding to the text of and information concerning a plurality
of books in a format retrievable by said computer means; selection means in communication
with said computer means for selectively retrieving stored data corresponding to each of
such books; means for high speed printing of the text of a selected one of said books on
paper pages upon a signal from said selection means and command from said computer
means; said format describing the cover of the book in a bit mapped color format, and
wherein said computer means stores and selectively retrieves data corresponding to the
color graphics of the covers of said plurality of books, and color printer means for
reproducing the cover graphics of said selected one of said books on suitable cover
material upon a signal from said selection means and command from said computer
means.")

On Demand Machine Corporation.

Ingram Industries, Inc., Lightning Source, Inc., and Amazon.com, Inc.

On Demand Machine Corp. v. Ingram Indus., Inc., No. 4:01cv1668MLM (E.D. Mo. Oct.
28, 2004) (judgment); July 23, 2004 (order denying enhancement of damages); July 5,
2003 (claim construction order).
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On Demand, supra note 23, (“However, the fundamental precept of the Ross invention is
that the customer uses an on-site computer to view promotional information, and then
initiates rapid single copy printing.”), available at http://caselaw.findlaw.com/us-federal-
circuit/1451352.html, last visited Jan 16, 2012.

Id. (“Each of these components of the claimed invention is in the prior art; their
combination is the patentable invention, and it is the practice of the combination that is
essential to infringement. Taken separately, Amazon's method of taking orders for books is
prior art; Amazon does not print books, and the immediate on-site printing of the Ross
invention is absent.”)

Id. (“The printing of a single copy of a book, using computer technology and high-speed
printing, was prior art to the Ross patent. The defendants correctly point out that the Ross
invention is the immediate printing and binding of a copy of a book, where the customer
initiates this activity upon review of promotional information stored in a computer that is
provided by the seller.”)
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= ~ BMC v. Paymentech® %

(=) £#% %

AEFRBPAGLE—BARRHEHERAREAFRAEE S %
BAFTEREBABAE  ER2THALS  RE—FEE A
% 4 (telepay system) M@ > ZN@ETHE— R R TER 13
Afwe BiFEdaEdmagil b rkEFHR
o AY RERIAHALEZOL—BELREL FRITM
RN NI ~ DRIE ~ 12 A FIRAAT R4EEE > i@ LR RA
MR HKRE S AFATREFFYEAFEABIHRE > MR
FEBRHERA > BZEREINZATFAGFIITEE SR

B HANE LRSS

.

2 BMC, supra note 13.

3 See Abstract of USPAT 5,870,456. (“Method and apparatus for processing payment
transactions using debit card numbers without the requirement of a personal identification
number (PIN) is disclosed. A telepay system of the present invention provides an interface
between a standard touchtone telephone and at least one debit card network such that real-
time bill payment transactions may be effected using a keypad of the telephone. The
telepay system includes an interactive voice response unit for prompting a payor to enter
an access code, account number, debit card number and payment amount and for informing
the user of the status of the transaction. Real-time processing of transactions is provided
through use of debit card networks, rather than the Automated Clearing House. The telepay
system is also capable of performing settlement functions and processing inquiries by
payees of the system regarding previously processed transactions.”)
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B= X%S5870,456 ¥4~ &HE
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(=) #2

RNERELTHRIyZF S HATHBEE=ATHE 24
B E 91 = A2 [k 45 8 44 (direction or control) Bf4&>*

3 BMC, supra note 13, at page 14 (“The evidence before the magistrate and the district court
to support direction or control of financial institutions by Paymentech was even scarcer. As
the district court observed, the record contained no evidence even of a contractual
relationship between Paymentech and the financial institutions.”).
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= ~ Akamai v. Limelight R S

(=) £#8F %

2006 455 A 4y R S AV HE AT RN S AR AR A E E A
ZHRAT S @R TR T03 A GEIARE 19
34 UBRMBARE 20 £ 21 HPSRHBHILBATA-ENAE
RAEZ I E A LETH — A EITIR R (tagging) X % o
ST ETT AN B REEMATEEIRL B AE - REERER
HREZ HehEInFTE—TEMAAGR—GWTE61E
HALFRERMEBE  EREHORTBHERCBE R LA
%12 2 H 2 (JMOL, judgment as a matter of law ) A73%n - B4R
M L3R B BRI EIRIARR o

3 Jd. (“Without this direction or control of both the debit networks and the financial
institutions, Paymentech did not perform or cause to be performed each and every element
of the claims.”)

3% Akamai Technologies, Inc. v. Limelight Networks, Inc. (Fed. Cir. 2010), available at
www.cafc.uscourts.gov/images/stories/opinions-orders/09-1372.pdf, last visited Jan 16, 2012.

7 @4 6,108,703, 7,103,645, #1 6,553,413 -
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(Z) ERALE
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** Akamai Technologies, supra note 36, at page 8. (“It is undisputed that Limelight does not
itself perform every step of the asserted claims. JIMOL Opinion at 116. Limelight provides
the information necessary for its customers, the content providers, to modify their web
pages or Internet address routing information to use the Limelight service. However, the
content providers per-form the actual tagging step (emphasized above) them-selves. There
are two tagging methods used by Limelight’s customers.”)
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44

Id., at page 11 (“It is well settled that direct infringement requires a single party to perform
every step of a claimed method. BMC Resources, 498 F.3d at 1378-79 (citing Warner-
Jenkinson Co., Inc. v. Hilton Davis Corp., 520 U.S. 17, 40 (1997)).”)

Id., at page 15 (“Here, the customers decide what content, if any, they would like delivered
by Limelight’s CDN and then perform the step of “tagging” that content. Limelight’s
customers also perform the step of “serving” their own web pages.”)

Id., at page 12 (“While the “control or direction” test of BMC Resources established a
foundational basis on which to determine liability for direct infringement of method claims
by joint parties.”)

Id., at page 14 (“In this case, there is nothing to indicate that Lime-light’s customers are
performing any of the claimed method steps as agents for Limelight.”)

Id., at page 16 (“As discussed above, Limelight’s customers decide what content, if any,
they choose to have delivered by Limelight’s CDN and only then perform the “tagging”
and “serving” steps. The form contract does not obligate Limelight’s customers to perform
any of the method steps.”)

McKesson Technologies Inc. v. Epic Systems Corp. (Fed. Cir. 2011), available at
http://www.virginiaiplaw.com/uploads/file/McKesson(1).pdf, last visited Jan 16, 2012.
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¥ See 6,757,898 patent col.4 11.3-44, available at
http://www.pat2pdf.org/patents/pat6757898.pdf, last visited Jan 16, 2012.

% McKesson Technologies, supra note 44. (“Epic is a privately owned software development
company that licenses software to healthcare providers. One such product is the accused
MyChart software. MyChart allows healthcare providers to associate medical records with
a patient’s personalized web page. MyChart also allows the patients to communicate with
their healthcare provider online through these personalized MyChart web pages. In this
way, patients are given access to their own medical records, treatment information,
scheduling information, and other material.”)

7 Id., at page 4 (“The parties do not dispute that Epic’s customers do not directly perform the
first step of the asserted method claims, the “initiating a communication” step.”)
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(single) i 4 F i 4 &A% ”’%&ﬁ%%ﬁﬁﬁ%$%é
X AR #E %ﬁ%%%iz%%%i—%z@%&‘ﬂﬁ SRS B B%ER
ENFEZERTHRAREERELRGERARSF > WEZE LI
RRATERY BE > LdERRL ARRETEEEAKEE
SaZAE R H AR R EAS BT Ak E 2 B BRI % (agency
relationship ) ' » kb o 43 MR IR RIZH R A o

(m) Newman 2 EAXARERLE

AEAEZRE Newman REEARSHER - HtiREFE
BRE ERFE T ARG FIREREEBATS » b R
BAR 5 T RAEHIMAE » ZIELES4E (collaboration ) ~ £ B 4T

® Id., at page 2-3 (“On December 6, 2006, McKesson sued Epic in the United States District

Court for the Northern District of Georgia alleging that Epic induced infringement of
claims 1-10, 12-14, and 16-18 of the ’898 patent by licensing MyChart to healthcare
providers who subsequently offered it to their patients.”)

Id., at page 2 (“Because McKesson is unable to attribute the performance of all the steps of
the asserted method claims to a single party”)

Id., at page 8 (“Nor is there anything indicating that MyChart users were contractually
obligated to perform any of the claimed method steps on behalf of the MyChart providers.
These facts are undisputed. MyChart users choose whether or not to initiate
communications with their providers and are under no obligation to do so. As in both
Akamai and Muniauction, MyChart providers”)

Id., at page 7 (“In this case, nothing indicates that MyChart users are performing any of the
claimed method steps as agents for the MyChart providers. Nor does McKesson argue an
agency relationship existed here.”)

49

50

51
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EBERARAE AR B EHREAHEGFR v@r%‘
$%E%%ﬁﬁ%m%%ﬂm%m&ﬁﬁ\ﬁ&%nékﬁéﬁ
HEES

UEERE > AEFAMIKA MY E— @8 RA (single-entity
rule) » FE ARG R R R R A 0 — 0 B AR 4 Rk b IRA R AT
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AEAELOREHAER D B EAGE L ARE - A2 KR H
h¥A - BARBERENE—ERED  HEEHHELDNE
HOAEF ik RRFREFEERNEHE -

B ARHSERIBoARLRZAY
— 45 H R R AR L H AT H MR

BPAR LRIk ARk ®] > RERME R ERMEE S X Re)IEREL

2 Id., Dissenting, at page 2 (“Some recent panel holdings are of similar vein, holding that
neither collaboration nor joint action nor facilitation nor authorization nor invitation can
overcome the immutable barrier to infringement when all of the participating entities are

. not under the “control or direction” of a mastermind infringer.”)

Id.

** Id., at page 4 (“The court today holds that the claim cannot be infringed as a matter of law,
on the theory that a “single-entity rule” is violated because the provider does not control or
direct the patient who initiates the communication, in that the patient is neither the agent of
the health-care provider nor contractually obligated to initiate the communication. Maj. Op.
at 8-9. There is no such rule of law. Even the recent creation of a “single-entity rule” by this
court does not go that far.”)

> Id., at page 5 (“Interactive methods that meet all of the conditions and requirements of the
Patent Act are fully entitled to participate in the patent system. The court’s removal of
interactive methods from the purview of the patent system, through its newly minted and
now enlarged “single-entity rule,” is contrary to law and policy.”)
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% BMC Resources, supra note 13.(“This court acknowledges that the standard requiring
control or direction for a finding of joint infringement may in some circumstances allow
parties to enter into arms-length agreements to avoid infringement.”)

ST EMI Group North America, Inc. v. Intel Corp., 157 F.3d 887, 891, 48 USPQ2d 1181, 1184
(Fed. Cir. 1998)(“For infringement of a process invention, all of the claimed steps of the
process must be performed, either as claimed or by an equivalent step.”), available at
http://www.ipo.org/AM/Template.cfm?Section=Federal Circuit Opinions&template=/CM/
ContentDisplay.cfm&ContentID=3636, last visited Jan 16, 2012.
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** McKesson Technologies, supra note 44, at page 6 (“This court concluded that “where the
actions of multiple parties combine to perform every step of a claimed method, the claim is
directly infringed only if one party exercises ‘control or direction’ over the entire process
such that every step is attributable to the control-ling party.””)

See Robert C. Faber, Landis on Mechanics of Patent Claim Drafting, 5* Ed., page 4-
1.(“Method, or process, claims are generally easier to write than mechanical claims. The
reason for this is that method claims by their very nature do not require as much structural
“connecting up” nor as many detailed statements of the mechanical cooperation of parts as
do mechanical claims.”)

59
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(=) ERXumtE A% K4iZ24) (subject matter)
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EBAMA P FZ A CEBIF RS - B AR B R 0 K
TWEEEATEREORRE - A ZAEATRES EREREHERA
5% —BFRE 2T kg BORE - A — ABHEE (reissue) 25
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% Mark A. Lemley, supra note 7, at page 275 (“Patent applicants should include in their
coverage strategy claims directed to systems and, whenever possible, articles of
manufacture.66 Too often, applicants focus on methods of operation in their coverage
strategies, sometimes to the exclusion of other, more useful, coverage. This can be a
mistake because the multiple-entity infringement problems we have discussed arise
primarily with respect to method claims.”)
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62

63

64

90

See 35 U.S.C. §271(g)(“Whoever without authority imports into the United States or offers
to sell, sells, or uses within the United States a product which is made by a process
patented in the United States shall be liable as an infringer, if the importation, offer to sell,
sale, or use of the product occurs during the term of such process patent. In an action for
infringement of a process patent, no remedy may be granted for infringement on account of
the noncommercial use or retail sale of a product unless there is no adequate remedy under
this title for infringement on account of the importation or other use, offer to sell, or sale of
that product.”).

Mark A. Lemley, supra note 7, at page 276 (“As a result, 271(g) may, in effect, provide a
patentee who has obtained appropriate method claims with coverage for some overseas
exploitation of his invention.”)

See Bayer AG v. Housey Pharms., Inc., 340 F.3d 1367, 1377-78, 68 U.s.P.Q.2d (BNA)
1001, 1009 (Fed. Cir. 2003); NTP, Inc. v. Research in Motion, Ltd., No. 03-1615, 2005 WL
1806123 (Fed. Cir. Aug. 2, 2005).

Mark A. Lemley, supra note 7, at page 277 (“Accordingly only manufacturing methods
create liability under §271(g).”)
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68

See 337-TA-724, Commission Opinion, page 12 (“We find that the Mac OS X Devices are
imported with the Mac OS X operating system installed, which includes the[[ ]] codec at
the time of importation. See Apple's Obj. to S3G's Prop. Find. Fact 1.D.3.190, 192; I1.03.
However, with respect to the asserted data format claims (claims 11, 14, and 16 of the '978
patent), the Mac OS X Devices are not imported with DXT-encoded images. See Apple's
Pet. for Review at 35; S3G's Resp. to Apple's Pet. for Review at 38. We also find that S3G
has not proven by a preponderance of the evidence that the imported iDevices contain
PVRTC-encoded images at the time of importation.”)

See general MPEP 201.07.

See 35 U.S.C. §251. (“No reissued patent shall be granted enlarging the scope of the claims
of the original patent unless applied for within two years from the grant of the original
patent.”)

McKesson Technologies, supra note 44, at page 10 (“in patent law, unlike in other areas of
tort law, the patentee specifically defines the boundaries of his or her exclusive rights and
provides notice to the public to permit avoidance of infringement. This stands in sharp
contrast to the circumstances surrounding a joint tort where the victim has no ability to
define the injurious conduct upfront and where, absent joint liability, the victim would
stand uncompensated as a consequence.”)

102.02 EEREERT VOL.170 91



2

nIHIJ'lt
EHRERERNDEREER

Q

BREEROERE  THRATHRE TR ARH I EEFHA
BAIEE S o

(=) HEABBZERHETAA > THHIALRARHETE

92

)

RFERATEREALGRF > R BB LN ZHMEREHF
PRABREIAEE - TAARMBERNTHART TREGE
W, BRBERASHE  ERSGE AN EABITAN T 7HENE
W, BAFEE > BATAAZM L S5 T RIEFIIA > ITAHAZ
g A 45 F RIEFI M4 > BPEIRFMR S MR - Brdk T A AR
HARMATAANTR LR ERM > 2 U BER 7k AR A AR
Rt BN B AN A GBI o

At AXRATHRAHN LR ZHTHGHE > A5 HF
RIEH M5 B RABEE > FRAFTRA S MEE/LTHEMSE - ™
RGEEBZEITAANZIM AR IR LN ES B HEZH AR EF
ER o RIEERBHAEITAAZIMRIIEREHE BFIE 0 THEKR
B

FiERAARBHREANEZRAEAESE 271 c A

AXIA > BATE B RAR &S 15 o BT AT L
WZEEREITEE  EBAEZAESE 271 15 c BOAHIBELURET
BEHAR > & 271 ¢ BIABTR BRI T M H 28 &
BEHIFRHZIAREAR (KREOER ) RE > ZEANF X
A HE L RTHRE " S HERETAATRBASEZE
AR E T EREZATAE  (REBER) -

102.02 EERE#RT| VOL.170



At
BHERSHHBEEETH

I

HEZRHAYN  DOABTERAKRARZTHRZM
B3RS ay R TR S B AAT M 0 RTR G H K RERZMHE AR
BT AE  BESLE MR H BT L - LAKRAER T RO X
TERBHITAANEIBRLC R AT HRZE R > B EEHREAN
B RMATH > MR — BT EORBATS -

102.02 EEREERT VOL.170 93



